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TRUTHFUL DISPARAGEMENT UNDER THE 
FEDERAL TRADE COMMISSION ACT! 


By Daniel Jay Baum* 


Introduction 


In his classic article, ‘Unfair Competition by Truthful Dis- 
paragement,”’ Mr. Wolff wrote of the common law in 1938: 


Today, false defamation and disparagement are considered 
to be unfair competition. As the standards of business be- 
havior rise and as judges become more sensitive in appraising 
competitive conduct, there can be but little doubt that the 
question will soon come before the courts whether truthful 
defamatory statements or expressions of unfavorable opin- 
ion about another’s goods or business practices might not 
also constitute enjoinable unfair competition.’ 


The attack which Mr. Wolff envisaged is taking place under 
that sweeping provision of the Federal Trade Commission Act 
which speaks in terms of prohibiting unfair or deceptive acts or 
practices, and not merely false advertising.’ Indeed, in accordance 
with the intent of Congress, the Act has been broad enough to 
strike at those who have retreated under its initial onslaught to 
more subtle forms of deception: the ad hominem argument; the 
technical truth; the irrelevant comparison. Exacting conditions 
have been imposed upon the rule in Philip Carey Mfg. Co. v. 
Federal Trade Commission* which declared: “ . we know of 
no standard of practice which forbids the telling of truth even 





t 800.3—OTHER STATUTES—FEDERAL TRADE COMMISSION. 

Author’s Note: The opinions expressed herein are the author’s; they do not neces 
sarily reflect those of the Federal Trade Commission. 

* J.S.D., LL.M., New York University; B.A., LL.B., University of Cincinnati; 
Attorney, Federal Trade Commission. 

1. Wolff, Unfair Competition by Truthful Disparagement, 47 YALE L.J. 1304 
(1938). 

2. Id. at 1306. 
3. 52 Stat. 111 (1914), as amended, 15 U.S.C. $45(a) (1958). 
4. 29 F.2d 49 (6th Cir. 1928). 
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about a competitor.” ° What Mr. Wolff desired from the common 
law has been forthcoming from the Federal Trade Commission 
Act: “Whoever takes it upon himself to enlighten the public 


about a rival’s goods acts at his own peril.”*® It is the purpose 


of this article to diseuss the salient conditions that an advertiser 
must consider before he speaks to others of his competitor. 


I 


The Condition of Relevance 


To a great extent advertising is an argument aimed at con- 
vincing the consumer. For this reason any comparative claim 
must relate to the present merits of a competitor’s product. It 
must not relate to extraneous matters; it must be relevant. 


The Ad Hominem Argument 


The argument addressed to one’s prejudices rather than one’s 
intellect must fail, it is logically invalid. The Commission seemed to 
recognize this principle in Jn the Matter of Eugene F. Agee t/a 
Commercial Extension School of Commerce.’ There the complaint 
alleged that respondent represented “that a certain competing 
school is undesirable for inexperienced girls from rural communities 
beeause of the large number of old men, Negroes, and veterans 
among its student body.” * As a fact it was found: ‘‘While some 
competitive schools admit to their classes members of all races 
and ages, such fact does not render such schools undesirable.” ® 
As a result the respondent was ordered to cease and desist from 
“advertising in any manner to the character or nature of the 
student body of any competing school, inconsistent with the 
facts.” ? 

The position taken by the Commission reflects that taken 
many years ago by the German courts. Thus, the question was 
presented as to whether German competitors could disseminate 
in 1929 a letter written during World War I by an American 
concern stating in part: “We must beat them [the Central 
Powers| or the word Germany will be a stench in the nose of 
civilization for the next thousand years.” The court held: 





5. Id. at 52. 

6. Wolff, Unfair Competition by Truthful Disparagement, 47 YALE L.J. 1304, 
1326 (19388). 

7. 48 FTC 820 (1952). 

8. Id. at 823. 

9. Id. at 827. 

10. Id. at 828. 
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Competition should proceed upon the basis of the goods them- 
selves. The contest is not between the personalities of the 
competitors. In using plaintiff’s publication, ten years after 
the war, defendant exceeded the limits of normal orderly 
competition. It is immaterial that the information dissem 
inated by defendant was true.”’ 


Similarly, even during the early years of Ilitler the German Su- 
preme Court prohibited advertisers from informing the public 
of the Jewish origin of their competitors though it might have 
been argued that ‘‘to do so would further the aims of the National 
Socialist State.” ** 

These decisions are of particular import in the light of the 
German Unfair Competition Statute which contained an express 
remedy for false defamatory statements. To Mr. Wolff “the 
courts might easily have construed this section as indicating a 
legislative intent that no action should be for true defamatory 
statements.” ** 


B. Advertising the Past or Present Acts of a Competitor 


The consumer’s interest focuses on the present. It is today’s 
offer with which he is concerned; the expired offer, the past, 
offers no lure to him. What an advertiser may say of its com- 
petitor’s past conduct, therefore, has validity only insofar as it 
has meaning in the present. Within this limitation an advertiser 
faces an especially difficult burden in recalling the past act with 
accuracy. How may it be done? Certainly the advertiser is not 
an objective party; he is confronted with the sweet temptation to 
embellish the facts. Consider the following advertisement which 
attempted to interpret a Commission decision :** 


A victory has been won for you and for us. 
Through coercion, threats, misrepresentation, and sub- 
terfuge, retail lumber dealers have for years attempted to 





11. Reichsgericht Il. Z.S. of Feb. 24, 1933; Markenschutz and Wettbewerb (M.W. 
33, 252; cited by Wolff, supra note 6 at 1310. 

12. Reichsgericht II. Z.S. Jan. 12, 1937, (M.W.) 37, 250; cited by Wolff, supra 
note 6 at 1314-15. Wolff also noted the decision relating to a machine manufacture: 
convicted and fined for violating Germany’s foreign exchange laws: “The defendant 
(a competitor of the machine manufacturer) immediately had copies made of a news 
paper account that appeared on the day following the trial, and then instructed his 
salesmen to read the story to prospective customers. The court held that the plaintiff's 
offense threw no light on the quality of his machines and took . .. the position that 
it is not the function of a competitor to spread the news of his rival’s misconduct among 
customers.” Jd. at 1312-13. 

13. Id. at 1310, nte. 33. 

14. FTC v. Gordon-VanTine Co., 1 FTC 316 (1919). 
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prevent us from selling to you and to keep you from buying 
from us. 

Now, the Federal Trade Commission has stepped in, 
and said: “No interference! A square deal for everybody!” 
From now on, you can buy wherever you please without be- 
ing bothered, boycotted or bluffed.*® 


Termed an exaggeration of its determination the Commission 
ordered the advertiser to cease and desist from “printing... , 
(or) circulating ... orders, findings, and other public records of 
the Federal Trade Commission unless the whole of the order, 
findings, or public record of said Commission be printed in full 
and in the exact wording of the Commission without any inter- 
pretation of, addition to, or subtraction from such order, findings, 
or publie record, as made and entered by the Commission.” *® 

Yet, even where the full decision of the Commission is dis- 
seminated there remains a potential area of deception. The act 
relates to the past; the respondent is under a legal obligation to 
cure the wrong. Doesn’t the distribution of an order by a com- 
petitor imply that the wrong has not been cured? More important, 


what relevance does the sending of the order have to the sale of 
goods if the wrong no longer exists? The question is raised as to 
whether the Commission did not accept this position when it ap- 
proved a stipulation’’ which stated in part: 


in no case shall such findings, orders or other public 
records [of the Commission] be used or published by the 
[respondent] for the purpose or with the effect of dispar- 
aging or injuring the business of a competitor who has com- 
plied with the orders, stipulations, and/or directions of the 
said Federal Trade Commission.** 


15. Id. at 318. 

16. Jd. at 324. 

17. In the Matter of Lacy Products Corp., 26 FTC 1310 (1937). The nature and 
effect of a stipulation are defined by the Commission in its Rules of Practice, Procedures 
and Organization: “The stipulation shall consist of an agreement as to the facts, in- 
cluding those relating to jurisdiction, and an agreement to cease and desist from the 
acts or practices deemed to be violative of law. When executed, by proposed respondents 
and satisfactory to the Chief, Division of Stipulations, and Director, Bureau of Consul- 
tation, the stipulation is submitted to the Commission for its consideration. 

“When an executed stipulation is approved by the Commission the matter is closed 
without prejudice to the right of the Commissicn to reopen if and when warranted by 
the facts. The agreement does not constitute an admission by the parties that they have 
engaged in any method, act or practice violative of law, but it shall, if relevant to the 
issues, be admissible as evidence of the prior use of the acts or practices set forth 
therein in any later formal proceeding.” 16 CFR §1.54-.55 (1957). 

18. 26 FTC 1310. 
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The standard of fairness applied to the argument of the past 
holds equally for the argument of the present. In Heuser v. Fed- 
eral Trade Commission” the court reviewed a Commission order 
which, inter alia, prohibited petitioner “from threatening .. . to 
institute [patent infringement] suits [against licensees of a com- 
petitor] ... without in good faith intending to institute such suit 

.., and... following up such threat ... with suit... brought 
within a reasonable time.” *° The court impliedly accepted the 
principle of law embodied in the Commission order although it 
was vacated for lack of evidence. The court found (a) that few 
letters of threat were sent; (b) that the trade was not circularized ; 
(c) that each letter was sent only on the advice of counsel after 
examination of the specific facts; and (d) that two infringement 
suits were commenced.” 

An advertiser may not concoct charges against its competitors 
and herald them forth to the listening public. Thus, one may not 
submit a false complaint in bad faith to the Commission relating 
to a competitor and then proclaim to the trade how he has peti- 
tioned for relief.** Indeed, the Commission ordered the respon- 
dent in such a case to cease and desist from “notifying the cus- 
tomers of a competitor that charges have been filed with the 
Federal Trade Commission against said competitor . . . before 
the issues involved are determinable by the Federal Trade Com- 
mission.” *° 

Similar criteria of fairness should guide the advertiser who 
desires to publicize the relations of a third party to a competitor. 
In Philip Carey Mfg. Co. v. Federal Trade Commission™ the re- 
spondent was alleged to have given potential customers copies of 
a petition for involuntary bankruptcy filed by others against a 
competitor. The court stated: 


It does not appear that petitioners had anything to do with 
the filing of this bankruptcy petition, or that they knew it 
had been filed until the report came in the regular course 
from the [credit] rating company [to which respondent sub- 
scribed]. Nor was there any evidence to show that any of 
their salesmen ever used this information after it was fur- 
nished to them. Perhaps, they did. It was true, and we know 








19. 4 F.2d 632 (7th Cir. 1925). 

20. Ibid. 

21. Id. at 634. 

22. FTC v. United States Products Co., 7 FTC 301 (1924). 
Id. at 315. 
29 F.2d 49 (6th Cir. 1928). 
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of no standard of practice which forbids the telling of the 
truth, even about a competitor.” 


The order against the respondent was vacated. Yet, we may 
ask today whether the same conclusion again would be reached. 
What would the mere showing of a petition for involuntary bank- 
ruptey to a potential customer lead him to believe? Laymen are 
not experts in the law.*® Would the customer conclude that the 
petition attested to the insolvency of the one who sold to him in 
the past? Would the customer be able to confine the import of the 
petition to its precise facts? Wouldn’t the salesman have placed 
in the customer’s hands only an incomplete statement relating to 
a competitor, or statement which at least could confuse, and, in 
some instances deceive? Isn’t it reasonable to impose upon one 
who speaks of another in a manner likely to affect that person’s 
business the duty to make a precise statement ?*’ 

The Commission has declared that it is one thing to proclaim 
the advantages of a product, and quite another to disparage a 
competitor.** It has required advertisers who claim their wares 
promote “better” health to specify in what manner.” It has en- 
joined advertisers from implying that their processes are the 





25. Id. at 51-52. Dissenting Judge Knappen stated: “Method, motive, and purpose 
may well make unfair a competition which otherwise might not be so, and there seems 
to me substantial evidence of a purpose to drive the competition out of business.” 
Id, at 52. 

26. Indeed, how could they be? Long ago the courts recognized that the “law is 
not made for the protection of experts, but for the public—that vast multitude which 
includes the ignorant, the unthinking and the credulous who, in making purchases, do 
not stop to analyse but are governed by appearances and general impressions.” Florence 
Manufacturing Co. v. J. C. Dowd §& Co., 178 Fed. 73, 75 (2d Cir. 1910); see also, 
Charles of the Ritz Distributors Corp. v. FTC, 143 F.2d 676 (2d Cir. 1944). 

27. It is no defense for an advertiser to use a testimonial made in good faith 
which materially attributes more to his product than the facts warrant. Moretrench 
Corp. v. FTC, 127 F.2d 792 (2d Cir. 1942); ef., R. J. Reynolds Tobacco Co. v. FTC, 192 
M.2d 535, 5389 (7th Cir. 1951): “A testimonial, for instance, might not be ‘factually 
true in all respects’ but still immaterial to the subject matter of the instant proceeding 
in that it bore no relation to the publie interest, and it would virtually make petitioner 
an insurer of the truthfulness of every statement contained in a testimonial, no matter 
how immaterial or beside the issue in controversy it might be. We think this clause 
should be eliminated from the order.” 

28. Moretrench Corp. v. FTC, 127 F.2d 792, 794 (2d Cir. 1942). 

29. In the Matter of Townecraft Industries, Inc., Dkt. 7041 (Aug. 15, 1958). 
The respondent was ordered to cease and desist from representing “that the use of [its] 
cooking utensils and the ‘waterless’ method of cooking will promote or is conducive to 
better health except for the benefit to health accompanied by the additional vitamins 
and minerals retained through use of the modern ‘waterless’ method of cooking.” See 
also, In the Matter of Flex-O-Glass Manufacturing Co., 45 FTC 462, 477 (1949), where 
the Commission required the respondent to cease representing that the use of its products 
in poultry or pig houses “will result in healthier or faster growing poultry or pigs... 
then will be the case when ordinary glass is used, unless such representations are clearly 
and expressly limited to the benefits which may result from exposure to such ultraviolet 
rays of the sun as may be transmitted by [respondent’s] products where such rays 
adequately compensate for a deficiency of Vitamin D in the diet.” 
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only methods for accomplishing certain results.*° It has been 


upheld in eliminating advertisements which represent the defects 
of competitive goods without disclosing that the advertised goods 
possess the same defects.** The continuation of this position is 
evident in the Commission’s complaint against The Procter & 
Gamble Company,” which conducted the following advertising ex- 
ploiting the contractual arrangement with washing machine man- 
ufacturers that enabled it to place sample boxes of detergents in 


their machines: 


Here’s why Westinghouse approves pasH for its Laun- 
dromat Automatic Washers! pasn gets clothes cleaner than 

For your detergent, get pasu. Westinghouse recommends 

For your detergent, get Dash. Westinghouse recommends 
it—even puts a sample package in every new Westinghouse 
Space-Mate. 

DASH is the only detergent packaged in every Westing- 
house Laundromat.** 


The complaint stated: ‘The manufacturers desired and recom- 
mend only that the right kind or type of product be used in their 
machines and either recommend no product in their instruction 
booklets to the purchasers ..., or recommend several products, 


99 34 


usually four or six, by name and usually including... DASH... 

The standard of disclosure springs ultimately from the fact 
that often the public does not weigh each word in an advertise- 
ment. Rather, the final impression which it derives may only be 
gained from what reasonably is implied as well as the sum total 
of that which is said.* In Bockensette v. Federal Trade Commis- 
sion the court stated, ‘‘Words and sentences may be technically 
true and yet be framed in such a setting as to mislead or de- 


© = s? 
celve. 


30. Inthe Matter of The Aluminum Cooking Utensil Co., Dkt. 6972 (May 21, 1958), 
the Commission enjoined respondent from representing “that the ‘waterless’ method of 
cooking can only be accomplished in aluminum utensils.” 

31. Segal Lock §& Hardware Company v. FTC, 145 F.2d 255 (2d Cir. 1944). There 
petitioner advised, NO LOCK IS SAFE WITHOUT A SEGAL PICK-PROOF CYLINDER. Yet, the 
SEGAL lock, like all locks, could be “picked.” 

32. In the Matter of Procter ¢& Gamble Company, Dkt. 7542 (July 14, 1959). 

Id. at 8. . 
Id. at 14. 

35. Rast v. Van Deman & Lewis, 240 U.S. 342, 365 (1916) ; Florence Manufacturing 
Co. v. J. C. Dowd & Co., 178 Fed. 73, 75 (2d Cir. 1910). 

36. 134 F.2d 369 (10th Cir. 1943). 

37. Id. at 371; accord, Kalwajtys v. FTC, 237 F.2d 654, 656 (7th Cir. 1956), 
cert. denied, 352 U.S. 1025 (1957). 
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C. The Place of the Puff 

There remains the advertiser who feels a certain right to 
puff his product, to embellish it with glowing adjectives. Early 
in Commission jurisprudence this right was accepted by the 
courts.** Its limitations as a defense to the Federal Trade Com- 
mission Act become evident, however, for the advertiser who 
yields to the temptation of extending the puff to his competitor, 
of claiming his product is better than another. Thus, in More- 
trench Corporation v. Federal Trade Commission® the court 
stated: 


The last of the misleading statements [challenged by the 
(‘ommission] is that “contractors all over the world testify” 
that the operating cost of the Moretrench system is fifty per 
cent lower than that of any other. This was part of the same 
obseure advertisement we have just mentioned, and of another, 
equally obscure, published thirteen months later. As this was 
the only part found to have been false, it is again hard to 
imagine how anyone reading it could have understood it as 
more than puffing; yet . . . if the Commission saw fit to take 
notice of it, we may not interfere.*° 


The extent to which the Commission may impose an exacting 
requisite of truth is illustrated in its cases against encyclopedia 
publishers where one was ordered to cease and desist from repre- 
senting: 


1. That said encyclopedia is authoritative or one of the 
world’s authoritative encyclopedias. 


2. That it is one of the most remarkable of America’s 
reference encyclopedias, or one of the world’s finest or 
greatest encyclopedias, or that it is world famous. 


3. That it contains complete, up-to-date information on 
all subjects in every field of knowledge.* 





38. Ostermoor § Co. v. FTC, 16 F.2d 962, 17 TMR 183 (2d Cir. 1927). The Com- 
mission was unsuccessful in prohibiting respondent from exaggerating pictorially the 
resiliency of the compressed materials of its mattresses. 

39. 127 F.2d 792 (2d Cir. 1942). It may well be argued that the mere misrepre 
sentation of an advertiser’s product contains within it the seeds of disparagement. The 
misrepresentation implied that the advertiser’s product possesses something which its 
competitors do not have. See, Ford Motor Co. v. FTC, 120 F.2d 175 (6th Cir. 1941), 
cert. denied, 314 U.S. 668 (1941). Compare the advertisement in the Ford case with 
the one attacked in General Motors Corp. v. FTC, 114 F.2d 33 (2d Cir. 1940). 

40. Id. at 794. 

41. In the Matter of Encyclopedia Educational Service, 45 FTC 491, 501 (1949). 
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Another was prohibited from claiming that it was the “supreme 
authority” for more than 100 years, and that it contained more 
articles than any encyclopedia.**? The Commission declared, inter 
alia, that no encyclopedia had been acknowledged as the “supreme 
authority.” *° 

Puffing ceases to be a defense when the consumer relies upon 
the representation. It is not necessary to determine that the puff 
is an objective statement of fact; it is only necessary to show that 
it contains the potentiality for deception, that it was made to in- 
duce sales. Hence, the court held in Steelco Stainless Steel v. Fed- 
eral Trade Commission :* 

Neither are we impressed with the suggestion that rep- 
resentations relied upon can be excused on the basis that 
they are only “puffing,” as that expression is sometimes used. 
It seems plain that the representations were made in order to 
induce the purchaser of petitioners’ products, and those con- 
tained in printed matter as well as the false statements by 
the salesmen were made with that end in view. Statements 
made for the purpose of deceiving prospective purchasers 
and particularly those designed to consummate the sale of 
products by fright cannot properly be characterized as mere 
“puffing.” * 


Summary 


The condition of relevance begins with any comparative 
statement made for the purpose of inducing sales. It matters not 
that the statement is subjective*® or relates to an undefined class 
of competitors.*” Relevance requires that any such statement be 
directed toward the merits of the product. The ad hominem ar- 
gument, the bad deeds of the past, provide no basis for discussion 
by an advertiser. When the present is spoken of the advertiser 
has the affirmative duty of full and complete disclosure. All claims 
must fit into their proper context. The half truth may not be 
tolerated. 








42. In the Matter of Americana Corporation, 45 FTC 32 (1949). 

43. Ibid. See also, In the Matter of The Super-Cold Corporation, 44 FTC 175 
(1947), where respondent was enjoined from representing that it was the leader in 
the field. 

44, 187 F.2d 693 (7th Cir. 1951). 

45. Id. at 697. 

46. See notes 41-42, supra. See also, R. J. Reynolds Tobacco Co. v. FTC, 192 F.2d 
535, 537 (7th Cir. 1951), where the court affirmed a Commission Order prohibiting the 
representation that petitioner’s cigarettes were soothing, restful, or comforting. 

47. To divert trade it is far better to encompass impliedly all of one’s competitors. 
Thus, except where specifically noted in the body of this article each case discussed did 
not specifically name the competitor disparaged. 
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II 


The Condition of Significance 


Titled, “‘Cigarette Ad Fact and Fiction,” a magazine article 
on the basis of certain laboratory tests demonstrated that dif- 
ferent brands of cigarettes contained approximately the same 
percentage of tar and nicotine. The article stated: 


The laboratory’s general conclusion will be sad news for 
the advertising copy writers, but good news for the smoker, 
who need no longer worry as to which cigarette can most 
effectively nail down his coffin. For one nail is just about as 
good as another. Says the laboratory report: ‘““The differ- 
ences between brands are, practically speaking, small, and 
no single brand is so superior to its competitors as to justify 
its selection on the grounds that it is less harmful.” * 


The conclusion of the research laboratory was prefaced by 
a table which showed the tar and nicotine content of brand cig- 
arettes. It was this table which provided advertising copy writers 
with the material to turn sad news into good news. Hence, the 
following advertisement appeared: 


Old Golds Found Lowest in Nicotine 
Old Golds Found Lowest in Throat-Irritating Tars and Resins. 


See Impartial Test by Reader’s Digest . . . 

See How Your Brand Compares with oLp Gop. 

Reader’s Digest assigned a scientific testing laboratory 
to find out about cigarettes. They tested seven leading cig- 
arettes and Reader’s Digest published the results. 

The cigarette whose smoke was lowest in nicotine was 
oLp GoLtp. The cigarette with the least irritating tars and 
resins was OLD GOLD.*® 


The table provided the fodder for telling the technical truth. 
oLp GoLp did rank lowest in tar and nicotine. In suit brought by 
the Commission the cigarette manufacturer relied upon the truth 
of the claims made. On appeal the court noted: “An examination 
of the advertisements, however, shows a perversion of the meaning 
of the Reader’s Digest article which does little credit to the com- 





48. P. Lorillard Company v. FTC, 186 F.2d 52, 57 (4th Cir. 1950). 
49. Ibid. 
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pany’s advertising department—a perversion which results in the 
use of the truth in such a way as to cause the reader to believe the 
exact opposite of what was intended by the writer of the article.” 
For the first time a court promulgated the doctrine of signifi- 
cance: 


The table referred to in the article was inserted for the ex- 
press purpose of showing the insignificance of the difference 
in the nicotine and tar content of the smoke from the various 
brands of cigarettes. It appears therefrom that the oLp GoLp 
cigarettes examined in the test contained less nicotine, tars 
and resins than the others examined, although the difference, 
according to the uncontradicted expert evidence, was so small 
as to be entirely insignificant and utterly without meaning 
so far as effect upon the smoker is concerned. The company 
proceeded to advertise this difference as though it had re- 
ceived a citation for public service instead of a castigation 
from the Reader’s Digest.” 


This case contrasts strongly with International Parts v. 
Federal Trade Commission” decided seven years before. There 
the question before the court centered around this advertisement: 
“To protect yourself against leaking carbon monoxide gas be 
sure your muffler is made with continuous ELECTRIC-WELDED SEAMS 
throughout ... Not locked, crimped, or spot-welded ...”** Aet- 
ing against this type of advertisement the Commission enjoined 
International Parts from representing that mufflers “having 
seams which are spot-welded, locked or crimped results in greater 
danger of carbon monoxide gas poisoning to the occupant of such 
automobile than does the use of a muffler having continuous elec- 
tric-welded seams...” ™ 


To support its claim International Parts had introduced an 


expert witness who testified: “I do not believe I would consider 
them [electric-welded seams] as leakproof as a continuous weld.” * 
On cross-examination the expert, in the words of the court, ad- 
mitted: ‘“‘There was no danger from carbon monoxide leaking 
from any muffler made by any of the various processes 


Ibid. 
Ibid. See also, R. J. Reynolds Tobacco Co. vy. FTC, 192 F.2d 


535 (7th Cir. 
33 F.2d 883 (7th Cir. 1943). 

Id. at 884. 

Ibid. 

Id. at 885. 
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if made well, that is made without defect.” °° For the court this 
was sufficient to vacate the Commission’s order, the doctrine of 
significance yet had not been verbalized: 


This testimony does not conflict with the testimony he gave 
on direct examination that a muffler with continuous electric- 
welded seams throughout is less likely to leak than one that is 
spot-welded, locked, or crimped. It only confirms what would 
seem to us to be clear, namely, that a muffler perfectly made 
by either process will be free from leaks and therefore safe. 
This is not to say which of the processes of closing a seam 
on a muffler is the least likely to produce a leak.* 


Applied to the same facts today one may ask whether the 
court would have rejected the Commission’s order.** Without 
question, there was no significant difference between the mufflers. 
A well-made crimped muffler was as good as a well-made electric- 
welded muffler.*° 

The cigarette case marked the beginning of judicial ac- 
ceptance of the doctrine of significance. For the Commission rec- 
ognition of this doctrine began somewhat earlier. In Jn the Matter 
of Columbia Appliance Co. the respondent, sellers of a dry 
cleaning solvent, TRI-cLENE, disparaged a competing product, 
KOLENE Cc. Respondent argued that KOLENE C was poisonous and 
toxic. In answer it was held: 


All of the products . . . are poisonous and toxic to some 
extent ... If not properly handled or properly used in syn- 
thetic solvent dry-cleaning machines, all of said solvents will 
cause illness to the operators of such machines. Such dangers 
are increased by continued and repeated contacts with said 
solvents. Hence, ... im this connection, the nature of the 
impairment to health resulting from contacts with such sol- 
vents is immaterial and reference thereto ...is deceptive and 
disparaging. In scientific circles, distinctions as to the safety 
or dangerous character of said products may be justified, 
but in the commercial world broad distinctions as to the 








56. Ibid. 

57. Ibid. 

58. The Lorillard case differs from the International Parts case only to the extent 
that a somewhat greater quantum of proof was submitted by counsel supporting the 
complaint in Lorillard. 

59. This, as we have seen, was admitted by the court itself. Therefore, the neces- 
sity for more proof of the same fact may be minimized. 

60. 45 FTC 379 (1948). 
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relative safety or dangerous character of said solvents are 
not justified... 


A similar position was taken in Jn the Matter of Bostwick Lab- 
oratories, Inc. An advertiser urged that competing brands con- 
taining the element, DDT, were harmful to humans and animals. 
‘The evidence,” it was held, “‘indicates that the danger from the 
distillate [DDT] . .. is not significantly real.” ** Further, the 
distillate was deemed harmful only if the cautions on the label 
were not followed.™ 

Of equal interest in the Bostwick case was the application of 
significance to respondent’s claim that its insecticide “killed twice 
as fast.”° While respondent’s product did kill more quickly it 
was found that “as a practical matter a housewife would not ob- 
serve any difference between the killing time of an insecticide 
such as SAFE-LEX Aerosol Insect Killer based on methoxychlor 
and an insecticide or an aerosol containing DDT.” ® The process 
or “special ingredient” so widely publicized that does nothing 
falls within the ban of significance. As early as 1939 the Commis- 
sion proceeded against makers of a laxative preparation, DR. CALD- 
WELL’S SYRUP PEPSIN,” whose advertisements declared, inter alia: 
“You need Syrup Pepsin to keep your system in good normal 
working order so that it will be easier for you to conquer a cold.” * 
Of this representation the Commission found: 


Pepsin has no therapeutic value as a laxative. Senna and 
cascara sagrada, when used singly or in combination in formu- 
las such as respondent’s preparation, are laxatives and such 
drugs have been in common use as laxatives for many years.” 





61. Jd, at 392-93. This finding was prefaced by the statement: “The record shows 
that KOLENE C has been used successfully for dry-cleaning purposes in synthetic solvent 
dry-cleaning machines and that it has given, and does give, satisfactory results when 
so used for such purposes. 

“The solvents, TRI-CLENE, and trichlorethylene, as made by du Pont and sold by 
respondent, ... in dry-cleaning operations . .., are subject to the same type of faults 
as carbon tetrachloride [the key element of KOLENE C].” Id. at 392. 

62. 49 FTC 1230 (1953). 

63. Id. at 1245. 

64. Ibid. 

65. It was found that “while on the basis of laboratory tests there may be some 
increased and faster killing of flies by methoxchlor over DDT, it is not twice as fast.” 
Id. at 1245. 

66. Ibid. Respondent was ordered to cease and desist from “representing, directly 
or by implication, that Aerosol... kills insects in a faster time than other insecticides 
now on the market”; and from “representing . . . that Aerosol is safer for use than 
other commercial insecticides.” Id. at 1249. See also, In the Matter of Ra-Pid-Gro 
Corporation, 51 FTC 725, 728 (1955). 

67. 28 FTC 934 (1939). 
68. Id. at 944. 
69. Id. at 943. 
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The Commission enjoined respondent from stating that its 
preparation “owes its laxative and cathartic properties to its 


0 


pepsin content.” *° More important, the respondent was required 


to cease “using only term... to describe ... or refer to such 
preparation containing senna and cascara sagrada as its active 
ingredients, which . . . conceals or deceptively minimizes the 
presence of such ingredients.” ** On appeal the court affirmed the 
Commission’s order stating tersely: 


when misbranded goods attract customers by means of 
the fraud which they perpetrate, trade is diverted from the 


producer of truthfully marked goods... ™ 


As a weapon against deceptive advertising today the doctrine 
of significance has found ready use. Consider the Commission’s 
four complaints against those who would relieve the public of 
headaches.** In one advertisement the respondent announced: 
“when you have a headache, cold, fever or muscle pain, you want 


70. Id. at 950. Basically the same position was taken by Wolff, Unfair Competition 
by Truthful Disparagement, 47 YALE L.J. 1304, 1321-22 (1938): “Suppose a manufac 
turer of a dentifrice truthfully states in a circular that his rival’s product contains 
soap while his own does not. The average reader would infer that soap in a dentifrice 
is injurious or at least undesirable, where it really is not. As a result, customers are 
misled and in gaining more information will nevertheless be acquiring a more erroneous 
view of the rival’s product than they had before.” Jd. at 1321. 

‘‘When a seller tells customers that his rival’s product has or has not a certain ingredi 
ent or quality and the effect of the statement would be to mislead customers as to 
the significance of the ingredient or quality, the representation should be prohibited as 
unfair competition.” Jd. at 1322. 

71. 28 FTC 950. Nor does this. holding conflict with the limitations on affirmative 
disclosure imposed by Alberty v. FTC, 182 F.2d 36 (D.C, Cir. 1950), cert. denied, 340 
U.S. 818 (1950). See, Ward Laboratories, Inc. vy. FTC, 276 F.2d 952 (2d Cir.), cert. 
denied, 364 U.S. 884 (1960); Keele Hair & Scalp Specialists, Ince. y. FTC, 275 F.2d 18 
(Sth Cir. 1960); Krickson v. FTC, 272 F.2d 318 (7th Cir. 1959), cert. denied, 362 U.S. 
940 (1960). 

While Section 15 of the Commission Act [52 Stat. 113 (1938), 15 U.S.C. §55(a) (1) | 
requires certain specific findings under the Alberty rule, it may be argued that a some 
what lesser standard prevails under Section 5 of the Act. For affirmative disclosure 
cases under Section 5 see, Royal Oil Corp. v. FTC, 262 F.2d 741 (4th Cir. 1959 
Mohawk Kefining Corp. v. FTC, 263 F.2d 818 (3d Cir.), cert. denied, 361 U.S. 814 
(1954); and Kerron v. FTC, 265 F.2d 246 (10th Cir.), cert. denied, 361 U.S. 818 
(1959). 

72. Dr. W. B. Caldwell v. FTC, 111 F.2d 889, 891 (7th Cir. 1940). 

73. In the Matter of Sterling Drug, Inc., Dkt. 8321 (March 14, 1961) [BAYER 
ASPIRIN enters the stomach as thousands of tiny flakes, to bring the fastest, gentlest 
relief your child can get from a headache or the pains and fever of a cold.” p. 3, Com 
plaint.]; Zn the Matter of Plough, Inc., Dkt. 8320 (March 14, 1961) [for the type 
of advertisement challenged see, note 74, infra]; In the Matter of Bristol-Myers Com 
pany, Dkt. 8319 (March 14, 1961) [“and to relieve headache, bodyache and to lower 
fever, take BUFFERIN. BUFFERIN adds special ingredients to its aspirin that rush the 
pain reliever into your system. For millions BUFFERIN acts twice as fast as aspirin.” 
p. 3, Complaint]; Zn the Matter of American Home Products Corp., Dkt. 8318 (March 
14, 1961) [“Mere aspirin or even aspirin with buffering contains ... no special medica- 
tion to relax nervous tension. But ANACIN is a combination of medically proven ingredi- 
ents, including special medication, which relieves pain incredibly fast, also relaxes 


nervous tension and releases painful pressure on nerves.” pp. 2-3, Complaint. ] 
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relief—fast, ST. JOSEPH ASPIRIN is ready to go to work faster 
to ease your pain and distress—faster than all three other lead- 
ing pain relief tablets!” ** The complaint alleged, “In truth and 
in fact, there is no significant difference between the rate of 


speed with which other analgesic preparations available and 


offered for sale to consumers provide relief of pain.” * 

The test of significance has been invoked outside the United 
States. Recently it was reported that the Independent Televi- 
sion Authority of Great Britain banned comparative claims in 
detergent and soap powder advertising.*®© Commenting on the 
meaning of the ruling to this country the influential Advertising 
Age declared editorially: 


the overworked comparisons in all fields between Our 
Wonderful Product and “Brand X, the ordinary brand,” are 
so obnoxious that their disappearance can scarcely be 
mourned. 

In this country, at least, the “ordinary” brands of prod- 
ucts which are used for television demonstrations seem fre- 
quently to be extremely un-ordinary.” And right now we’d 
like to nominate for oblivion the “ordinary” soap in the LIFE- 
BUOY commercial which washes right off, whereas LIFEBUOY 
somehow doesn’t.” 


Conclusion 


All the Federal Trade Commission requires is the truth as 
the consumer would view it. For the seller advertising a product 
similar in all material respects to his competitors the strictures 
of the doctrine of significance may seem burdensome. Indeed, this 
may be so. The advertiser will be forced to break with orthodoxy ; 
he may have to find a new lure for the public. Some advertising 
agencies already accept this as a business reality. Advertising 
Age reported the following story in May, 1961: 


With product differences becoming less discernible, ad- 
vertising’s primary job should be to plug the company first 
and the product second, Howard G. Sawyer, vp of marketing 


In the Matter of Plough, Inc.; Dkt. 8320, at p. 3 (March 14, 1961) 
Id. at 3-4. 

Advertising Age, p. 18, cols. 1, 2, March 20, 1961. 

See, In the Matter of Aluminum Company of America, Dkt. 








7735 (March 3, 


Advertising Age, p. 18, cols. 1, 2, March 20, 1961. 
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services of Marsteller, Rickard, Gebhardt & Reed, Chicago, 
told Fordham University’s student marketing conference. 
He said the people behind the product—the company, its 
skills, its services, its reliability and its delivery performance 
must of necessity assume greater importance in the eyes 
of buyers.” 








79. Advertising Age, p. 24, cols. 4, 5, May 8, 1961. 
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REPORT ON THE MEETING OF THE EXECUTIVE 
COMMITTEE OF THE INTERNATIONAL ASSOCIATION 
FOR THE PROTECTION OF INDUSTRIAL PROPERTY 
(A.1.P.P.1.) IN OTTAWA, SEPTEMBER 1961! 


By Gabriel M. Frayne* 


The Executive Committee of the A.I.P.P.I. met in Ottawa, 
Canada, from Monday, September 25, 1961, to Friday, September 
29, 1961 inclusive. Eleven members of the American Group at- 
tended; a twelfth member (Dr. Stephen P. Ladas, Secretary of 
the American Group) attended in his capacity of Treasurer-Gen- 
eral of the A.I.P.P.I. 

The Executive Committee considered two broad categories 
of subjects: (1) the general direction and nature of the future 
work of the A.I.P.P.I, and (II) the specific questions which had 
been put by the London Congress on the Agenda of the Executive 
Committee meeting in Ottawa. 


I 


It is on this first subject, the direction and nature of the 
future work of the A.I.P.P.I., that the Executive Committee made 
far-reaching decisions and its sharpest break with tradition. 

Traditionally, the development of international law in the 
field of industrial property has taken place within the framework 
of the International Convention, and the work of the A.I.P.P.lI. 
has been devoted to the evolution of the Convention. In consider- 
ing the future work of the A.LP.P.1., the Executive Committee 
was faced with two facts: 


(1) In recent years, a greatly increasing number of events 
affecting the field of industrial property law have taken place, 
particularly in Western Europe, outside of the framework of the 
International Convention. These events are taking place at a 
swift pace, and generally without the benefit of the cumbersome, 
but open, general diplomatic conference. 


(11) The development of the International Convention in 
contrast, seems to be perceptibly slowing down, owing mostly to 
the fact that there are now fifty countries party to the Interna- 








+ 800.42—OTHER STATUTES—TREATIES. 
*  Assistant-Secretary, International Patent and Trademark Association (American 


Group of the A.I.P.P.I.) ; Associate, Langner, Parry, Card & Langner, New York. 
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tional Convention, each of them having a veto power over any 
amendment to the Convention. The results of the 1958 Lisbon 
Diplomatic Conference show that future major amendments to 
the Convention will come slowly and will be comparatively few 
in number. 

The Executive Committee received a report listing no fewer 
than thirty-seven drafts of treaties, conferences, proposals or 
other developments affecting industrial property; examples of 
some of the more prominent are: 

(a) Regulations under Articles 85 and 86 (the “antitrust” 
provisions) of the European Economic Community (Com- 
mon Market) Treaty, have been drafted, and subject to 
the consultation of the European Parliamentary As- 
sembly, may be adopted in final form in the near future. 


A final draft has been drawn, and is about to be signed 
by twelve countries, of a treaty concerning plant novel- 
ties. This treaty is inconsistent in several important re- 
spects with the stipulations of the International Con- 
vention. 


A Committee of Experts, working under the Council of 


Kurope (a sixteen-nation grouping comprising virtually 
all of the non-communist countries of Western Europe) 
will meet in November 1961 to prepare the final draft of 
a treaty covering substantive provisions of patent law. 


Similarly, the European Economic Community (Com- 
mon Market) is preparing rapidly drafts of treaties for 
the establishment of a Common Market patent, a Com- 
mon Market trademark and Common Market designs and 
models, constituting unitary legislation for the Com- 
mon Market. 

The Heads of European Patent Offices having an examina- 
tion system have met to draft an agreement concerning 
the adoption of common procedural practices. A final 
draft of this agreement is to be submitted to the Council 
of Europe in November 1961. 

The arrangement of The Hague for the international de- 
posit of designs and models was amended by a Diplomatic 
Conference held at The Hague in November 1960, for the 
purpose in part of making changes which would make it 
possible for countries not presently party to this ar- 
rangement to adhere to the same (the United States is 
not now a party). 





Vol. 51 TMR REPORT ON A.I.P.P.I.—CANADA 1099 








The Executive Committee accordingly adopted a resolution 
affirming its interest in industrial property developments whether 
within or outside of the International Convention, and remanded 
to a conference of the Presidents of the National Groups, to meet 
in February 1962, the study of virgin developments and the even- 
tual submission of comments and observations to the competent 
authorities. 

The Executive Committee then drew up a ten-item Agenda 
for the next Congress, to be held in Berlin in May 1963. Seven 
of these items, being those on the Agenda of the Ottawa meeting, 
are discussed below. The three new questions added by the Exee- 
utive Committee are: 


(a) incidence on the rights of industrial property of national 
or international regulations guaranteeing free competi- 
tion (i.e., “antitrust” laws) ; 

(b) eauses for which restrictions may be imposed on the 
rights of patentees for reasons of public interest other 
than abuse of the patent; and 


(c) the respective rights of employers and employees to in 
ventions made by the employees. 


Two American proposals for the addition of new items were 
rejected. These proposals dealt with a study of the revision of 
Article 8 of the International Convention, dealing with commer- 
cial names, and with the patentability of chemical products. They 
were rejected because both deal with revisions to the International 
Convention, and are therefore non-urgent since the next Diplo- 
matic Conference will not take place until 1968 at the earliest. 
There was no opposition to these proposals as such, however, and 
they may well be put on the Agenda of the A.I.P.P.1. some time 
before 1968 so that resolutions may be drafted by the time of the 
next Diplomatic Conference. 


II 


With regard to the seven items on the Agenda of the Ottawa 
Committee, the Executive Committee acted as follows: 


(1) Cancellation of a Trademark for Reasons of Abandonment 


The Executive Committee adopted a resolution recommend- 
ing amendment of the Convention so as to permit countries whose 
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legislation so provides to cancel a registration on the ground of 
abandonment of the trademark, regardless of the provision of the 
Convention that a trademark registration shall not be canceled 
for non-use except after “X” number of years of non-use. Aban- 
donment is defined as the discontinuance of use without intention 
to resume use. This resolution conforms to the wishes of the 
American Group. 


(2) Marks and Signs Deserving Extended Protection 


The Executive Committee adopted a resolution following to 
a large measure the recommendations of the American Group, 
to the effect that well-known trademarks, service marks, trade 
names and other distinguishing devices shall be protected against 
their use and registration by others even for dissimilar products 
or services, whenever such use or registration might confuse the 
public as to origin or might lead the public to infer a nonexistent 
commercial link between the products and services, or whenever 
such use or registration by others might be otherwise unfair to 
the proprietor. 


(3) Translation of the Trademark 


Again, the resolution adopted by the Executive Committee 
conforms largely to the recommendation of the American Group. 
The resolution recommends that the proprietor of a trademark 
in one country may register such mark in another country in 
combination with its translation or transliteration in the language 
or languages of that other country, and that use of the trademark 
in its original language or in any of its translations or trans- 
literations shall support the user requirements as to the entire 
registration. 


(4) Temporary Protection at Exhibitions 


The present Article 11 of the International Convention pro- 
vides for the temporary protection of inventions and trademarks 
at exhibitions. All Groups in the A.I.P.P.1. are in agreement that 
this Article has been almost entirely ineffective. At the London 
meeting of the A.I.P.P.I. in May 1960, a majority of the Dele- 
gates voted in favor of the outright abolition of Article 11. The 
American Group was and is in favor of a revision of Article 11 
to make it more precise and enforceable. At the Ottawa meeting 
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of the Executive Committee, agreement could not be reached and 
the Executive Committee simply decided to maintain this ques 
tion on the Agenda without passing a resolution. 


(5) Notion of the Trademark 


A sub-committee of the A.I.P.P.I. has been working on this 
subject for four years, having twice polled all of the National 
Groups by means of Questionnaires designed to elicit information 
as to the various countries’ views on the nature of the trademark, 
and the various signs which could serve as trademarks. On the 
basis of this work, the Executive Committee in Ottawa adopted 
the following resolution, which is worth printing in full: 


“The Executive Committee is of the opinion that all countries 
should agree that: 


(a) a mark is any sign that is inherently distinctive, or that 
has become distinctive, of the wares or services of a 
person or group of persons, and 

(b) the following among others should be recognized as 
marks provided that they are inherently distinctive or 
have become distinctive as set forth in paragraph (a): 

—words, including slogans, and titles of periodical 
publications ; 

—letters ; 

—numerals ; 

—devices, including for example signatures, por- 
traits, drawings, pictures and insignia, emblems 
and monograms; 

—names of persons including given names and sur- 
names, whether or not the same may also consti- 
tute or form part of the name of a firm or corpora- 
tion ; 

—the non-functional shape or other get-up of con- 
tainers and packaging of wares; 

—color as a feature of any of the above; 

—combinations of colors; 

—any combination of the above.” 


(6) Designs and Models 


The Executive Committee adopted a resolution urging all 
countries to adhere to the Arrangement of The Hague for the In- 
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ternational deposit of designs, as revised on November 20, 1960. 
The Resolution also expresses the view that the International 
Convention ought to be revised so as to include not a definition, 
but a statement in general terms of that which is capable of being 


protected as designs. 


(7) Unification of Patent Laws 


The Executive Committee adopted a resolution defining its 
views on a number of points relating to the patentability of in- 
ventions, and urged that those engaged in the unification and 
harmonization of patent laws take into account the principles 
enunciated in the resolution. 

The Executive Committee also considered the treaty, men- 
tioned above, concerning plant novelties, and adopted a resolu- 
tion to the effect, with regard to trademarks, that the adoption 
of new trademarks for new plant varieties not be restricted. 


nmr 
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PANEL DISCUSSION OF THE INSTITUTE OF 
TRADE MARK AGENTS, LONDON 
“BRAINS TRUST MEETING" '* 


In the Chair: Mr. Stephen Gratwick, barrister-at-law 
and Associate member of the 
Institute. 

Panel: Mr. R. A. Stanley, barrister-at-law. 


Mr. Derick R. Martin) Council Members 
Mr. E. S. Wickenden ) of the Institute. 


Mr. E. R. Wenman, Ordinary Member of 
the Institute. 


Mr. M. F. Row tanp (Vick-PRESIDENT OF THE INSTITUTE): 


Ladies and Gentlemen, our President, Mr. Ellwood, is at another 
meeting but hopes to be with us as soon as possible, but meanwhile 
on your behalf I welcome the learned Brains Trust that we have 
with us this evening. First of all there is Mr. Gratwick who is 
going to take the Chair. He is a member of the Bar and an Asso- 


ciate Member of this Institute. On his left is Mr. R. A. Stanley, 
also a member of the Bar, not yet an Associate Member of this 
Institute. Then Mr. Derick R. Martin, Solicitor and Patent Agent, 
who is also a member of the Council of this Institute. On his right 
is Mr. E. R. Wenman, who is the Assistant-Custodian of the Trade 
Marks of I1.C.I. Then, finally, Mr. E. S. Wickenden, who is a 
member of the Council. 

Now, Mr. Gratwick, The Brains Trust is yours. 

THe CHAIRMAN (Mr. STEPHEN GRATWICK): Mr. Vice-Presi- 
dent, Ladies and Gentlemen, I have on previous occasions been 
privileged to be a member of the Brains Trust here, but this is 
the first time you have done me the honour of putting me into 
the Chair. I hope I shall prove worthy of it. I am quite sure 
that the team will prove worthy of your questions. 
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With that preliminary I will dive straight into the questions 
and pose the first one to Mr. Wickenden. 


The first question ts: 


“In view of the decision of the Court of Chivalry in 
Manchester Corporation v. Manchester Palace of Varieties 
Ltd. (1955 1 All E.R. 387) it is submitted that the Registrar 
of Trade Marks is not entitled, despite the provisions of Rule 
17, to accept the consent of a grantee of arms to the use of 
those arms as a trademark by another person. 


“Does the Brains Trust agree?” 


Mr. EK. S. Wickenpen: I do not think that this particular 
case has been reported in Reports of Patent Cases and it might 
be of assistance to the audience here if I were to recite the head- 
notes in the report of the All England Reports, but first of all 
[ think I would like to thank Mr. Wager who submitted this ques- 
tion for putting something which is rather off the beaten track 
and which I find quite interesting. 

The report of the case is as follows: 


“In 1942 a coat of arms, crest and supporters were granted 
to the Manchester Corporation by the Kings of Arms. Sub- 
sequently, over a period of many years, the defendant 
company, which owned a theatre in Manchester, used the 
Corporation’s arms as the company’s common seal and dis- 
played them in the auditorium of the theatre. In April, 1954, 
the defendant refused a request by the Corporation to cease 
using and displaying the Corporation’s arms, and the Cor- 
poration thereupon presented a petition to the Court of 
Chivalry asking for reparation. The Court of Chivalry had 
not sat for some two hundred years. The defendant did not 
claim that the jurisdiction of the court had become obsolete, 
but contended, among other things, that by the Statute 8 Rice. 
2 ¢.5 and the Statute 13 Ric. 2 stat. 1 ¢.2 (which were re- 
pealed by the Statute Law Revisions and Civil Procedure 
Act, 1881), the court had jurisdiction in relation to armorial 
bearings only when they were carried to war outside the 
realm, or displayed at a tournament within the realm, or, 
possibly, in a civil war.” 


“Held: (i) the Statutes 8 Ric. 2 ¢.5 and 13 Ric. 2 stat. 
1 c.2 were intended merely to confine the jurisdiction of the 
Court of Chivalry to matters of dignity and arms and to 
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prevent the court from entertaining matters cognizable by 
the ordinary courts, and, as the right to bear arms was not 
a matter cognizable at common law, the Court of Chivalry 
had jurisdiction to deal with complaints relating to the usur- 
pation of armorial bearings. 


(ii) the display of the Corporation’s arms in the audi- 
torium of the defendant’s theatre would not be, by itself, a 
ground for intervention by the court, since armorial bearings 
were widely used as a decoration or embellishment without 
complaint; but the use of the Corporation’s arms as the de- 
fendant’s common seal was a legitimate subject of complaint, 
because a deed sealed with an armorial device was thereby 
authenticated as the act and deed of the person entitled to 
bear the arms; and, in the circumstances the court would 
inhibit and enjoin the defendant from any display of the 
Corporation’s arms.” “Per Lorp Gopparp, C. J. (THE Sur- 
ROGATE): ‘... once it is established that this court exists, 
whatever interval may have elapsed since its last sitting, 
there is no way, so far as I know, of putting an end to it 
save by an Act of Parliament’ ”’. 


Now Rule 17 to which this question refers states: 


“Where a representation of the Armorial Bearings, In- 
signia, Orders of Chivalry, Decorations or Flags of any state, 
city, borough, town, place, society, body corporate, institute 
or person appears on a mark, the Registrar, before proceeding 
to register the mark, shall, if he so requires, be furnished with 
a consent to the registration and use of such emblems from 
such official”—and I underline that—‘or other person as ap- 
pears to the Registrar to be entitled to give consent and in 
default of such consent he may refuse to register the mark”. 


There are two impressions that I get from this case. One 
is that the real reason why it went against the defendants was 
because of the use of this Coat of Arms in their Common Seal, 
which might possibly be regarded by some persons as being affixed 
under the authority of the owners of the Arms. It does not seem 
to me that the actual use of the Arms here, apart from the use 
in the Common Seal, was in any way a use of those Arms in 
the course of trade. 

The other impression I get from the case is that it was made 
clear that the jurisdiction of this Court of Chivalry did not extend 
to matters which would normally come to be treated under com- 
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mon law or even by statute law. It is quite clear I think that use 
of a trademark in the course of trade is a matter of either com- 
mon law or statute law. Although it does seem to me from the 
wording of Rule 17 that the Registrar would be entitled to require 


an applicant to apply to the College of Arms for consent to the 


registration of a trademark bearing a Coat of Arms, to my 
knowledge he has never requested such a consent. He seems to 
be more in the habit of requiring the consent of the grantee of 
the Arms, but my feeling is that his reason for asking for that 
consent is more to be satisfied that the grantee or the owner of 
the Arms feels that the use of his Arms in a trademark sense 
would not be likely to cause confusion. I do not feel myself that 
the Registrar is out of order in proceeding in accordance with 
his present practice. I think that is all I can say. 

THE CHAIRMAN: I will ask Mr. Stanley if he would like to 
add to it and I will ask him if he will to consider the question 
whether a person who is applying for the trademark can afford 
to ignore the Court of Chivalry. 

Mr. R. A. Stantey: Mr. Chairman, when the draftsman of 
the Board of Trade drafted the rules I am pretty sure he did not 
know there was a Court of Chivalry, it not having sat for 200 
years, and I am sure that the consideration of the Registrar having 
to apply to the Court of Chivalry did not enter his mind. I think 
the position now is that if somebody wants to register Armorial 
Bearings as a trademark he simply has to go to the grantee of 
the Arms and get his permission and he can then go to the Reg- 
istrar and ask for registration. 

Now if the Registrar is satisfied that the grantee has no 
objection I see no reason why the Registrar should not go ahead. 
in accordance with his normal practice and grant the mark. If 
somebody like the Earl Marshal suddenly takes it into his head 
to object to the registration of these Armorial Bearings, well so 
much for that; the Earl Marshal can then apply to the Registrar. 
But I think that as a matter of pure practical policy any person 
who has got the permission of the grantee can with a clear con- 
science and without any real fear of any trouble arising continue 
with his registration. Lord Goddard remarked in his judgment 
that he felt doubtful whether the grantee could grant permission. 
That I would have thought is an obiter dictum and if in order to 
get it established that the grantee cannot grant permission for 
the use of the Arms you have to go through this extraordinary 
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performance of getting this old Court to sit, | do not think in 
practice that anvbody is going to bother to do that, and I think 
in practice the Registrar certainly would not stir up all this trouble. 

Mr. D. R. Martin: I agree. I must admit I have considerable 
sympathy for the Palace of Varieties in Manchester. They ap- 
parently used it on their seal for a considerable time and waited 
for over 100 vears for somebody to apply to this Court. It is like 
an applicant waiting for a hearing! After all that time I should 
have thought they were safe. Apparently somebody had a romp 
at their expense, dug up all sorts of archaic statutes and made 
them pay 300 gns. which I think were the costs of the case. But 
[ think the answer is that the Parliamentary draftsman who 
drafted the rules probably had a pretty good inkling that this 
might come about and said that consent had to be obtained. | 
think the practical point is that if you are in doubt as to the 
right person from whom to get consent you should ask the College 
of Arms and they will be only too pleased to tell you. They will 
probably come up with all sorts of queer people who have the 
Arms included in your trademark. 

Mr. E. R. Wenman: I think all the points I was going to 
make have been covered. I am not quite sure myself from a prac- 


tical point of view, because I have never applied for a trademark 


consisting of a Coat of Arms, but I do remember hearing once 
that if the Registrar is not satisfied that the grantee can give 
consent he does refer it to the College of Arms or some other 
body like that. Apart from that remark I fully agree with every- 
thing that has gone before. 

Mr. E. 8S. Wickenpen: If I may add something, I believe 
that I am correct in stating that it is the practice of the Registry 
when they are presented with an application to register a mark 
which on the face of it consists of a Coat of Arms or some Ar- 
morial Bearings, to refer that Mark to the College of Arms for 
their views. They will then inform the Registrar that the same 
or similar Coat of Arms has been granted to such and such person 
and the Registrar conveys that information to you when he issues 
his report. So I think there is quite close liaison between the 
Registry and the College of Arms and I feel myself that if the 
College of Arms really thought that it was a matter in which 
they should intervene we should have heard of it long before 
now, certainly after this 1955 case. 
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THe CuHarrmMan: The team are quite agreed on this, that the 
Registrar is entitled to proceed in the way he does proceed, but 
the advice is that if you are in any doubt in any particular case 
it would be a good thing to ask the College of Arms. 

I think it might interest the meeting to note they do order 
these things a little differently in Scotland. I have in front of 
me a copy of a letter from the Lord Lyon King of Arms and 
he appears to have got rather angry about a whisky company 
that wanted to encroach upon the Arms of the famous Wallace 
of Bruce. It is a long letter but I think there are one or two 
paragraphs that might amuse the meeting. 


“T cannot think that this label can be of any appreciable 
sales value. It is a trifling and insignificant looking thing, 
but it is a most offensive breach of the law, to which attention 
would only need to be drawn to arouse great antagonism and 
sales resistance. 

“Tt is bad and illegal to usurp and assume the crest of 
the Wallace chief, but to usurp and assume the crest of the 
world famous Scottish patriot, Sir William Wallace, and place 
it on the label of a John Wallace & Co., whisky bottle to be 
vended by and owned by William Murray & Co., is a con- 
vatenation of improper illegalities which could rightly raise 
widespread indignation and no such mark should be sane- 
tioned, and its use should be discontinued.” 


Then, there is quite a lot more of it and he concludes: 


“The Applicants may, therefore, if they prosecute this 
application, be faced with proceedings from two directions 
and also incur widespread public obloquy.” 


So the answer is: Do not do it in Scotland! 


The second question is as follows: 

“The Panel will have observed of recent years the ever 
increasing use in the United Kingdom of the symbol R within 
a circle (R) to indicate a registered trademark. Does the 
Panel think that the use of such notation in the United King- 
dom by, say, an international company would constitute an 
offense under the provisions of 


(1) The Merchandise Marks Act, 1887. 
(2) The Trade Marks Act, 1938. 


where the subject mark is registered in the United States only. 
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“If so, can the members suggest an amended form of 
notation, at the same time retaining the said symbol, with a 
view to avoiding a possible prosecution under either Statutes.” 


Mr. D. R. Martin: I have very little to say on this except 
that it comes as a surprise to me to hear that there is an in- 
creasing use of this. I cannot say I have come across it to any 
appreciable extent. If I saw it I would probably think it was a 
mistake for C in a circle which is getting very popular for use 
as copyright, but has an entirely different meaning altogether. 
I do not think that to the public of this country R in a circle 
means it is a registered trademark and I think any prosecution 
under the Trade Marks Act or the Merchandise Marks Act would 
fail hopelessly. I think if any evidence was sought to be called 
saying this was an indication that it was a trademark it would 
immediately be met by any number of witnesses who would say 
it meant nothing of the sort. 

Mr. R. A. Stanuey: I do not know but I think I am probably 
the only man here who has defended a criminal, but I should say 
that every criminal | have defended has gone to gaol. My opinion, 
therefore, ought to be taken with that in mind! 

If you put R in a eirele on an advertisement or a label it 
must mean one of two things to the general public: either it 
means nothing at all, they just see R in a circle and it has no 
significance to them, or else they know about this practice in 
America and it means to them a registered trademark in America. 
What I would submit that it cannot mean is that there is a 
registered trademark in England. In those circumstances the only 
possible prosecution that could be taken under the Merchandise 
Marks Act is under Section 2, which says you cannot apply a 
false trade description and it defines a false trade description 
amongst other things as an indication as to any goods being the 
subject of an existing patent, privilege or copyright. 

If you put R in a circle on goods it seems to me that first 
of all it does not signify anything to the general public or simply 
that the mark in question is registered in America, but if it were 
taken to signify that it means that the mark is registered in 
England, then no prosecution would lie under this section of the 
Merchandise Marks Act because it is not an indication that the 
goods are the subject of any patent, privilege or copyright, it is 
an indication that the mark is. Therefore, I do not think there 
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would be any possibility of a prosecution succeeding under the 
Merchandise Marks Act. 

As far as the Trade Marks Act is concerned, the relevant 
section is section 60. That says that you cannot use the word 
“registered” in effect unless in fact the mark is registered in 
England and there is a proviso in sub-section (2) which says: 
“For the purpose of this section, the use in the United Kingdom 
in relation to a trademark of the word ‘registered’ or of any other 
word referring whether expressly or impliedly to registration, 
shall be deemed to import a reference to registration in the reg- 
ister, except (a) and then (b) “where that word (being a word 
other than ‘registered’) is of itself such as to indicate that the 
reference is to such registration as last aforesaid”, which is a 
registration showing that the mark is registered in another coun- 
try. I think that would provide a perfect defense to any prosecu- 
tion under the Trade Marks Act. 

So in effect I think that this practice of putting R in a circle 
on goods originating from America has no danger when the goods 
come over here or when there is any advertisement. 

Mr. E. R. Wenman: I agree with Mr. Martin and Mr. Stanley 
that I do not think there can be any action at all either under the 
Trade Marks Act or Merchandise Marks Act because I do not 
think this device of R in a cirele is sufficiently well-known. If it 
were sufficiently well-known then I think there might possibly be 
an action under the Trade Marks Act and I would like then to 
take Mr. Stanley up on this point. At first I did think there 
could be a ‘let out’ under this sub-section (2) (b) of section 60. 
However, when I read the section I noted that it particularly 
made use of the word ‘word’ and I do not think that the R in a 
circle is a word. I feel therefore that any defense under sub- 
section (2) would fall down on these lines because it is not a 
word. On the other hand I do agree that at the moment I do not 
think there could be any action under section 60 (1) because |] 
do not think it is sufficiently well-known. If it were well-known 
then I would like to be a little cautious on the defense under 


sub-section (2) (b). 

So far as the Merchandise Marks Act is concerned I think 
you would have to have a much stronger case for the reasons 
Mr. Stanley has outlined. The question does say ‘ean you suggest 
an amended form’. It would seem to me if you really wanted 
to be on the safe side or if it did become common practice to put R 
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in a circle to denote a registered mark the thing would be to put R 
in a circle and ‘U.S.A.’ or ‘U.S. Patent Office’ or something like 
that. That I think would take it right outside any question of 
trademarks offense or merchandise marks offense. 

Mr. E. S. WickenDEN: This abbreviation of R within a circle 
is of course authorized in the United States Trademark Act, 
1946, and it is within my own knowledge that it is becoming in 
creasingly used by continental countries whose goods are sold 
in the United Kingdom to indicate that it refers to a registered 
trademark. I have seen advertisements in this country which 
contain a series of trademarks against each of which appears 
R within a circle and then at the foot of the advertisement it shows 
you the R within the circle again and the words ‘registered Trade 
Marks’. That is of course a definite indication to the public that 
the R does mean a registered trademark. 

It is of course a matter of fact whether the prosecution could 
show that this R has become identified in the minds of a sub- 
stantial number of persons in this country to indicate that it refers 
to a registered trademark. If it does and the mark is not regis- 
tered in this country then obviously I think it would be an offense 
and of course it would apply whether the goods came from the 
U.S.A. or from any other country. It would be just as bad as 
if they were to put the word ‘registered’ on it. 

[ agree with Mr. Wenman that if the company wanted to 
avoid any risk of prosecution the best thing is to put R within a 
circle followed by the words ‘U.S. Patent Office’ but I believe 
there is some objection to the use of this R within a circle in 
the case of pharmaceutical products, because I have been told 
that an R is used to indicate ‘prescription’ in the pharmaceutical] 
trade. I have not any evidence of that but I have been told that 
by a member of the trade. 

I think that if any members of the Law and Practice Com- 
mittee of the Institute are present here this evening this is a point 
that they might consider as to whether it might not be advisable 
to take advantage of the consideration which is now being given 
to an amendment to the Trade Marks Act and to consider whether 
it should contain some proper authorized marking to be used in 
this country to indicate that a trademark is registered. So perhaps 
the members of the Law and Practice Committee would make a 
note of that for further consideration. But at the present time 
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there is no indication at all in our Act as to how one should 
describe a registered trademark. 

Mr. D. R. Martin: I must say it would be rather nice if we 
could see the Registrar instituting some prosecutions every now 
and again for wrongful use of the word ‘registered’. It is rather 
like the parking law: it is there but nobody takes any notice of 
it. | think we might give some encouragement to the Registrar 
to have a few prosecutions as a healthy wind of change. 

THE CHAIRMAN: I am all for it. Obviously you do not want 
to engage Mr. Stanley! 

Mr. R. A. Stantey: It is alright as long as they put the client 
in gaol and not the patent agent! 

THe CuHarrmMAn: The views seem to be divided. At the mo- 
ment the balance of view is that R in a circle is not well enough 
known in this country to found a prosecution under the Trade 
Marks Act or Merchandise Marks Act, but there is some doubt 
as to whether, if it becomes well known, such a prosecution might 
not succeed. There is also doubt whether section 60 (2) would 
give a defense. The advice that you are given if you have to 
advise anybody about the use of this mark is to make sure there 
is some reference in the advertisement that shows that it is a 
U.S.A. registration that is being referred to. 


The third question is as follows: 


“A British Company adopts a new trademark for use 
on scientific apparatus and arrangements are made that they 
and their fully owned subsidiary company are to manufacture 
and sell the goods under the said trademark as a joint 
adventure. 

“As is customary an Application for registration of the 
trademark is filed in the name of the parent company sup- 
ported by an Application to register the subsidiary company 
as a Registered User of the trademark under the provisions 
of Section 28 of the Trade Marks Act, 1938. 

“The Application received official objection on the grounds 
that the Mark is neither adapted nor capable of distinguishing 
the goods at the date of Application to allow registration 
under Sections 9 and 10 of the Trade Marks Act and that the 
Application cannot be considered for registration unless evi- 
dence of acquired distinctiveness is produced. The Applica- 
tion is subsequently abandoned. 

“The panel is asked to advise as to the steps that should 
be taken to safeguard that the rights in the trademark inure 
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to the benefit of the parent company so as to ensure that 
the mark can eventually be registered in the name of the 
parent company under Section 9 of the Trade Marks Act 
and the subsidiary company can be recorded as a Registered 
User under Section 28 of the Trade Marks Act 1938.” 


I think I might make one comment on the reference to a joint 
adventure. I would ask the team to consider that from two points 
of view: in the first case where both parties, that is the parent 
and the subsidiary company, are connected in the course of trade 
with the goods; and in the second case where the parent com- 
pany is only a holding company which is directing its subsidiary 
to earry on the manufacture. Would you start with that, Mr. 
Wenman? 

Mr. E. R. Wenman: Coming to your supplementary first, | 
did query this joint adventure in my mind. Reading the ques- 
tion, it was obvious from the rest of the question that the idea 
was for a normal registration to be obtained and registered user 
recorded. As I see it, the only way this can come about is 
for the proposed registered user, i.e. the subsidiary company, 
to use the mark, acquire sufficient evidence of distinctiveness, 
and apply for registration in his own name. When registration 
is granted to assign the mark to the parent company and become 
a registered user of it. 

On the point of joint adventure, I am just wondering how 
they can get evidence to show that the mark belonged to both 
people. The question does not say how it is going to be marketed 
but I assume if they could produce evidence to show it was dis- 
tinctive of both companies as a joint adventure, manufactured 
by A and sold by B or manufactured jointly by A and B, then I 
see no reason why they should not be able to get a registration 
under Section 63 on evidence. 

THe CHatRMAN: Had you considered how, if that was done, 
the parent could then become as you are asked that he should 
become, the sole registered proprietor and the subsidiary com- 
pany a registered user? 

Mr. E. R. Wenman: That is an interesting point, because just 
recently in the Trade Marks Journal there have been some joint 
registrations applied for under Section 29 (1) (b) for the pur- 
pose of making another company a registered user. 

But how you can make one of the joint parties a registered user 
of a trademark I fail to see because I do not see how both parties 
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can obtain a joint registration and at the same time make the 
parent company the proprietor and the second company a reg- 
istered user. They just do not seem to line up to my way of 
thinking. 

Mr. D. R. Martin: [| think on that point the applicant has 
got to choose. I think he can either have a joint registration or 
have a registration in one name and make the other one a reg- 
istered user. | do not think they can have it both ways. I would 
not have thought it was a case for joint user. I would have thought 
myself the answer was: “Do not be silly: Do not do what you 
are proposing to do, do something else.”” The answer would be 
to put on the labels of the trademark in question: ‘“So-and-So 
is the registered trademark of XYZ and is used by its subsidiary 
company so-and-so”. If you put it round the bottom it looks 
very pretty. It gives you good status, prestige and everything 
else, and would eventually successfully build up to what you want 
as proof of user over the years in the name of the parent com- 
pany. | agree with Mr. Wenman. Another way to do it would be 
to let the subsidiary company use and then assign it, but 1 would 
have thought on the whole the better course would be to use both 
names on the label. There is of course no registered user of an 
unregistered mark; you have to beware of that slip. You can 
only be a registered user of a registered mark and until you get 
registered as proprietor of the trademark no question of regis- 
tered user arises. 

So it is much better to have both names on. 

Mr. E. S. Wickenpen: I think the use of this term ‘joint 
adventure’ is perhaps a little unfortunate, because one usually 
associates with that term a case where you have one party manu- 
facturing and the other selling. However, taking the question 
as it is worded I think the fact that one company is fully owned 
by the other is rather helpful in the particular circumstances. 
This is a new trademark of course but in the course of time I 
cannot see why it should not be possible for the parent company 
to register the mark in their name, and also to accompany it at 
the same time by an application to register the subsidiary com- 
pany as a registered user, always provided the subsidiary company 
had been using it under conditions that would satisfy the Reg- 
istrar in a registered user case. It might be said that the fact 
that the subsidiary is fully owned by the parent company is a 
sufficient condition for a registered user registration, but I think 
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in view of the particular circumstances here it might assist that 
there should be some standard of quality and so forth laid down 
by the parent company in respect of the goods manufactured and 
sold under the mark by its fully owned subsidiary, and there should 
[ think be suitable markings on the labels used by the respective 
companies to indicate their relationship and the manner in which 
the mark is used. Subject to that I do not see any reason why 
it should not be possible to register the mark later on on evidence 
of distinctiveness in the name of the parent company and the 
subsidiary company as the registered user. 

I did, in fact, shortly after the 1938 Act came into foree, 
on a case which was argued by Counsel, succeed in getting reg- 
istration under Section 29 (1) (b) of a mark, which was a sur. 
name, actually in the name of a parent company. It is quite true 
the parent company was not trading, but at the same time, on 
evidence of distinctiveness, I succeeded in registering the mark 
in the name of the parent company although it was used by four 
manufacturing subsidiaries—it was not one, it was four manu- 
facturing subsidiaries—and the Registrar accepted the use of the 
mark by these four subsidiaries as being the use of the mark by 
the parent company. I think that the decision in the Radiation 
ease, which was given before the 1938 Act came into force, was 
quite a sensible one because the Registrar there did take the 
view that the fully owned subsidiaries were in fact branch estab- 
lishments of the same business, and I think that is the way in 
which it should be regarded now. 

THe CHamRMAN: May I ask if you recall whether the case 
you refer to was one which occurred under the transitional pro 
visions of the Act? 

Mr. E. S. WIcKENDEN: Yes, it was filed within the twelve 
months. 

THe CHarrMAN: That is rather different perhaps. Mr. Stan- 
ley, do you wish to add anything? 

Mr. R. A. Stantey: I think I agree with the last speaker 
and I think I would go even further. It seems to me in a situa- 
tion where you have not yet got the mark registered, if you provide 
a registered user set-up and you have a tight agreement with 
regard to the control by the parent, or the prime mover in the 
operation, over the manufacturer or the seller and the agree- 
ment is so worded that it would in fact be considered as a reg 
istered user agreement when the time comes, what you are doing 
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is that you are putting a mark before the public which in fact 
denotes goods connected in the course of trade with the parent 
or the principal company and I do not think it matters whether 
it is a wholly owned subsidiary or not. 

If you provide that set-up when the time comes to register, 
you prove in effect that the mark is distinctive of the parent and 
I see no reason why the application for the trademark to be reg- 
istered in the parent company’s name should not go through. I 
have also been concerned in cases where similar facts have arisen 
and unfortunately when we pleaded this the other side caved in, 
so we have never actually fought it, but I have no doubt we will 
eventually. 

THE CHAIRMAN: We have another case where we have a di- 
versity of views. There are two people who would advise that you 
should provide, as Mr. Stanley put it, a registered user set-up 
and use your advertising so that people connect the trademark 
with the parent company, and as I understand it, it would then 
be sought to show that the mark is distinctive of the parent al- 
though the parent has not in fact used the mark. On the other 
hand you have a view that the best thing to do is either to have 
the subsidiary company use the mark and apply to register it in 
its own name and then assign it, or do something quite different 
and make your advertising refer entirely to the parent and keep 
the subsidiary company right out of the picture. Finally you 
have the possibility that you should try and organise your affairs 
so that you come under the Radiation case. I think you can fairly 
say you have a multitude of suggestions and you can take which- 
ever one seems best to suit the facts of your own problems. 


Now we have the fourth question, also dealing with registered 
user: 


“ABC & CO., are the Registered Proprietors of a trade- 
mark which they wish to assign to XYZ & CO., 

“As ABC & CO., will continue to use the mark they must 
be made Registered Users. 

“To ensure that no gap will appear on the Register the 
Form TM-NO. 16 and the Form TM-NO. 50 are filed on the 
same day after the Deed of Assignment has been executed. 

“Accordingly to Rule 108 the Registered User registra- 
tion will date from the date of application whereas the As- 
signee, XYZ & CO., will not be the Registered Proprietors 
until they are entered on the Register. 
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“Assuming that, due to pressure of work at the Trade 
Marks Office, XYZ & CO., are not entered on the Register 
as Registered Proprietors until some six months after filing 
their Form TM-NO. 16. May not a situation arise whereby 
during that six months ABC & CO., will be both the Regis- 
tered Proprietors and the Registered Users of the same 
mark?” 


Mr. R. A. Stantey: I am not quite sure of the answer to this 
one. I agree that the situation might arise in theory, but when you 
look at Form TM-No. 16 you see the request goes: “We hereby re 
quest that our name may be entered in the Register of Trade Marks 
as proprietors of Trade Mark No. ‘so-and-so’ in Class ‘so-and-so’ 
| Ee (b)”, and then (b) says ‘The date of ac- 
quisition of proprietorship’. It seems to me that we cover it when 
this application goes in and when it is eventually dealt with it 
dates in effect back to the date of the assignment and that puts 
the position in its proper form. I think that is in practice what 
would happen. 

Mr. E. S. Wickenpen: The question is ‘may not a situation 
arise whereby during the six months ABC & CO. would be both 
the registered proprietors and the registered users of the same 
mark’. I say it is impossible: ABC cannot be entered as Reg- 
istered Users until after XYZ have been registered as subsequent 
proprietors. Perhaps the enquirer meant to say ‘permitted users’ 
instead of ‘Registered Users’. I make a distinction between those 
two terms. However, even so, I do not think it matters because, 
as Mr. Stanley has said, as soon as assignment has been executed 
XYZ become the proprietors and they will be entered on the 
Register as subsequent proprietors as from the date of acquisition 
of proprietorship of the mark which would be in fact prior to the 
registered user registration which would date back to the date of 
application. 

Mr. E. R. Wenman: [ looked at the problem from the other 
way, and I wondered how XYZ & Co. could file Form TM-50 
and a Statement of Case and truthfully say they were the reg- 
istered proprietors of the mark, because it seems to me until 
the assignment went through and was entered on the Register 
Form TM-50 or a Statement of Case could not truthfully be 
completed to say they were the registered proprietors, and pro- 
posed to make ABC Registered Users. 








1118 THE TRADEMARK REPORTER 


Vol. 51 TMR 

If a Form TM-50 and a Statement of Case, or even just a 
Form 50, were in fact filed at the Office before time I think the 
view would be ‘We have not received this until the facts on the 
document are correct’, which would be the date when the mark 
went on the Register as the assignment was recorded. Therefore, 
the date of the Form TM-16 would be the same date as the 
assignment was recorded, and there would be no gap on the Reg- 
ister, and this rather ludicrous position that is suggested here 
of the registered proprietor being also the registered user would, 
of course, not arise. 

Mr. D. R. Martin: I. think the person who put this question 
is to be congratulated on thinking it up. It is very interesting 
but I do not think it could arise in practice. It seems to me there 
are two practical ways of dealing with this situation. Either you 
ean put in your Registered User Agreement and instead of saying 
‘the term will commence from the date when he becomes the reg- 
istered user’ you put in ‘the term shall commence when he shall 
be registered as registered user, so-and-so being the registered 
proprietor’; That would put it right automatically. Or of course 
you could write a letter to the Registrar saying ‘Do not act on 
my application for Registered User until so-and-so is on the 
Register’ and of course they would act on it. I think you will find 
in practice the point would not arise. 

THe CHatRMAN: We have here a clear agreement that what- 
ever would actually happen in the Office it would not really matter, 
but there are two practical suggestions as to how to handle the 
problem if you have ever to handle it, that is either to file the 
Form and wait till the Office acts on it when the assignee becomes 
Registered Proprietor, or to make the agreement itself condi- 
tional on the assignee becoming Registered Proprietor before it 
takes effect. 


The fifth question relates to Rule 76, which we are reminded 
reads as follows: 


relating to an 
a trade mark 


“An application under Rule 71 or Rule 72 
assignment on or after the appointed day, of 


in respect of any goods shall state (a) whether the trade mark 
was, at the time of the assignment, used in a business in any 
of those goods.” 

“Does the Panel think proper to require the subsequent 
proprietor of a trademark to disclose in the application 
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whether or not the trademark was in use at the time of the 
assignment, in the case where the assignment conveys the 
trademark together with the good will of the business?” 


Mr. E. S. WickenpEN: One can understand, of course, the 
Registrar requiring to know whether a mark was in use in the 
ease where it is assigned without good will, because then the 
question arises as to whether it is necessary to obtain his direc- 
tions for advertisement, but personally I cannot see the slightest 
ground why the Registrar should want to know whether a mark 
was or was not in use in the case where it is assigned together 
with the good will of the business. It is, I think, an unfortunate 
paragraph in Form 16: you get the use of the double negative, 
which does not help, and the Form also states ‘strike out the 
words which are not applicable’ but I believe it is the practice 
of the Office to take exception if you strike out the words re- 
ferring to the use of the mark in the case where the mark is 
assigned with good will. 

If you look at Rule 76 you will see the sidenote which seems 
to refer to entry of assignments without good will, but I have 
been informed by the Office that they disregard that sidenote in 
interpreting this rule and interpret the rule strictly as it reads; 
that is that the application shall state whether the trademark was 
at the time of assignment used in a business in any of the goods, 
that is to say, irrespective of whether it is assigned with or with- 
out good will. After all, if one is compelled in the case of an 
assignment with good will to disclose whether the mark was or 
was not in use it might well give a third party a ground for 
attacking the registration. I do not think the Registrar should 
compel one to disclose that information. 

Mr. E. R. Wenman: I agree with Mr. Wickenden; I cannot 
see any useful purpose in putting this in. In fact I have filed a 
number of assignments in the past where assignment was with 
good will and just made the statement that one or more of the 
trademarks referred to in the schedule are in use. For all I know 
the Registrar may accept Form 16 with it crossed right out, but 
[ cannot say from experience, that I have ever done that. I cer- 
tainly cannot see any useful purpose in it with good will. I did 
wonder on the point that Mr. Wickenden raised whether it would 
be useful to any person if they wanted to strike off the mark on 
the grounds of non-user. It occurred to me it might be, but I did 
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not give a great deal of thought to it, because it is a very difficult 
thing to prove and it would depend on the date of your assignment. 
In any event it has got to run for five years for the purposes of 
Section 26. So I cannot see any reason for this going in or for 
the Registrar requiring it. 

Mr. D. R. Martin: Yes, I agree again; we are all agreed on 
this again, I think. If it is not going to serve any useful purpose 
for goodness sake do not have it. The tendency for government 
departments is always to slip in a few extra questions if they can, 
in the hope of getting a bit of information out of you. If you 
apply for a driving license they ask whether you have read the 
Highway Code. If you say No, they still give you a driving 
license, apparently. The Trade Marks Office is in the habit of 
asking whether you use the mark. You can toss up and say “No” 
if you like, because it does not make the slightest difference. You 
are perfectly entitled to assign it whether you use it or not. 
You may have had it for less than five years and intended to use 
it when you first took it out, but you are perfectly in order. So I 
am all for leaving it out. 

Mr. R. A. Stantey: I have nothing to add to what has been 
said. 

THE CHAIRMAN: Would anybody like to consider this ques- 
tion: Can there be an assignment with good will if the mark is 
not in use? 

Mr. E. S. WickEenpeNn: It is not the good will connected with 
the mark, it is the good will of the business concerned in the goods 
for which the mark is registered. So you can have a business in 
those goods and you need not have necessarily used your mark 
in respect of those goods. 

Mr. D. R. Martin: I agree. We shoot you down on that, 
Mr. Chairman. 

THe CHAIRMAN: That is fair enough; that hare would not 
run! The team is agreed here that, where the application is one 
relating to a mark where the assignment is without good will, 
the Form is quite proper, but otherwise it is not proper and the 
suggestion is to strike the words off the Form so as to avoid 
the possibility of disclosing to an opponent that the mark is not 
in use. But there is some doubt as to whether the hackles of the 
Office might not go up if you do that to their Form. But perhaps 
somebody will tell us one day what happens if they do it. 
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The sixth question relates to Danish Trade Marks Law: 


“In the new Danish Trade Marks Law the right is given 
to proprietors to insist that their marks be given proper status 
when they appear in technical books, dictionaries ete., in 
order to guard against the danger of their being mistaken 
for common terms. 

“Does the Panel consider the problem is sufficient to jus- 
tify similar provision being made in the United Kingdom and 
in their experience has it ever proved difficult to convince 
publishers of the need to show trademarks correctly?” 


Mr. Martin, have you met this problem and had experience 
of it? 

Mr. D. R. Martin: Yes, quite a few times. I am rather in 
favour of this. I think it is a good proposal and a good intro 
duction in the Danish Law. Cases do arise where vou are trying 
to build up a trademark of your own. It may be a little pre- 
carious and if some dictionary or trade periodical, or something 
like that, comes along and uses your mark as a generic term it 
spoils the position very much. I think if your hand could be 
strengthened and you could show that really you had claimed it 
as your trademark, and had used it, whether it was registered 
or not, a little bit of power to your elbow to stop people using 
it in this way would be most useful. I have met the difficulty, | 
have asked people to stop using it and they have refused, and 
in practice you find it very difficult to make them stop. The kind 
of case that can arise is where you have a trademark registered 
perhaps for furniture and you get an exhibition of furniture 
manufacturers and you find a catalogue issued with the trademark 
in it which is not itself an infringement of the trademark but 
is clearly wrongful use, and you find it quite impossible to stop 
that sort of thing, I am in favour of such a proposal. 

Mr. R. A. Stantey: J] have never come across this in my 
own experience and IJ therefore cannot say whether there is a 
need for it generally, but I imagine that the questioner is thinking 
of Section 15 whereby, if you do let your trademark get into 
current use, you lose your trademark. What I would advise in 
circumstances where this is likely to happen is that the client 
should have two trademarks, one of which he realizes will go into 
current public use and which he does not worry about, and the 
other one he keeps to distinguish his own particular type of goods. 
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That I have found does in fact get over the problem in a practical 
way. 

Mr. EK. S. Wickenpen: The question | think is really in two 
parts. It says: ‘Does the Panel consider the problem is suffi- 
cient to justify similar provisions being made in the United King- 
dom’. On that point I am fully in agreement with Mr. Martin. 
[ think it would be a very good thing to see it appear in our 
statute. 

The second question is: ‘In their experience has it ever proved 
difficult to convince publishers of the need to show trademarks 
correctly’. I have had quite a lot of trouble on this point but 
mostly in connection with chemical marks. Where the mark is a 
registered trademark, which appears in some chemical dictionary 
such as Hackh’s or Dorland’s without reference to the fact that 
it is a proprietary name, we have usually found publishers of 
the dictionary fairly co-operative, particularly where it may be 
necessary to get some authorized statement that the appearance 
of the mark in that dictionary was inserted without the publishers 
realizing it was a proprietary name. The trouble of course is that 
so many of these dictionaries are only reprinted at infrequent 
intervals and therefore a space of some years sometimes can 
elapse during which there is a reference to the mark in the dic- 
tionary more or less in a generic sense, or at least without any 
indication that it is a proprietary name, and that could certainly 
harm the rights in the mark. 

So I would say firstly I would certainly like to see something 
on the lines of the Danish provisions incorporated in our Act 
and if we can have something like that done it would be of great 
help I think in stopping this practice of the publishers of diec- 
tionaries of inserting proprietary names as descriptive names in 
their dictionaries. 

Mr. E. R. Wenman: I agree with Mr. Wickenden there, the 
more power to our elbow the better and it would probably be a 
good thing to have it incorporated in the Trade Marks Act. But 
[ have never found any lack of co-operation with the publishers, 
possibly because it is ICI: I do not know, but we have as a rule 
found them very co-operative and they will amend the next reprint. 
Mr. Wickenden rightly points out that the dictionary or reference 
books last for a long time and they are not printed very often. 
Mr. Stanley mentioned Section 15 and I did wonder whether it 
could be used, but I do not think it could because it does say 











Vol. 51 TMR “BRAINS TRUST MEETING” 1123 
there that it must be a well-known and established use in the trade 
and I believe I am right in saying there has not been a case where 
a mark has been struck off under Section 15 or its equivalent in 
the old Act except on grounds of negligence of the proprietor of 
the mark. In other words where the proprietor of the mark has 
taken all reasonable steps to safeguard his mark, that is, writing 
to editors of trade journals and dictionaries and of course mainly 
keeping the trade off it, if he can show that he has taken those 
steps I do not think he would be struck off under Section 15. 

Therefore, I do not view this as being so very dangerous. 
It is certainly not good practice and it is a thing we would all 
like to see stopped, but I do not throw up my arms in horror and 
say: ‘This is the end’ when it happens. Certainly anything we 
‘an have to strengthen our efforts to get the publishers to correct 
their books or not to make mistakes in the first place is much the 
best thing. So I would certainly like to see it in. 

THE CHarrMAN: Taking the second part of the question first, 
those of us who have had experience of this problem have had 
various experiences. The ones with the big stick get on alright, 
but the rest feel they would like to have a little more strength 
by some change in the law to enable them to deal with it. Mr. 
Stanley suggests there may be another way of dealing with the 
problem which is to invent some phrase or term that you can 
throw to the wolves from the very outset. However it appears 
that the problem is not a real problem in relation to the validity 
of a trademark because apparently Section 15 is never used against 
a proprietor unless he has been negligent and failed to do his best 
to keep his rights. 


We now come to the seventh question, which I think is one of 
the hardy perennials and it always causes a lot of disagreement 
and I hope it will tonight: 


“Would the Panel recommend that the United Kingdom 
Trade Marks Act be amended so as to give a proprietor the 
additional right to sue for infringement when a confusingly 
similar mark to his own is used on goods of the same descrip- 
tion as those for which he is registered?” 


I take that to mean ‘goods of the same description not being 
the actual goods for which he is registered’. I do not think any- 
body was in doubt but now they cannot be. 
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Mr. KE. R. Wenman: I personally do not think it would be a 
good idea. I would hate to see the right to sue for infringement 
on goods of the same description. There is an awful lot of bother 
already as to what is meant by ‘goods of the same description’ 
and it seems to me that it would make restraint of trade possible 
to a certain extent as you would be puzzled to know whether you 
were infringing someone’s mark or not. As it stands today, you 
do know if your goods come within his specification and if your 
mark is the same or confusingly similar you are in fact infringing. 

If you are going to have this extra leg and add to it ‘goods 
of the same description’ I foresee an awful lot of litigation and 
an awful lot of headaches for the proprietor who will not know 
whether you have an action for infringement and will not know 
whether you are infringing. Going further than that, if you did 
extend this right for infringement it would seem to me you would 
have to follow the American pattern and limit your registration 
to the goods on which you are actually using the mark. Otherwise 


you may have a specification of goods reading “... and not 
including . . . goods and goods of the same description’. Then 


you would have the right to sue somebody for infringement for 
these goods and goods of the same description, and it seems to 
me you would get into a terrible mess. If this was brought out 
it seems to me you would have to follow the U.S.A. completely 
and only allow people to register trademarks for the actual goods 
on which they were using them. Personally I much prefer the 
system we are using at the moment and have your wider specifica- 
tion with your perhaps more limited infringement rights, or rights 
limited to your actual specification of goods. 

Mr. D. R. Martin: Yes, there is a lot to be said for both 
sides. Personally I favour the law as we have it now, because 
you do know where you stand. If somebody says you infringe their 
trademark you can at any rate know for pretty well a certainty 
whether you are inside their specification of goods or outside, 
and if you are outside you are outside and that is the end ‘of it. 
If you get a double doubt, (a) is the mark sufficiently similar, 
and (b) are the goods sufficiently similar, you get a double ques- 
tion and it is very difficult to answer. 

There is another side, of course, that is, that the effect of 
having the law as we have it now is that it encourages everybody 
to apply for registered trademarks for all goods in the class, 
and you have a constant battle with the Registrar and other people 
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who write letters when the mark is advertised in the Journal. 
Even so, you do in a surprisingly large number of cases get away 
with registering all goods in the class. Then if somebody comes 
along to strike you off for some of the goods you have a battle 
on your hands but you do know what you are up against. If you 
adopted this proposal you could register for goods on which you 
are using the mark and claim for a wider aura of protection if 
somebody got pretty close to it. But on the whole I prefer to 
know where I stand. 

Mr. R. A. Stantey: I am afraid we are not producing much 
dispute for you, because I agree with the previous speakers. As ] 
understand it, the Trade Mark Act is in essentials designed to 
short-circuit the necessity that you would have in a passing off 
ease to prove your reputation. Here it seems to me that once 
you stray outside the actual range of goods for which the mark 
is registered you ought to put the plaintiff to the task of proving 
his reputation when he alleges that he has a monopoly. If you 
adopt the suggestion in the question, it seems to me you are giving 
the trademark owner an unfair advantage in trade over the rest 
of the country. 

Mr. E. S. WickEeNnDEN: I must agree with the previous speakers 
but there is, as has been said, a lot to be put forward for both 
sides of the question, but what I really do not like about the 
present set-up is that the Trade Mark Act is really inconsistent. 
If you apply to register a new (that is an unused) trademark, 
the Registrar is prohibited from registering that mark if it con- 
flicts with another mark which is registered for the same goods 
or for goods of the same description. Now why is he prohibited? 
Simply on the grounds that the use of the applicant’s mark would 
be likely to deceive or cause confusion. Yet when you come to 
infringement you are tied down to the actual goods covered by 
your registration. I should have thought it would have been in 
some respects better to have brought the two Sections into line. 
If the Registrar, on the grounds that confusion might arise, is 
entitled to say ‘You cannot register this mark because it has been 
registered for goods of the same description’, I should have thought 
the Court should equally be entitled to say to the defendant ‘You 
must not use this mark because it is being used on goods of the 
same description and it is likely to cause confusion’. 

I am not so much worried about registration, as the use of a 
a mark, which after all is where the actual confusion takes place. 
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[ think there is the question of balance; there is perhaps more 
to be said for enlarging the section of the Act dealing with in- 
fringement to cover goods of a similar kind. I realize, of course, 
it would place an added burden on the Courts and [| think they 
have already suggested that they do not like the idea, but after 
all the Registrar has that burden placed on him that he has to 
consider whether goods are or are not of the same description. 
It is quite true that when he is in any doubt he will advertise 
you in the Journal before acceptance by reason of special circum- 
stances, but he has got that burden on him and if he is prepared 
to undertake it I should have thought it would have been possible 
for the Courts to do so. On the other side, of course, there is the 
fact that proprietors of trademarks and people using trademarks 
would not know quite so clearly how they stood on this question 
of infringement, but I think it is a question of balance of con- 
venience here. 

THe CHarrMan: I did manage to get a little disagreement 
but I am afraid Mr. Wickenden is outvoted by three to one. He 
takes the view that at present there is an inconsistency between 
Section 12 and Section 4 and that the scope of protection given 
under the infringement section ought to be widened. Mr. Stanley 
points out that when you do that you are really transferring from 
the plaintiff the burden of proving that he has a right rather wider 
than his registration. But on the whole the view is that it is 
better than the infringer or potential infringer should know ex- 
actly where he is and therefore, on the whole, we do not recom- 
mend a change in the law. 


The eighth question deals with classification: 


“Having regard to the number of countries changing to 
the international classification of 34 classes, does the Panel 
think this has proved itself to be entirely satisfactory during 
its 22 years use in this country? In what respect, if any, would 
the Panel like to see it modified?” 


Here is a real opportunity to modify a few things. Would 
you like to open the bowling, Mr. Wickenden? 

Mr. E. 8. WickenpvEN: I do not think anyone could ever expect 
to get a classification which is perfect. The old classification had 
its abuses and I think this present one is also open to a lot of 
criticism. The practice, which I think oceurs in both classifica- 
tions, whereby some articles are classified according to their ma- 
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terial and others according to their purpose, does lead to a lot 
of confusion, and sometimes to a multiplicity of registrations. 1] 
think the Office itself would agree they do not like certain aspects 
of this classification, but then what can you do? As | say, I do 
not think you will ever get a perfect classification and this present 
one has the advantage that it does eut down the number of reg- 
istrations. I think there is still quite a lot of confusion in the 
minds of the Office over the question of plastics. In the old days, 
of course, it was very easy: If you did not know where to put a 
particular article or some new article which came into existence, 
you put it in the old Class 50, but there is no kind of clearing up 
class in the present classification. If Mr. Wager is here I am sure 
he will be able to confirm me on this trouble they had in connection 
with plastics. Whilst I would not say myself that this present 
classification is entirely satisfactory in some respects, it is better 
than the old one, but it is not so good as one would like to see it. 

Mr. E. R. Wenman: This is a very difficult question indeed. 
I agree that there are things that can be tightened up but I am 
afraid I am not in a position to offer any constructive criticism. 
Plastics are certainly a headache to me, as are various other things, 
but I am not going to venture to suggest how it would be altered 
because frankly I do not know. I go along to the Office and discuss 
these things on a number of occasions and I am grateful for 
their help, but certainly a lot of it is a question of feeling our 
way around. Frankly at the moment I cannot suggest anything 
as to how it could be bettered. 

THe CHarrMAN: That is a fine pat on the back for somebody 
who drafted the classes. 

Mr. D. R. Martin: I think it is pretty good. I think we can 
give ourselves a pat on the back because I think we more or less 
invented it, or at a conference we were one of the people that put 
it forward. I believe our President, Mr. Ellwood, had something 
to do with it back in the old days. It has been copied by a whole 
lot of countries since and I think it is one of the good things 
we have invented. We are said to have invented parliaments and 
they have been grabbed by the rest of the world. We invented 
registered users and that is going round the world. Let us stick 
to our 34 classes; I think they are pretty good on the whole. 

Mr. R. A. Stantey: I agree with what has been said but | 
myself do not see why they cannot make provision for you to 
have a single registration covering more than one class. I agree 
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you would have to have a limit on that otherwise you would return 
to the previous question and you would have the trademark reg- 
istered for goods of the same description. Where there is a genuine 
vase and where you can persuade the Registrar that you are en- 
titled to it I do not see the practical difficulty in the way of 
allowing an applicant to have a registration in respect of the 
same mark in more than one class. 

THe CHarRMAN: I think there would be a reduction in fees 
collected, would there not? I do not know whether anybody would 
dare to consider this question: whether we could not operate a 
trademark system without any classes at all? 

Mr. D. R. Martry: Hopeless, Mr. Chairman! 

THe CHarrMAN: Another hare that will not run. The general 
view is that this collection of 34 classes is a fine British inven- 
tion. Like most things British it is not perfect but still it is the 
best you can have in an imperfect world. 

Mr. M. F. Rowtanp: Ladies and Gentlemen, from this end 
of the forum there have been two very noticeable factors: one 
is the very close attention you have given to the answers to the 
questions, and the second is the speed with which the time has 
gone. I think in view of those two things it would be your wish 
that I say how very much we appreciate the instructive and enter- 
taining answers which the Panel has given to these questions. I 
think I may say also on behalf of the Panel that they would like 
me to thank you for turning out in such great numbers. I would 
ask you all to express to the Brains Trust your appreciation in 
the usual way. (applause) 








Vol. 51 TMR NOTES FROM OTHER NATIONS 1129 








NOTES FROM OTHER NATIONS! 


By L. L. Gleason* 


Denmark 


Use of Trademark on Repaired Machines 


The Singer Manufacturing Company of New York City and 
Singer Co. Symaskine Aktieselskab, Copenhagen, were plaintiffs 
in an action in the Maritime and Commercial Court of Copenhagen 
against two parties, Truelsen and Mortensen, trading under the 
name of Textima, who conducted a sewing machine repair business. 

Early in 1956 the plaintiffs received for repair in their place 
of business in Copenhagen a sINGER sewing machine, and certain 
markings on this machine caused them to investigate it. They 
found that the machine had been bought second-hand in the de- 
fendants’ place of business in November, 1953 for approximately 
$33.00 and this particular type of machine was still being sold by 
the plaintiffs for about $64.00. 

The plaintiffs (who had registered the trademark stINGER in 
Denmark many years before) also learned that the machine had 
been repaired and refurbished and then equipped with transfers 
bearing the names SINGER and THE SINGER MANUFACTURING COMPANY 
in the same form in which those names are shown on their new 
machines as marketed at the time of the suit. That form is quite 
different from the manner in which the names appeared on the 
machines in 1916, when manufacture of this type of machine was 
started. Also, the repaired machine had other transfers on it, one 
carrying the names of Truelsen, Mortensen and Textima, and the 
other showing the same names and the representation of a sewing 
machine. There was no indication on the machine that it had been 
repaired by Textima or that it had been equipped with a number 
of “un-original” parts. 

In the trial of the case the plaintiffs argued that the defen- 
dants were not entitled to sell repaired, changed or refurbished 
sewing machines of plaintiffs’ manufacture bearing siIncER name 
transfers other than the transfers originally put on the machines 
by the plaintiffs; also that the defendants were only entitled to 
market such repaired, changed or refurbished machines with con- 
spicuous indications on the machines showing that they had not 








+ 800.4—OTHER STATUTES—FOREIGN LAW. 
* Member of the firm of Marks & Clerk, New York. 
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been repaired by plaintiffs and that un-original spare parts had 


been used. 
Translation of the Court’s decision follows (in part) : 


“It is the opinion of the Court that a natural weighing of the 

interests involved leads to the conclusion that although a sale 
of refurbished machines equipped with a refurbished mark 
cannot be prohibited it must be considered to be an infringe- 
ment of Plaintiffs’ trade mark rights to sell such machines 
with a wholly new mark differing from the mark originally 
placed on the machines and covering Plaintiffs’ sale of new 
machines. Hereby also the consumers are being confused. 
Furthermore, in order to protect Plaintiffs’ trade mark rights 
and the consumers it must be a condition that it is conspicu- 
ously being shown on the machine itself that the machine has 
not been repaired by Plaintiffs and that un-original spare 
parts have been used in the repair. In accordance herewith 
judgment is given in favour of Plaintiffs ' 


(U.f.R. 1958 page 1217) 


Indonesia 
New Trademark Law 


A preliminary notice regarding the new trademark law of 
Indonesia appeared in TMR Vol. 51, No. 9, page 905. 

This law beeame effective on November 11, 1961. It takes 
the place of the Dutch colonial law which had been in force since 
1912, when the present Indonesia was known as Netherlands Indies 
or Dutch East Indies, and which had been retained by Indonesia 
when it achieved its independence in 1949. Registrations granted 
under the former law will remain in force to the ends of their 
respective terms. 

The new law provides for a classification of goods, and the 
International classification of 34 classes has been adopted, plus 
Class 35 covering certain Indonesian foods. A single application 


may be filed for goods in any number of classes, and there is a 
comparatively small fee for each extra class. Registrations 
granted under the prior law will be subject to the classification 
of goods upon renewal. 

The term of protection has been reduced from 20 years to 
10 years from the date of registration, and this reduction will be 
applied to old registrations when they are renewed. 
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Article 4 of the law calls for a sample of the goods or an 
explanation of the goods to which the mark is applied when a 
trademark application is filed, and this may cause some difficulty. 
[t is believed that no attempt will be made to require applicants 
to submit samples of goods, but apparently it will be necessary 
to give explanations or descriptions of the goods, and probably 
this requirement can be met by producing catalogs or other de- 
seriptive literature. The same requirement is made in connection 
with renewal applications. 

According to Article 2 the right to use a trademark belongs 
to the party who first uses it in Indonesia, and in the absence of 
proof to the contrary, the first party to apply for registration of 
the mark is considered to be the first user and the party entitled 
to register the mark. However, if this party does not use the 
mark in Indonesia within six months of the registration date the 
assumption that he is the first user no longer applies. Also, Article 
18 of the law provides that the registration of a trademark will 
become void if the owner thereof acknowledges (1) that he did 
not use the mark in Indonesia within six months of the registra- 
tion date or (2) that he has not used the mark in Indonesia for 
three years or more, or if a Court declares that either one of 
those conditions exists. 


Kuwait 
Trademark Law of January 23, 1961 

A brief reference was made to this law in TMR Vol. 51, 
No. 3, page 261. 

A classification of vroods is in effect, eonsisting of 33 classes, 
and it is the same as the International classification of 34 classes 
with the exception that it contains no reference to intoxicating 
beverages. It is necessary to file a separate application in each 
class. 

After acceptance a trademark application is published in three 
consecutive issues of the government gazette, and oppositions may 
be filed within 30 days of the last publication. 

The term of 10 years runs from the application date, and a 
period of three months after the expiration of the normal term 
will be available for late renewal. 

Non-use of a registered mark for five years, without a satis- 
factory reason for such non-use, is ground for cancellation of the 
registration by Court order on the request of the Registrar or any 
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interested party. On the other hand, ownership of the mark is not 
disputable after the registrant has used it for five continuous 
years from the date of registration without having his right to 
the registration challenged. 

The protection afforded by the Kuwait Law No. 2 of 1961, 
discussed above, is the only protection for trademarks now avail- 
able in Kuwait. The Queen’s Regulation entitled The Kuwait 
Patents, Designs and Trade Marks Regulation, 1958, which pro- 
vided that a British trademark registration that had been 
extended to Bahrain was also effective in Kuwait, has been re- 
pealed by The Kuwait Transfer of Jurisdiction (No. 2) Regula- 
tion, 1961. Any trademark right that may have been obtained in 
Kuwait as the result of a Bahrain or British registration is no 
longer in existence. 


Netherlands Antilles 
New Trademark Law 


An incomplete report has been received in respect of a new 
trademark law which will become effective in Netherlands Antilles 
(comprised of Curacao and other islands) on January 1, 1962. 

This will provide inter alia that the initial term of registra- 
tion will be for 10 years but renewals will still be granted for 
20-year terms; licenses may be recorded; assignments may be 
made with or without the business or good will connected with 
the trademark; and all government fees will be increased con- 
siderably. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


The Examiner's Letter? 


An Examiner’s letter in a trademark application, especially 
the first letter in the application, must cover quite a number of 
different subjects, and it seems that sometimes this is confusing 
to applicants, particularly in the two following respects: 

For instance, an Examiner’s letter often says in one sentence 
that registration is refused (giving the reason), and in another 
sentence says that a correction of some kind should be made. 

Or, the Examiner may in one paragraph say that certain 
changes should be made or that registration is refused for a 
certain reason, and in another paragraph state that there are 
no registered marks which conflict with applicant’s mark. 

In the first situation, applicants sometimes think that making 
the correction asked for eliminates the refusal to register and 
is sufficient to make the application ready for publication of the 
mark. They reason: if it is not possible to register the mark, why 
has the Examiner bothered to tell the applicant to make a cor- 
rection; so making the correction must render the mark regis- 
trable. That reasoning is, of course, incorrect; both matters must 
be attended to. 

In the second situation, applicants sometimes think the state- 
ment that there are no conflicting registered marks is sufficient 
to make the mark registrable, and they ignore the remainder of 
the letter which may ask for corrections or may be a refusal to 
register for some reason. In this situation these applicants seem 
to feel that the two parts of the letter are contradictory, saying 
both that the mark is registrable and is not registrable, and they 
conclude that the Examiner included both statements inadvert- 
ently. This, too, is incorrect; all matters questioned by the Ex- 
aminer must be settled. 

These situations arise because the Examiner must consider 
a large variety of different matters at the time the application is 
examined, and the Examiner is under an obligation, in the inter- 
ests of efficiency and economy for all parties concerned, to deal 
with all of these matters in the first letter that is written about 





* Trademark Examiner, U. 8S. Patent Office; Member, District of Columbia Bar. 
+ 200.92—REGISTRATION PROCEDURE (EX PARTE)—EXAMINATION. 
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the application. The Trademark Office does not favor what is 
often referred to as “piecemeal prosecution”—that is, writing a 
letter on one point, and after that has been considered by ap- 
plicant and taken care of, raising another point to be attended 
to, ete.—and the Office avoids such prosecution as much as possible. 

In examining an application, the various points which the 
Examiner must cover may be grouped as follows: 


(1) Whether there are any marks registered in this Office 
which are confusingly similar to the mark in the appli- 
cation and which would be a bar to registration of ap- 
plicant’s mark. 

(2) Whether there is any other reason under the statute why 
applicant’s mark may not be registered, such as the mark 
being merely descriptive, a surname, geographically de- 
scriptive, scandalous matter, government insignia, ete. 

(3) Other matters of substance affecting registrability, such 
as whether the matter sought to be registered is in fact 
used as a trademark at all, questions of ownership, law- 
fulness of the commerce in which the mark is used, ete. 

(4) Improper form of the application, such as incorrect 
wording, inconsistencies in statements, unclear indication 
of busines entity, of capacity of one who signs, of no- 
tarization, ete. 

(5) Insufficiencies in parts of the application, such as un- 
acceptable drawing, or unsatisfactory specimens. 

(6) The need to seek further information on any matters 
regarding which there are insufficient facts or explana- 
tion on which to base a complete and proper examination 
of the application. 


Each of these points which may be raised by the Examiner 
is separate from each other point, and although many points are 
included in one letter, each must be dealt with in reply by the 
applicant. Taking care of one matter does not take care of 
another, and registration is not possible until all matters raised 
by the Examiner have been satisfactorily attended to. 

Even though a mark is refused registration, other matters 
are also included in the Examiner’s letter, because the applicant 
has the right to argue the reason for the refusal and may be able 
to show that the refusal is inappropriate or incorrect and should 
be withdrawn. 
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It occasionally happens that two matters in an application 
may be dependent upon each other, or may be alternatives to each 
other, so that taking care of one eliminates the other, but such 
situations are either obvious or will be spelled out by the Ex- 
aminer. 

The one statement by the Examiner which needs no action on 
the part of the applicant is the statement that the Office records 
fail to show that applicant’s mark, when applied to the goods, is 
confusingly similar to any registered mark. Since no action is 
needed by the applicant, applicant may wonder why the statement 
is put in the letter and as a result applicant may misunderstand. 
The statement is put in merely as a matter of information, because 
the presence or absence of conflicting marks among the trademark 
registrations in the Patent Office is of greatest importance to 
applicants, and it was felt that in those situations where letters 
had to be written to applicants about other matters found in the 
examination of their applications, applicants would like to know 
of the absence of reference marks by a positive statement to that 
effect rather than being left to assume it by silence. However, 
the fact that there are no conflicting registered marks does not 
mean that other matters in the Examiner’s letter can be left un- 
attended to. 

The Trademark Office does not have a uniform form for let- 
ters, and the different Examiners have different ways of wording 
the letters which they write, but regardless of how worded, ap- 
plicants should understand that each subject raised in a letter— 
each ground of refusal, each matter of form or substance, each 
inquiry—must be taken care of. It may not be assumed that 
taking care of one point permits an applicant to ignore any 
other point. 
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PATENT OFFICE 


Trademark Statistics 


PO TIO ascii cscicessnee 


Registrations issued 
Principal Register ........................ 


Supplemental Register ................ 


i a enalliiellicatallsins 
Sec. 12(c), publications -................... 
Bec. 6, alegavite Tied. «.................... 


Sec. 8, cancellations ............................ 


Canmceliations, Ofer  .......:.1:.............. 








Cumulative 
January—October 
1961 1960 
19,962 19,184 
13,596 15,103 

671 628 
14,267 15,731 
2.943 3,377 
374 402 
12,882 10,689 
4,554 4,061 
157 135 


7 a a 
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LIST OF OTHER ARTICLES* 


ARTICLES 


Advertising. 
Kyle, Jerry V.—Deceptive Advertising Practices (Texas Law Review, Vol. 39, No. 
7, October, 1961, pp. 903-912.) 


Corporate Image. 
Spector, Aaron J.—Basic Dimensions of the Corporate Image. (Journal of Market 
ing, October, 1961, pp. 47-51.) 


Diamond, Sidney A. 
Court Restricts Unauthorized Dealer’s Use of Volkswagen Name and Trademarks. 
(Advertising Age, December 18, 1961, pp. 68, 70.) 


Iran. 
Licensing and Exchange Controls.t 


Labeling. 
How Formica Backs Up a Consumer Label Promotion. (Advertising and Sales Pro 
motion, December, 1961, pp. 21-23.) 
Formica found itself losing its identification and with promotion made a label 
meaningful enough to be used by users of this material. 


Modernization—Trademarks. 
How a New Sign was Developed. (Advertising and Sales Promotion, December, 1961, 
pp. 102, 105, 106.) 
Lion Oil Co. solved its problem of trademark identification in the highly-competitive 
oil business. 
How—and Why—a New Trademark? (Advertising and Sales Promotion, December, 
1961, pp. 61-62, 64.) 
The Formsprag Company modernizes its trademark. 

Service Marks. 
Packaging to Sell a Service. (Advertising and Sales Promotion, December, 1961, 
pp. 83-84.) 


South Africa, Republic of 

Preparing Shipments to.t 
Viet-Nam. 

Licensing and Exchange Controls.t 





BOOK NOTICES 


ONE FOR A MAN, Two For A Horse. By Gerald Carson. Garden City, 
New York, Doubleday & Company, Inc., 1961. Pp. 128. Price: $6.50. 
A pictorial history, grave and comic, of patent medicines. 


PATENTS, TRADE MARKS AND DesiGNns IN AFRICA. By G. C. Webster. 
Pretoria, South Africa, Patlaw Ltd. and Juta & Co., Ltd., 1961. Pp. 146. 
A compilation of the laws of the new countries of Africa. 





* Copies of these articles and books are available for reference in the Association’s 
library. 

t World Trade Information Service, Operations Reports, Part 2, may be ordered from 
Dept. of Commerce Field Offices or from Supt. of Documents, U. 8. Govt. Printing Off., 
Wash. 25, D. C. (single copy 10¢; annual subscription $6 ($11 for foreign mailing).) 
Make remittance payable to the Supt. of Documents. 
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AMERICAN RADIATOR & STANDARD SANITARY CORPORATION v. 
STANDARD-AMERICAN, INC., et al. 


No. 29633 —D. C., E. D. Pa. —December 5, 1961 — 131 USPQ 470 


500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Court, exercising its discretion as a court of equity to protect the public as well 


as plaintiff, granted a preliminary injunction enjoining defendants from using name 


STANDARD-AMERICAN, CONSOLIDATED AMERICAN or any combination which includes 
the words AMERICAN or STANDARD in the business of offering for sale or selling 
services or products in the home improvement field. The balance of convenience to 
the parties weighs overwhelmingly in favor of granting the preliminary injunction. 

500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 

NAMES 
600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
Plaintiff’s trademark AMERICAN-STANDARD is a technical trademark and defen 
dants’ selection of STANDARD-AMERICAN cannot be regarded as a pure coincidence. 
Defendants’ use of YOUNGSTOWN HOMES, INC., STANDARD AMERICAN and CONSOLI 
DATED-AMERICAN constitutes infringement of plaintiff’s trademarks YOUNGSTOWN 


KITCHENS, AMERICAN-STANDARD and STANDARD and defendants’ acts constitute unfair 


competition with plaintiff. The combination of the name chosen by defendants, 
STANDARD-AMERICAN, and defendants’ offering for sale of products manufactured 
by plaintiff bearing its trademark was a strong indication of the defendants’ con 
scious efforts to encourage the public to think that STANDARD-AMERICAN was the 
same company or an affiliated company of the plaintiff. 
500.11—COURTS—BASIS OF RELIEF—IN GENERAL 
500.31—COURTS—BASIS OF RELIEF—MISLEADING STATEMENTS 
The intention of defendants to profit from the good will of the plaintiff through 
their advertising and by their agents’ oral representations to prospective customers 
was shown by plaintiff’s evidence. The deception of the public as practiced by 
defendants has irreparably harmed plaintiff. Persons dealing with defendants under 


the apprehension that they were associated with plaintiff represent business lost to 
the plaintiff at that time, and affidavits of such persons that they would never deal 
again with AMERICAN-STANDARD [due to their failure to distinguish between the two 
companies] represents future business irrevocably lost to plaintiff. 
500.14—COURTS—BASIS OF RELIEF—COLORABLE IMITATIONS 
Plaintiff has a right to prevent defendants from changing name from STANDARD- 
AMERICAN to CONSOLIDATED-AMERICAN, as defendants have initiated a deliberate plan 
to benefit from plaintiff’s good will. Evidence shows that the change in name has 
not changed defendants’ business methods and advertisements which are just as 
likely to mislead the public as to the relationship between defendants’ business and 
plaintiff’s as when defendants used the name STANDARD-AMERICAN, 
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Action by American Radiator & Standard Sanitary Corporation 
v. Standard-American, Inc.; Consolidated-American, Inc.; Youngstown 
Homes, Inc.; Mansville Construction, Inc.; Robert K. Bertin; A. B. Wolf; 
Sam Leonard and Samuel Moskowitz for trademark infringement and 
unfair competition. Plaintiff moves for preliminary injunction. Motion 
granted. 


Wallace H. Martin, Oliver P. Howes, Jr., Nims, Martin, Halliday, Whit- 
man & Bonynge, of New York, N.Y. and Bernard J. Smolens, Schnader, 
Harrison, Segal & Lewis, of Philadelphia, Pennsylvania, for plaintiff. 


Nathan L. Posner, Foz, Rothschild, O’Brien & Frankel, of Philadelphia, 
Pennsylvania, for defendants. 


Woop, J. 


DISCUSSION; FINDINGS OF FACT; CONCLUSIONS OF LAW 
AND ORDER SUR PLAINTIFF’S MOTION FOR 
PRELIMINARY INJUNCTION 

All of the following is to be considered as our findings of fact and 
conclusions of law. We have divided the opinion into sections in order 
to clarify our view of this case. In order to avoid repetition, facts men- 
tioned in the Discussion are not set forth again in the Findings of Fact. 


I. DISCUSSION 


In May, 1952, defendant Sam Leonard and others formed a cor- 
poration and named it “Lifetime, Inc.” A year or so later, defendant 
Sam Moskowitz became associated with Lifetime and with defendant 
Leonard. This association has continued to the present day. Subsequently, 
the defendants formed other corporations; among them were “Mansville 
Construction Company, Inec.”, “Youngstown Homes, Ine.”, “Standard- 
American, Inc.”, and most recently “Consolidated-American, Inc.” Gen- 
erally speaking, all of these corporations were owned and controlled by 
Leonard and Moskowitz, who were later joined in business by defen- 
dants Wolf and Bertin. All of the corporations engaged in the business 
of selling services and products for home remodeling and improvements. 

The business was and is conducted as follows: “Sales representatives” 
for the defendants call on prospective customers and attempt to negotiate 
a contract between the customer and one of the defendant corporations— 
usually Standard-American, and recently, Consolidated-American. The 
contracts contain a negotiable promissory note at the bottom of the con- 
tract. After the contract and the note are signed, the services and prod- 
ucts purchased are supplied by independent contractors, such as plumbers, 
who are contacted by defendants. Defendants then sell the notes to 
various banks. 

Two phases of the defendants’ business are of particular concern 
here; their advertising, and the representations made by their “sales rep- 
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resentatives.” The evidence presented by the plaintiff in support of this 
motion for a preliminary injunction clearly establishes to our satisfaction 
that the defendants have attempted to take advantage of the good will 
of the plaintiff through their advertising and through their agents’ oral 
representations to prospective customers. A brief outline of the history 
of defendants’ business will confirm our conclusion. 

In 1959, defendants Leonard, Moskowitz, Lifetime, Inc., and Youngstown 
Homes, Inc., were charged by the Federal Trade Commission with violation 
of the Federal Trade Commission Act by using false, misleading, and decep- 
tive representations in the solicitation and sale of products such as bathrooms, 
heating equipment, kitchens, etc. Hearings were conducted at which the 
defendants involved were represented by the same counsel as is repre- 
senting defendants in this case. At these hearings, customers of defen- 
dants testified to the faulty installation and the poor quality of the 
products installed by the contractors supplied by defendants to fulfill 
their contracts. The testimony is full of instances of defendants’ sales 
representatives’ statements to customers indicating that defendants were 
associated with Youngstown Kitchens, a division of the plaintiff herein. 
On April 21, 1961, the Federal Trade Commission issued a cease and 
desist order against Leonard, Moskowitz, Lifetime, Inc., and Youngstown 
Homes, Ine. That order contained the following paragraphs which we 
think are pertinent here: 


“It is ordered that respondents * * * directly or through any 
corporate or other device, in connection with the offering for sale 
*** of * * * bathrooms, heating equipment * * * or any other articles 
of merchandise in commerce * * * cease and desists from: 

“se * & 


“3. Representing, directly or indirectly, that respondents are a 
part of or affiliated with Youngstown Kitchens, a division of 
American Radiator and Standard Sanitary Corporation * * *. 


“4. Representing, directly or indirectly, that respondents’ sales- 
men are sales managers or owners of Youngstown Kitchens, a 
division of American Radiator and Standard Sanitary Corpora- 
alias 


In October, 1959, the defendants formed the corporation “Standard- 
American, Ine.” The advertisements run in the Philadelphia Inquirer un- 
der the name of this company continued to show sketches of kitchens 
designated as YOUNGSTOWN KITCHENS. One advertisement, picturing a hot 
water heater, proclaimed that Standard-American was “American-Standard 
Headquarters” for gas heating. A subsequent ad heralded the company 
as “Standard-American Headquarters” for gas heating. 

Our own evaluation of these advertisements is that the combination 
of the name chosen by the defendants for their company, STANDARD- 
AMERICAN, and the offer for sale of products manufactured by the plaintiff 
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American-Standard and bearing its trademarks, is a strong indication 
of the defendants’ conscious efforts to encourage the public to think that 
Standard-American was the same company, or an affiliated company of, 
the plaintiff. 

The trademark AMERICAN-STANDARD is a mark which has no par- 
ticular meaning of and in itself. Such trademarks and trade names are 
sometimes referred to as “technical” marks, as distinguished from “sug- 
gestive” marks. An example of a suggestive trademark is IDEAL brand 
foods, or LIFESAVER candies. Since there are an infinite variety of tech- 
nical trade names and trademarks available for use, the defendants’ se- 
lection of the name STANDARD-AMERICAN can hardly be regarded as a 
pure coincidence.* 

The intention of the defendants to profit from the good will of the 
plaintiff is further evidenced by the conversation which took place be- 
tween the plaintiff’s investigator and one of defendants’ sales representa- 
tives, a Mr. Stamps. The latter stated that defendant Standard-American 
was an “old established company, 85 years in business * * *”? He stated 
that a sink pictured in one of plaintiff’s brochures was an “American- 
Standard brand * * * Our own.” * The affidavit of Mrs. Miriam Andrew 
states that she saw the Standard-American ad in the paper and ealled 
the phone number given therein. Two salesmen called on her and told 
her that Standard-American was “nationwide” and that it was “asso- 
ciated with’ Youngstown Kitchens. The affidavit of Mrs. Ada McGill 
states that she purchased a hot-water heater from Standard-American; 
that the heater bore the mark AMERICAN-STANDARD on it; and that the 
salesman showed her American-Standard’s advertisements and told her 
that this was “his company.” 

The deception of the public, practiced by defendants, has certainly 
irreparably harmed plaintiff. Persons who had dealt with the defendants 
under the apprehension that they were associated with the plaintiff rep- 
resent business lost to the plaintiff at that time, and the affidavits of 
such persons that they would never again do business with American- 
Standard (due to their failure to distinguish between the two companies), 
represents future business irrevocably lost to plaintiff. 

Defendants argue that they are no longer using the name STANDARD- 
AMERICAN, but are now doing business under the name CONSOLIDATED- 








1. See “What the General Practitioner Should Know About Trademarks and Copy- 
rights” by Arthur H. Seidel, published by the Joint Committee on Continuing Legal 
Education of the American Law Institute and the American Bar Association, at p. 96, 
footnote 29, where the writer states: 

“The presence of an intent to deceive on the part of the infringer is most 
easily demonstrated when the plaintiff’s mark is a technical one. Since there are an 
infinite variety of such marks it is reasonable to conclude that an infringement 
was deliberate. When the plaintiff’s mark is suggestive, innocent adoption thereof 
by the defendant is a distinct possibility.” 

2. See affidavit of George Comfort, dated October 18, 1961, plaintiff’s Exhibit 
P 33, at p.. 17. 

os £0.p. 11. 
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AMERICAN. They urge us to find that the plaintiff has no right to the ex- 
elusive use of the word AMERICAN, pointing out other companies in the 
home improvement field which contain the word AMERICAN in their names. 
We agree that the plaintiff does not have the exclusive right to the use 
of the word “American”; but we think the plaintiff does have the right 
to prohibit these defendants from using that word in any corporate name 
under which they might desire to do business in the home improvement 
line. As we pointed out above, we have found that these defendants ini- 
tiated a deliberate plan to benefit from the plaintiff’s good will. A cease 
and desist order from the Federal Trade Commission has not succeeded 
in stopping them from confusing the public as to the source of the goods 
and services offered by the defendants. Changing the name of their com- 
pany from Standard-American to Consolidated-American has not worked 
any change in the business methods and advertising techniques of the 
defendants. Their advertisements run under the name Consolidated- 
American are the same as those run under the name Standard-American, 
and are just as likely—we find—to mislead the public as to the relation- 
ship between defendants’ business and plaintiff’s. Under such circum- 
stances, we think it proper to fully exercise our discretion as a court of 
equity to fit the remedy to the harm. For the protection of the public, 
as well as for the protection of the plaintiff, we conclude that the de- 
fendants should be restrained from using any combination of words which 
includes the terms AMERICAN or STANDARD. 


II. FINDINGS OF FACT 
1. Plaintiff American Radiator & Standard Sanitary Corporation is 
a Delaware corporation having its principal place of business in New York 
City, New York. 


2. Defendant Standard-American, Inc. is a Pennsylvania corporation 
having an established place of business at 6701 North Broad Street in Phila- 
delphia, Pennsylvania. 

3. Defendant Consolidated-American, Inc. is a Pennsylvania corpora- 
tion having a principal place of business at 3931 North Broad Street, 
Philadelphia, Pennsylvania. 

4. Defendants Youngstown Homes, Ine. and Mansville Construction, 
Ine. are New Jersey corporations having their principal place of business 
at 6701 North Broad Street in Philadelphia, Pennsylvania. 


5. Defendants Sam Leonard, Samuel Moskowitz and A. James Schorza 
are residents of the Eastern District of Pennsylvania. 


6. Defendant A. B. Wolf is an officer and director of defendant 
Standard-American, Ine. 
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7. Defendant Robert K. Bertin is a former officer and director of 
Standard-American, Ine. and is a resident of the Eastern District of 
Pennsylvania. 


8. The plaintiff owns and has the exclusive right to the use of the 
trade names or trademarks AMERICAN-STANDARD, STANDARD, YOUNGSTOWN 
KITCHENS, HOSTESS, and the representation of the Goddess Diana in Medal- 
lion design. Plaintiff has used a stylized “S” in printing the name 
AMERICAN-STANDARD and STANDARD.* 


9. Since 1939 the plaintiff has engaged in the manufacture and sale 
of equipment for domestic heating, lighting, refrigerating, ventilating, and 
air conditioning, as well as kitchen and bathroom equipment. 


10. Plaintiff has extensively advertised and sold its products under 
the trademarks AMERICAN-STANDARD, STANDARD, HOSTESS, and YOUNGSTOWN 
KITCHENS. The representation of the GODDESS DIANA in Medallion design 
has appeared on plaintiff’s kitchen equipment. 


11. Plaintiff’s trademarks STANDARD, HOSTESS, YOUNGSTOWN KITCHENS 
and GODDESS DIANA are registered in the United States Patent Office. Plain- 
tiff’s trademark AMERICAN-STANDARD is registered in Pennsylvania. 


12. In the six years prior to the acts of defendants complained of 
herein: namely, from 1953 through 1958, plaintiff has spent more than 
$16,000,000 in advertising and promoting its products under the trade- 
mark AMERICAN-STANDARD alone. As a result of extensive advertising and 
promotion of plaintiff’s products throughout the United States, the plain- 
tiff’s trademarks have become well and favorably known to the trade and 
to the public. Plaintiff’s products have become associated in the minds of 
the public with top quality merchandise. 


13. In about October of 1959, defendants Leonard, Moskowitz, Wolf, 
Schorza, Bertin, Standard-American, Inc., Youngstown Homes, Inc., and 
Mansville Construction, Inec., began advertising, offering for sale and selling 
heating equipment and supplies, plumbing equipment and supplies, kitchen 
equipment and supplies and other items in the home improvement field in 
interstate commerce and particularly in Pennsylvania. 





4. Plaintiff was the owner of the trade name and trademark YOUNGSTOWN KITCHENS 
and of the trademark representing the Goddess Diana in Medallion design at the com- 
mencement of this action. However, plaintiff had entered into an agreement of sale 
whereby title to these trademarks was conveyed to the Mullins Manufacturing Corpora- 
tion (a Delaware corporation) during the pendency of this action. The Mullins Manu- 
facturing Corporation has accordingly moved this Court to intervene as a plaintiff in 
this action. Defendants have opposed this motion and have requested oral argument 
thereon. In order to facilitate the disposition of the matters of primary importance 
involved in this litigation, we have rendered this interlocutory decision before resolving 
the dispute re the right of the present owner of the trademarks YOUNGSTOWN KITCHENS 
and GODDESS DIANA to intervene in this action. (See affidavit of David A. DeWahl of 
October 19, 1961, Plaintiff’s Exhibit 5. ) 





Re ERR A MMe 











Vol. 51 TMR AMERICAN RADIATOR v. STANDARD-AMERICAN 1145 











14. In connection with the advertising of the defendants, the name 
Standard-American and the name Youngstown have been prominently 
displayed in the Philadelphia Inquirer and the name Standard-American 
has been printed with a stylized letter “S”. 


15. Although the defendants conduct their business from two offices 
at 3931 and 6701 North Broad Street, Philadelphia, Pennsylvania, their 
advertisements have falsely represented that they have offices in principal 
cities throughout the United States. 


16. The defendants’ advertisements have falsely represented that 
defendants were headquarters for American-Standard heating equipment. 


17. The use by the individual defendants of the names Standard- 
American and Youngstown in conjunction with their methods of adver- 
tising has constituted a deliberate attempt to mislead the public into 
believing that defendants were the same as or closely affiliated with the 
plaintiff. These activities of defendants have confused the public as to 
the source of the goods and services offered for sale by the defendants. 


18. The name Standard-American is deceptively similar to the plain- 
tiff’s trade name American-Standard. 


19. The name Youngstown Homes, Ince. is deceptively similar to the 
trademark YOUNGSTOWN KITCHENS. 


20. On October 1, 1961, defendants began to use the name Consoli- 
dated-American in the place of Standard-American with knowledge that 
plaintiff objected to their use of both names. 


21. The business of Consolidated-American, Inc. is the same as that 
of the other corporate defendants herein and the name Consolidated- 
American, Inc. has been advertised by the defendants in the exact same 
manner as they had previously employed in advertising under the name 
Standard-American. The advertisements for both companies list the same 
telephone numbers. The telephone answering service operators who now 
receive calls from people inquiring about the Consolidated-American ad- 
vertisements state that the number reaches both Standard-American and 
Consolidated-American. The name Mansville, Inc. now appears in connec- 
tion with Consolidated-American whereas it previously had appeared in 
connection with the name Standard-American. 


22. The defendants’ present use of the term Consolidated-American, 
as described above, is likely to and has caused confusion, mistake and 
deception of the public as to the source of the defendants’ goods and 
services, in that these are likely to be attributed and have been attributed 
to the plaintiff or to a business sponsored by or connected with the plaintiff. 
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23. The defendants’ use of the terms Youngstown, Standard-American, 
and Consolidated-American has caused and will continue to cause irrepara- 
ble harm to the plaintiff’s business reputation and good will unless de- 
fendants are enjoined from using these terms. 


III. CONCLUSIONS OF LAW 


1. The Court has jurisdiction over the parties and the subject matter 
herein. 


2. Plaintiff is entitled to the exclusive use of the trade names 
or trademarks AMERICAN-STANDARD, STANDARD, YOUNGSTOWN KITCHENS, 
HOSTESS, and the representation of the GODDESS DIANA in Medallion design. 


3. Defendants’ use of the name Youngstown Homes, Ine. for the 
advertising of the same type of products as plaintiff manufactures and 
sells in the home improvement line constitutes infringement of the plain- 
tiff’s trademark YOUNGSTOWN KITCHENS. 


4. Defendants’ use of the names STANDARD-AMERICAN and CONSOLI- 
DATED-AMERICAN for the advertising of the same type of products as plaintiff 
manufactures and sells in the home improvement line constitutes infringe- 
ment of the plaintiff’s trademarks AMERICAN-STANDARD and STANDARD. 


2. Defendants’ acts have impaired the value of the plaintiff’s trade 
name and trademarks and have damaged the plaintiff’s business reputation 
and good will. 


6. The defendants’ advertising has been calculated to deceive and 
has deceived the trade and the consuming public as to the origin of the 
voods and services offered by the defendants. 


7. Defendants’ acts constitute unfair competition with the plaintiff. 
8. Plaintiff has no adequate remedy at law. 


9. The balance of convenience to the parties weighs overwhelmingly 
in favor of granting the preliminary injunction hereinafter ordered. 


IV. ORDER 


And now, to wit, this 5th day of December, 1961, IT Is HEREBY ORDERED 
that the defendants in the above-captioned matter are enjoined from: 


1. Using the name Standard-American, Consolidated-American, or 
any combination thereof, or any combination of words which includes 
either the word AMERICAN or STANDARD, in the business of offering for sale 
or selling services or products in the home improvement field. 

2. Representing by advertisements or by statements to customers that 


a 
, 


defendants are in any way associated with plaintiff, American Radiator 


and Standard Sanitary Corporation. 
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3. Using the trademarks AMERICAN-STANDARD, STANDARD, Or HOSTESS 
in any advertisement offering for sale any product not plaintiff’s. 
4. From passing off, inducing, or enabling others to pass off, any 


product not plaintiff’s as and for plaintiff’s product. 


5. From committing any other act likely to cause purchasers to 
believe that the goods or services offered by the defendants are plaintiff’s, 
unless such goods are in fact plaintiff’s, and from otherwise competing 
unfairly with plaintiff in any manner. 


The plaintiff is to post a bond in the amount of $5,000. 


ee 








1148 THE TRADEMARK REPORTER Vol. 51 TMR 





BART SCHWARTZ INTERNATIONAL TEXTILES, LTD. v. 
THE FEDERAL TRADE COMMISSION 


Appl. No. 6599 — CCPA — April 14, 1961 —129 USPQ 258 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—DESCRIPTIVE AND GENERIC MARKS 
The Italian word “fiocco” is descriptive of “spun rayon” and is subject to the 
general rule that a descriptive word in a foreign language cannot be registered in 
the United States as a trademark for the described product. 
100.44—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 14 
Congress has specifically limited the grounds upon which the Federal Trade 
Commission may seek cancellation of a trademark registration to those listed in 
Section 14(c) and (d) of the Lanham Act. 
100.31—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) — 
ACT OF 1946—SEC. 1 
The Lanham Act, Section 1(a)(1) imposes upon an applicant an obligation 
that he will not make knowingly inaccurate or knowingly misleading statements in 
the verified declaration of the application. 
800.3—OTHER STATUTES—FEDERAL TRADE COMMISSION 
Where registrant knowingly made a false, statement of fact in the verified 
declaration of the application, the registration was “obtained fraudulently” within 
the meaning of Section 14(c) of the Lanham Act and should be canceled. 


Cancellation proceeding No. 6,858 by The Federal Trade Commission V. 
Bart Schwartz International Textiles, Ltd., Registration No. 623,601 issued 
March 20, 1956. Registrant appeals from decision of the Trademark Trial 
and Appeal Board granting petition. Affirmed; Worley, Chief Judge, and 
Martin, Judge, dissenting with opinions. 

Case below reported at 49 TMR 884. 


Fulton Brylawski (E. Fulton Brylawski of counsel) of Washington, D.C., 
for appellant. 
Jess C. Radnor for appellee. 


Before Wor.Ey, Chief Judge, Rich, Martin, and Situ, Associate Judges, 
and KIRKPATRICK, Judge.* 


SMITH, Judge. 

The Federal Trade Commission, acting under Section 14 of the Lan- 
ham Act (15 U.S.C. 1064), petitioned for cancellation of appellant’s 
registration No. 623,601, issued March 20, 1956, on an application filed 
June 20, 1955, for the mark Friocco for “textile fabrics in the piece of 
eotton, rayon, synthetic fibers, and mixtures thereof.” First use and use 
in commerce is alleged to be May 2, 1955. 

The single issue before us, viz., was appellant’s registration No. 
623,601 “obtained fraudulently” within the meaning of See. 14(c) of the 





* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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Lanham Act (15 U.S.C. 1064(c)), must be resolved against the factual 
background of this case as revealed in the record before us. 

The present proceeding is the first of its kind to reach this court. 
To understand the fact situation upon which it is based it is necessary to 
begin with the activities of the George White Textile Company in Kansas 
City during the early 1950’s. This company had contracts with some 
Italian textile manufacturers and at that time was engaged in the business 
of importing textile fabrics from Italy. 

The fabrics of chief interest in this business were those called “fiocco”’ 
in Italy. Such fabrics are made wholly or in part of spun rayon in which 
a continuous filament of rayon is cut to form short staple fibers. The cut 
fibers are spun to produce a yarn which is then woven into textile fabrics. 
This method of utilizing rayon was developed in Italy as early as 1929, 
and the new product, both in the form of “fiocco” yarns and fabrics con- 
taining stated amounts of “fiocco,” was extensively promoted and sold in 
the United States throughout the following decade and until trade in it 
was terminated by the Second World War. 

The record is clear that the word “fiocco” has for at least twenty years 
been used in the Italian textile industry to mean staple rayon yarn as 
distinguished from continuous filament rayon. The word “fiocco” has 
been so used in the official tariff regulations of Italy for many years. Since 
at least 1945, it has been accepted by the United States Customs Bureau 
as meaning staple rayon. 

George White, the dominant factor in the George White Textile Com- 
pany, went to New York City during the latter part of August 1954, to 
secure financial backing and marketing facilities for his company. While 
in New York he met Bart Schwartz, a promoter and advertising specialist 
in the over-the-counter piece goods trade, whom he interested in the Italian 
textile fabrics, chiefly those made wholly or in part of “fioceo.” As a result 
of this meeting an agreement was reached, and Bart and White Interna- 
tional Textiles, Ltd., was incorporated under the laws of New York. Later, 
White and Schwartz decided that they, together with Zecchin (one of 
White’s partners) and Rudolph (bookkeeper for Schwartz), should visit 
Italy to secure franchises from the Italian manufacturers. During the trip 
to Italy in October of 1954, the party visited numerous Italian manufac- 
turers and secured a number of exclusive, three-year franchises for the 
Western Hemisphere. While there, they ordered substantial amounts of 
samples! of fabrics made of “fioceo” which were shipped soon thereafter. 

After returning to the United States, Schwartz severed relations with 
White, organized Bart Schwartz International Textiles, Ltd., the appellant 
herein, and had this corporation substituted for the Bart and White 








1, A “sample,” in this business, according to the testimony of George White, ranged 
from 5 yards up to 30 or 40 yards, 
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International Textiles, Ltd., in all of the then existing franchises with the 
Italian manufacturers. 

Schwartz subsequently severed relations with Zeechin and proceeded 
without either White or Zecchin in the promotion of business under the 
Italian textile import franchises. During the latter part of 1954 and early 
1955, appellant received samples of fabrics containing specified amounts 
of “fioeeo” and Schwartz corresponded with the Italian producers concern- 
ing the problem of “whether fabrics made of Fiocco yarn can be sold as 
unconditionally guaranteed washable.’ During the period from October 
1954 until May 1955, shipping documents and letters received by appellant 
refer to the composition of the imported fabrics in terms of their “fiocco” 
content. 

On June 20, 1955, appellant filed its application to register the word 
F1occo for “textile fabrics in the piece of cotton, rayon, synthetic fibers and 
mixtures thereof,” which resulted in the granting of registration No. 
623,601, here in issue. 

Shortly after the registration was granted, appellant filed the registra- 
tion with the United States Customs Bureau, and for a time successfully 
stopped the importation of fabrics made of “fiocco.” A “tear sheet” service 
was retained to check on advertising of “fiocco” fabrics by others and 
information thus secured was transmitted to appellant’s attorneys who 
sent notices of infringement in large numbers to those in the trade who 
had advertised “fioeceo” fabrics, and two suits for infringement of the 
trademark FIocco were instituted. At this point, the Federal Trade Com- 
mission filed the petition for cancellation here in issue. Subsequently, 
appellant instituted four more infringement suits based on its registration. 

There is no question but that the Italian word “fiocco” is descriptive of 
“spun rayon” and as such is subject to the general rule that a descriptive 
word in a foreign language cannot be registered in the United States as a 
trademark for the described product. See In re Northern Paper Mills, 20 
CCPA 1109, 64 F.2d 998, 17 USPQ 492 (23 TMR 260), and cases there 
cited. This fact is of no assistance to the Federal Trade Commission here, 
for Congress has specifically limited the grounds upon which it may seek 
cancellation of a trademark registration to those listed in subsections (c) 
and (d) of Section 14 of the Lanham Act (15 U.S.C. § 1064(c) and (d)). 
The Federal Trade Commission has, accordingly, asserted as “Ground 
One” of its petition to cancel the registration : 


* * * that said registration was obtained fraudulently in that at, and 
prior to, the time that application was made for said registration, the 
registrant was not the owner of the mark within the meaning of 
Section 1(a)(1) of the Trademark Act of 1946 and the registrant 
knew that other persons, firms, corporations or associations had the 
right to use and were using the mark sought to be registered contrary 
to the statement made and filed by the registrant as required by Sec- 
tion 1(a)(1) of said Trademark Act of 1946; * * * 
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However, in the present proceeding, the Federal Trade Commission 
can prevail only by showing that the registration “was obtained fraudu- 
lently” within the meaning of this term as used in Section 14(c) of the 
Lanham Act, supra. The petition for cancellation is based upon alleged 
fraudulent misrepresentations in registrant’s sworn declaration as to its 
ownership of the mark and as to the rights of others to use the mark. To 
sustain the present cancellation petition under Section 14(c) of the Lan- 
ham Act, it is sufficient to prove that at the time of the application for 
registration the registrant knew that others had the right to use and were 
using the word “‘fioeco” as the name of the product. 

The Trademark Trial and Appeal Board in granting the petition for 
cancellation (121 USPQ 99 (49 TMR 884) ), based its decision, at least in 
part, on the ground that appellant had withheld from the Patent Office 
a material fact, i.e., that Bart Schwartz at the time of signing the sworn 
statement on behalf of appellant knew that the word “fiocco” was an Italian 
word used to mean staple rayon and that by withholding such information 
the registration “was obtained fraudulently.” Appellant here challenges 
this holding and asserts that it fully complied with the statutory require- 
ments including the signing of the verified declaration containing the 
statement required by Section 1(a)(1) of the Lanham Act. In support 
of its position, appellant asserts that nothing in the Lanham Act requires 
an applicant for trademark registration to disclose the information which 
the board held should have been disclosed. 

The position of the Trademark Trial and Appeal Board is fallacious 
in that it is based on the assumption that registrant had a “duty” to 
disclose to the Patent Office that the Italian word “fiocco” meant staple 
rayon. No authority is cited by the board for this proposition. Any “duty” 
owed by an applicant for trademark registration must arise out of the 
statutory requirements of the Lanham Act, particularly those found in 
Section 1(a) (1). This section requires merely that an applicant for regis- 
tration verify a statement that “no other person, firm, corporation, or asso- 
ciation, to the best of his knowledge and belief, has the right to use such 
mark in commerce, either in the identical form thereof or in such near 
resemblance thereto as might be calculated to deceive.” 

The obligation which the Lanham Act imposes on an applicant is that 
he will not make knowingly inaccurate or knowingly misleading statements 
in the verified declaration forming a part of the application for registration. 

The mere withholding of information as to the meaning of the Italian 
word “fioceo” is not such a fraudulent withholding of information as to 
warrant cancellation of the mark. Nevertheless, despite this holding it is 
clear to us that the registration “was obtained fraudulently” within the 
meaning of Section 14(c) of the Lanham Act because of the misrepresenta- 
tion in the declaration concerning what appellant knew to be the rights of 
others to use the word “fiocco.” 
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The evidence, both direct and circumstantial, establishes to our satis- 
faction that Schwartz on May 18, 1955, at the time he verified the appli- 
cation for registration of Fiocco as appellant’s trademark knew that others 
had the right to use this word in “commerce” for textile fabrics. His 
statement in the declaration is a misrepresentation of fact as distinguished 
from the mere expression of an opinion. 

Bart Schwartz signed the verified declaration on behalf of appellant 
to induce the Patent Office to grant the registration in reliance upon this 
misrepresentation of fact. From the record as a whole it seems clear to 
us that Schwartz as appellant’s president was not acting in good faith in 
this respect at the time he signed the declaration. From what we have 
found in the record it seems clear that he possessed knowledge of facts 
which was contrary to the statement made in the declaration. 

One acting in good faith who has been mistaken as to an essential 
fact would, it seems to us, wish to correct such a mistake when it was 
ealled to his attention. We think it is significant, therefore, that instead 
of so acting Schwartz, when called as a witness to testify in this proceed- 
ing, concocted such a fanciful history of how he “developed” the mark that 
we are unable to give it credence. 

The extent of this fabrication is shown in the testimony of Schwartz. 
He testified that at the end of the trip to Italy in October of 1954, he dis- 
eussed with an associate at breakfast in Milan the desirability of finding 
a “gimmick” in the textile and fashion world which would dramatize and 
“promote Italy to the masses.” While engaged in this discussion, he 
testified he was attracted by the Italian wording on a box of Kellogg’s 
corn flakes and noted FIOCCHI DI GRANOTURCO (Italian equivalent of corn 
flakes), and that he told his associate that they “must study how to respell 
this name where it’s a fast, quick name and will have a meaning.” <Accord- 
ing to his testimony, he stayed up for hours, and at four o’clock in the 
morning he woke his associate and told him “Lou, I’ve got it”—and he 
showed him the word “fioceo.”’ 

We take the same view of this testimony as that so well expressed by 
the Trademark Trial and Appeal Board, 121 USPQ at 100 (49 TMR 884) : 


It taxes credulity to believe that Mr. Schwartz, a self-styled textile 
promotion man, would not have seen or heard of the word “fiocco” in 
at least some of the rayon textile mills in Italy when the term has 
been in such long and common usage there to differentiate spun or 
short staple rayon from continuous filament rayon; and it taxes 
credulity even more to believe that from seeing the words FIOCCHI DI 
GRANOTURCO on a box of corn flakes Mr. Schwartz, who speaks no 
Italian, independently arrived at the word Fiocco for use as a trade- 
mark on spun rayon or staple rayon textile fabrices—a word which 
has been in long and common usage in Italy to mean spun or short 
staple rayon. 
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We are unable to reconcile this fabrication in the testimony here pre- 
sented with appellant’s protestations of good faith in making the state- 
ments on which the registration was based. 

It seems to be the essence of appellant’s argument here that the rights 
of others were not misrepresented in the declaration because the trademark 
was sought for textile fabrics and not for the materials from which such 
fabrics were made. While now admitting knowledge of the use by others 
of the word “fiocco” to designate spun rayon fibers and the fiber content 
of fabrics, appellant would here justify the statement made in the declara- 
tion on the ground that such use by others was not the use of “fioceco” as 
a trademark for textile fabrics. 

The phrase “textile fabrics” as used in the registration is somewhat 
redundant as to woven fabrics in that such fabrics are “textiles.” Webster’s 
New International Dictionary, Second Edition (1949) defines textile, a 
noun, as “that which is, or may be woven; a woven fabric or a material 
for weaving” (emphasis added). The registration as granted covers “tex- 
tile fabrics in the piece of cotton, rayon, synthetic fibers and mixtures 
thereof.” We think it is significant that Schwartz testified the mark 
“fioceo” is not used on cotton materials and that it is used only on materials 
which contain “fiocco” or which are 100% “‘fioceo.” 

Words such as “wool,” “cotton,” and “rayon” have long been used to 
designate both the fiber and the textile fabrics made therefrom. The record 
is replete with instances of use by others, prior to that alleged by appel- 
lant, of the word “‘fiocco” as the name of the material from which a textile 
fabric was woven. The record also contains numerous examples of the use 
by others of the word “fioceo” to designate the fiber content of various 
textile fabrics prior to appellant’s asserted adoption of this word as its 
trademark. 

The record also clearly establishes that Bart Schwartz had knowledge 
of this use of the word “fiocco” by others at the time he signed the declara- 
tion as president of and on behalf of appellant. At the first meeting be- 
tween Schwartz and George White in White’s hotel room in New York 
in August of 1954, White displayed his imported fabric samples to Crandall 
and Schwartz, which samples included many fabrics which were marked 
to show their “fiocco” content. White at that time explained the meaning 
of the word, which on the present record appears to have been then 
unknown to both Crandall and Schwartz. While the testimony before us 
is not clear as to subsequent meetings, there appears to have been a series 
of other meetings between Schwartz and White. 

White, called as a witness testified that he had imported samples of 
fabrics made in Italy which he said had “always been known as “fioceo” 
and which were described in sales to him as “fiocco.” He testified also that 
when Schwartz first came to his room in the hotel in New York he showed 
Schwartz samples of Italian fabrics which had been brought from Kansas 
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City. White’s testimony that the fabric samples he showed Schwartz were 
marked “‘fiocco” is as follows: 
Q48. Now, did any of these samples that you had and showed to 
Mr. Bart Schwartz include fiocco? <A. Yes, it did, sir. 
Q49. Was fiocco marked on any of the samples? A. Some of 
them were marked “fiocco.”’ 
Q50. In what way was fiocco marked? A. It was marked right 
on the edge of cloth similar to what Dell’Aqua has got right there. 
Mr. Radnor: The witness pointing to Petitioner’s Exhibit R. 
Q51. Were they marked in the manner that appears on Peti- 
tioner’s Exhibit R? A. Yes, sir. As is. At that time they weren't 
marked on the selvage. Just at the edge of the piece of cloth. Just 
like that.* 


During the visit to the Italian producers in October 1954, Schwartz 
with the other members of the party visited numerous manufacturers and 
the fabries of each producer were carefully examined and the “fiocco” 
content noted. In some instances, there were discussions with the manu- 
facturers as to the end that the ‘“fiocco” content of the fabrics should 
predominate over that of other materials sufficiently to allow entry of the 
fabrics in the United States as rayon rather than as other fabrics which 
might require payment of a higher tariff rate. 

It is clear, therefore, that prior to the date on which Schwartz, as 
president of appellant corporation, signed the declaration forming a part 
of the application for trademark registration, he had knowledge of the 
prior use by others both in Italy and in the United States of the word 
“fioeeo” to identify the fiber content of the textile fabrics which contained 
fioceo yarn. The word “fiocco” when so used designates the textile fiber 
in the same way that wool, cotton, flax and other names identify these 
fibers as being the material from which such textile fabrics are made. 
This knowledge we impute to the corporate applicant as its responsibility 
for the factual misrepresentation made by Schwartz in the declaration. 

We conclude, therefore, that the statement in the declaration sworn 
to by Schwartz that “no other person, firm, corporation or association, to 
the best of his knowledge and belief, has the right to use such trademark 
in ecommerce which may lawfully be regulated by Congress either in the 
identical form thereof or in such near resemblance thereto as might be 
ealeulated to deceive” was executed despite factual information to the 
contrary which we find from the evidence he possessed at that time. 





2. Appellee’s motion to correct diminution of the record to include “petitioner’s 
Exhibit R,” referred to in the foregoing portion of the testimony, was opposed by 
appellant for the reason, among others, that “appellee-petitioner’s Exhibit ‘R’ was not 
competent, relevant or probative evidence in the proceedings below, though it was intro- 
duced as part of the deposition of George White over appellant’s objection.” In view 
of this objection, we denied the petition and are left with the testimony of White which 
establishes that he showed Schwartz samples of fabrics which included “fiocco” some of 
which were marked “fioceo”—“right on the edge of cloth.” 
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Under the circumstances of this case, we find that such a false state- 
ment of fact in the declaration supports a holding that the registration in 
issue “was obtained fraudulently” within the meaning of Section 14(c) of 
the Lanham Act and that it should be canceled. 

The issue thus far discussed relates solely to “Ground One” of the 
petition to cancel the registration. “Ground Two” of the petition for 
cancellation is based on the alleged descriptiveness of the mark but has not 
been considered for it does not state a ground for cancellation which can 
be asserted by the Federal Trade Commission in a cancellation proceeding 
under Section 14 of the Lanham Act. 

We find that the additional matter certified to the court as a part of 
the record was reasonably necessary to a proper determination of the 
issues raised by the assignment of errors. Therefore, the costs of printing 
such additional material are taxed against the appellant. 

For the reasons herein set forth, the decision of the Trademark Trial 
and Appeal Board is affirmed. 


Wor .ey, Chief Judge, dissenting. 

There is entirely too much doubt in my mind that the record fairly 
supports the majority view that the registration “was obtained fraudu- 
lently” within my understanding of Section 14(c). I would reverse. 


MarTIN, Judge, dissenting. 

I agree with the majority that it was not incumbent upon Schwartz 
to inform the Patent Office that Friocco was the Italian word used to 
described spun rayon fiber if that be so.1 However, I disagree with the 
ultimate conclusion of the majority because I believe that when a court 
finds one guilty of falsely swearing to a document, it must set forth very 
precisely the particular evidence which supports the charge. 

The majority points out no specific evidence which can be the basis 
of its finding that Schwartz swore falsely in connection with his declaration 
concerning the trademark? at issue which the court must do to sustain its 
finding that Schwartz obtained the trademark fraudulently. 

Schwartz, on behalf of Bart Schwartz International Textiles, Ltd., 
stated in the application that said corporation, 


1. Although the record in this case may indicate that “fiocco” is used by the 
[talian textile industry to describe spun or staple rayon fibers, according to Marolli, 
“Technical Dictionary” (English-Italian, Italian-English, Firenze, 1957), the Italian 
textile industry uses “fiocco” to mean floccus, flock, or staple when referring to material 
such as wool. Further, according to Denti, “Technical Dictionary” (Italian-English, 
English-Italian, Milan, 1955), when referring to textiles, the Italian equivalent of staple 
fiber is “fibra fioceo,” the Italian equivalent of staple rayon is “fiocco raion,” the Italian 
equivalent of staple rayon yarn is “filato di fiocco raion.” It is apparent, therefore, 
insofar as these dictionaries are concerned, “fiocco” means staple when used in the textile 


sense. 

2. “Trademark. The term ‘trademark’ includes any word, name, symbol, or device 
or any combination thereof adopted and used by a manufacturer or merchant to identify 
his goods and distinguish them from those manufactured or sold by others.” (Trademark 


Act of 1949, § 45.) 
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* * * has adopted and is using the trademark shown in the accompany- 
ing drawing for Textile fabrics in the piece of cotton, rayon, synthetic 
fibers and mixtures thereof, in Class 42, Knitted, netted and textile 
fabrics, and substitutes therefor, and presents herewith five specimens 
| (or facsimiles) | showing the trademark as actually used in connec- 
tion with such goods, the trademark being applied to labels affixed to 
the goods, and requests that the same be registered in the United 
States Patent Office on the Principal Register in accordance with the 
Act of July 5, 1946. 

The trademark was first used on the goods specified on May 2, 
1955, and first used on said goods in commerce among the several 
states, which may lawfully be regulated by Congress on May 2, 1955. 
{Emphasis mine. | 


He declared: 


BART B. SCHWARTZ, being duly sworn, deposes and says that 
he is the President of BART SCHWARTZ INTERNATIONAL TEX- 
TILES, LTD., the applicant named in the foregoing statement, that 
he believes that said corporation is the owner of the trademark which 
is in use in commerce among the several states and that no other 
person, firm, corporation or association, to the best of his knowledge 
and belief, has the right to use such trademark in commerce which 
may lawfully be regulated by Congress either in the identical form 
thereof or in such near resemblance thereto as might be calculated to 
deceive, that the drawing and description truly represent the trade- 
mark sought to be registered, that the specimens [(or facsimiles) | 
show the trademark as actually used in connection with the goods, and 
that the facts set forth in the statement are true. [Emphasis mine. | 


Regardless of the question of descriptiveness as it pertains to the 
imported Italian fiber or fabric containing the fiber, or the conclusions 
to which one may come as to Schwartz’s knowledge of the use of the word 
by others in a descriptive manner, the majority fails to cite any specific 
testimony which established that any person or corporation was using 
F1occo as a trademark to identify the source or origin of textiles containing 
this fiber or that Schwartz had knowledge that any person or corporation 
was using FIocco as a trademark for spun rayon or textiles made of that 
yarn at the time the declaration was made. 

I do not believe that the testimony as to Schwartz’s knowledge that 
FIOCCO was used to describe spun rayon or textiles containing spun rayon 
can be the basis for a charge of fraud involving a declaration concerning 
the use of the word as a trademark. It should be noted he declared his 
company was using the trademark for textile fabrics and that his company 
is the owner of the trademark and that no other person, firm or corporation, 
to the best of his knowledge or belief has “the right to use such trademark.” 
{Emphasis mine. } 

It seems to me that if the majority opinion is carried to its logical 
eonclusion many who file or have filed applications under section 2(f) of 
the Lanham Act for the registration of merely descriptive words as trade- 











R 
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marks could be subject to the charge of fraud even though the only 
evidence offered is that others have used the words descriptively which 
fact was known to the would-be registrants. 

To require one who has openly used a word as a trademark for the 
purpose of identifying his goods for a number of years to know that 
because others have used it descriptively he is subject to a charge of fraud 
if he obtains registration, would be establishing a precedent which will 
cause undue restraint or hardship on past, present and future applicants 
not contemplated or warranted by the provisions of the Lanham Act. 

For example, this court has recently had before it a case involving 
facts wherein an applicant might have been charged with fraudulently 
obtaining a registration if the mark had been registered and the case 
involved cancellation rather than opposition proceedings under this ma- 
jority opinion. In that case, applicant, using declaration similar to that 
at bar, endeavored to register POWER SHOP as its trademark for woodwork- 
ing saws, whereas another corporation had been using the same words 
descriptively for many years on the same type of goods which were trade- 
marked SHOPSMITH.’ Although there was no direct evidence in the record 
of that case that applicant’s officers were aware of that descriptive use by 
the other corporation, in view of the extensive advertising of competitive 
goods by that other corporation,* I think it can be assumed and could 
easily have been proven that the applicant had such knowledge. 

Under those circumstances, the charge of fraudulently obtaining the 
registration would be just as applicable in the DeWalt case as it is in the 
ease at bar. Of course, I do not believe that it applies in either situation, 
but it appears to me that this is the logical result of the majority opinion. 








3. DeWalt, Inc. (Pennsylvania Corp.), DeWalt, Inc. (Delaware Corp.), (Assignee 
by mesne assignments, substituted) v. Magna Power Tool Corporation, —— CCPA ——, 
—— F.2d , 129 USPQ 275 (51 TMR 1162). 





4. For example, almost four million circulars containing a descriptive use of 
“Power Shop” were distributed by the other corporation to its dealers and prospective 
purchasers of its competitive merchandise during a 34-year period before the applicant 
attempted to obtain registration of the same words as a trademark. 
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KING-KUP CANDIES, INC. v. KING CANDY COMPANY 


Appl. No. 6633 — CCPA — April 14, 1961 — 129 USPQ 272 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—DESCRIPTIVE AND GENERIC MARKS 
KUP or CUP indicates the form of candy and is, therefore, a descriptive term 
when used for candy. 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
KING-Kup (Applicant) for candy. 
KING’S (Opposer) for candy. 
Opposition sustained. Although KING’s is a weak mark, KUP or CUP is descrip- 
tive of candy and a purchaser would likely upon encountering KING-KUP candy 
assume it is a candy in a cup form originating with opposer. 


Opposition proceeding No. 37,239 by King Candy Company v. King- 
Kup Candies, Inc., application Serial No. 20,197 filed November 30, 1956. 
Applicant appeals from decision of the Trademark Trial and Appeal 
Board sustaining opposition. Affirmed; Smith and Martin, Judges, dis- 
senting with opinion. 

Case below reported at 50 TMR 363. 


William Steel Jackson & Sons, of Philadelphia, Pennsylvania (Edward 
Lovett Jackson and Joseph Gray Jackson, of Philadelphia, Pennsy]l- 
vania and John B. Armentrout, of Washington, D.C., of counsel) for 
appellant. 

Mason, Fenwick & Lawrence (Edward G. Fenwick, Jr., and G. Cabell 
Busick of counsel) of Washington, D.C., for appellee. 


Before WorLEY, Chief Judge, Rich, MarTIN, and SmiTH, Associate Judges, 
and KIRKPATRICK, Judge.* 


KIRKPATRICK, Judge. 

This is an appeal by the applicant, King-Kup Candies, Inc., from 
the decision of the Trademark Trial and Appeal Board sustaining an 
opposition to the registration of the trademark, KING-KUP. 

The opposer is King Candy Company, registrant of KING’s and KINGS’ 
FOR AMERICAN QUEENS, and its priority is not disputed. 

Both parties are manufacturers of candy and the goods in connection 
with which the marks are used are generally the same. 

Neither party has made any point of the slight difference between the 
words KING and KIN@’s nor of the fact that each of the competing marks 
consists in part of the corporate name of one of the parties, nor do we. 
The question involved is not an applicant’s right to use its mark but its 
right to registration. 





a 


United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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The issue here is whether the applicant’s mark so resembles either of 
the opposer’s marks as to be likely to cause confusion or mistake or to 
deceive purchasers. We shall, therefore, consider KING’s only. 

The board found as a fact that the word “cup” indicates the form of 
a candy and that that term is so used generally in the trade and particu- 
larly in the applicant’s advertising. It is applied to candies made and 
sold in the form of cups including milk chocolate peanut butter cups and 
milk chocolate coconut cups. It is clear, therefore, that the syllable Kup, 
which is a full equivalent of the word “cup,” is descriptive. The fact that 
king-cup is a dictionary recognized word for a common wild flower does 
not render its use in the candy business, in which “cup” is a descriptive 
term, fanciful or arbitrary. 

In The Bon Ami Company v. McKesson & Robbins, Inc., 25 CCPA 
826, 93 F.2d 915, 36 USPQ 260, 261, Judge Hatfield in a special concurring 
opinion, said: 

If all that a newcomer in the field need do in order to avoid 
the charge of confusing similarity is to select a word descriptive of his 
goods and combine it with a word which is the dominant feature of a 
registered trademark so that the borrowed word becomes the dominant 


feature of his mark, the registered trademark * * * soon becomes of 
little value * * *. 


Paraphrasing a part of the opinion of the court in National Drying & 
Machinery Company v. Ackoff, 129 F.Supp. 389, 104 USPQ 288 (45 TMR 
449) (E.D. Pa.), aff’d, 228 F.2d 349, 108 USPQ 54 (46 TMR 314) (an 
action for infringement of the trademark NATIONAL used on different types 
of drying machinery by the trademark NATIONAL DRYER used on electric 
hand dryers), it must be conceded that KING@’s is almost as weak a mark 


as can be found. However, it is quite likely that a purchaser would have 
some difficulty in explaining which product he desired if he should try 
to identify it by its trade name. He would have to ask for KING’s cup 
candies as distinguished from KING-KUP cup candies, or vice versa. If a 
trademark, however weak, is to retain any value at all, its owner must be 
protected against a competitor’s placing his customers in such a dilemma. 
One reason for the rule as stated in Judge Hatfield’s opinion appears 
rather strongly in the present case, namely, that there is more than a 
probability that, if the marks should be used concurrently, the casual 
purchaser of candy, familiar with KING’s candies, would, as the board 
said, “assume upon encountering KING-KUP candy that KING-KUP candy 
is a candy in cup form originating with opposer.” In other words, the 
purchaser would be very likely to assume that King’s was engaged in 
promoting a particular product of its own manufacture. This was the 
point mainly relied upon by the board in its decision and we agree. 
Affirmed. 
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SMITH, Judge, and MarTINn, Judge, dissenting. 


The majority opinion and the decision of the board seems to us to 
give an unwarranted scope to opposer’s registration. We would, therefore, 
reverse the board and dismiss the opposition. The mark on which the 
opposition is based is not “King,” as it was treated by the board and as 
it is treated in the majority opinion. The registration was granted on the 
possessive form of opposer’s surname “King” written in a particular script. 

The board, and the majority in affirming the board, treat the third 
party registrations as “irrelevant to the question of likelihood of confu- 
sion.” Where, as here, the question of likelihood of confusion is based on 
an opposer’s registration, prior third party registrations, while of limited 
evidentiary value, are nevertheless relevant to assist in determining the 
area in which such an opposer can assert exclusiveness of his mark. 

The record contains third party registrations for candy prior to the 
granting of opposer’s registration in which the word King appears in 
either its plural or possessive form as part of the following marks: 
Registration 

No. Date Goods 

567,608 Dee. 9,1952 Chocolate confection candy pieces. 
385,756 Mar. 18,1941 Glazed fruits and candies, and chocolate candies. 


The following prior third party registrations show the word “King” 
for candy. 


Registration 
No. Date Goods 
531,707 Oct. 10,1950 Orange marmalade and candy. 
500.597 June8,1948 Candies. 
438,212 Apr.13,1948 Candy. 
420,581 Apr. 23,1946 Candy Bars, Peanut Butter and Candy Kisses. 
415,116 July 10,1945 Candy. 
309,106 Jan. 2, 1934 Candies and Chocolates. 


The precise issue here, whether applicant’s mark so resembles op- 
poser’s registered mark that when applied to applicant’s goods it is likely 


to cause confusion or mistake or to deceive purchasers, should be decided 
against this background of third party registrations and our view that 
opposer has but a limited area in which it can assert exclusiveness for its 
mark. 

Another feature of the majority opinion with which we do not agree 
is the dissection of applicant’s mark in arriving at the conclusion that 
confusion, mistake or deception of purchasers would be likely. This court 
has consistently held that marks must be considered in their entireties in 
determining whether such confusion, mistake or deception is likely to occur. 
Lekas & Drivas, Inc. v. Tenth Avenue Trading Corp., 42 CCPA 1010, 
223 F.2d 294, 106 USPQ 190 (45 TMR 1232) ; Sleepmaster Products Co., 
Inc. v. American Auto-Felt Corp., 44 CCPA 784, 241 F.2d 738, 113 USPQ 
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63 (47 TMR 643) ; Goodall-Sanford, Inc. v. Tropical Garment Mfg. Co., 
47 CCPA 821, 275 F.2d 736, 125 USPQ 189 (51 TMR 96). 

Applicant’s mark is KinNG-KuUP. Unless we are to ignore our prior 
holdings, the proper basis for comparison of the marks is to compare 
opposer’s mark KING’s with applicant’s entire mark KING-KUP. 

Such a comparison leads to the conclusion that the marks are suffi- 
ciently different so that confusion, mistake or deception would not be likely. 

Another aspect of this case, which is overlooked in the majority 
opinion, is found in the different meanings which are inherent in the two 
marks. Opposer’s mark KIN@’s being the possessive form of the name KING 
immediately associates it with an entity capable of possessing. Applicant’s 
mark, however, has no such possessive connotation, the word KING is here 
used as an adjective. Its use in this sense denotes a quality, or something 
attributable to the noun cup, spelled KuP in applicant’s mark. As such 
the adjective use defines the range of application of the noun or specifies 
it as being distinctive from something else. In this sense the word KING 
has many uses as in “kingbolt,” “king cobra,” “king crab,” ete. It also 
has acquired, due to extensive advertising uses by others, a suggestion of 
size as in “king” size cigarettes, etc. 

When, as here, we are dealing with common words we must be ever 
alert to their precise meanings and characteristics. As Mr. Justice Holmes 
observed in a different context in Towne v. Eisner, (1918) 245 U.S. 418, 
425: 

A word is not a crystal, transparent and unchanged, it is the 
skin of a living thought and may vary greatly in color and content 
according to the circumstances and the time in which it is used. 


Here opposer’s mark KING’s, has been endowed by the majority opinion 
with the properties of the common chameleon and as such has been per- 
mitted to change the color of its skin and according to the mood of opposer 
to take on a color and content of meaning quite different from that on 
which registrability was predicated. 

The word KING per se standing alone in the candy field is, as shown 
by the prior third party registrations, a very weak mark. At this point 
we are in accord with the concession in the majority opinion that “KING’s 
is almost as weak a mark as can be found.” However, we would not sustain 
the present opposition, where the only source of likely confusion, mistake 
or deception arises from the use by applicant of the word «KING as a part 
of its entire mark KING-KUP. KING when so used does not suggest or in- 
dicate the opposer could be the source of the candy on which applicant 
uses its mark. Goodall-Sanford, Inc. v. Tropical Garment Mfg. Co., 47 
CCPA 821, 275 F.2d 736, 125 USPQ 189 (51 TMR 96). 
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DeWALT, INC. v. MAGNA POWER TOOL CORPORATION 
(YUBA CONSOLIDATED INDUSTRIES, INC., substituted) 


Appl. No. 6638 — CCPA — April 14, 1961 — 129 USPQ 275 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
DESCRIPTIVE AND GENERIC MARKS 


POWER SHOP is descriptive of woodworking saws under Section 2(e) of the 
Lanham Act because through opposer’s use, the term had become descriptive of the 
goods long prior to applicant’s filing date. 

Trademark rights are not static. A word not descriptive today may, through 


usage, be descriptive tomorrow, and, conversely, as recognized by Section 2(f), the 
possibility always exists, with respect to words capable of distinguishing an appli 
cant’s goods in commerce, that descriptive words may become registrable trademarks. 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Where opposer is not claiming trademark rights but merely freedom to continue 
a descriptive use, the situation must be judged on the basis of the factual situation 
at the time the registration is sought. 
300.28a—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—NOTICE 
“Damage” to opposer will be presumed when the mark sought to be registered 
is descriptive and the opposer is one who has a sufficient interest in using the 


descriptive term in its business. 


Opposition proceeding No. 36,880 by Magna Power Tool Corporation 
(Yuba Consolidated Industries Inc., substituted) v. DeWalt, Inc. (Penn- 
sylvania corporation), DeWalt Inc. (Delaware corporation), assignee, by 
mesne assignments, substituted, application Serial No. 14,135 filed Au- 
gust 17, 1956. Applicant appeals from decision of the Trademark Trial 
and Appeal Board sustaining opposition. Affirmed; Wor.ey, Chief Judge, 
concurring in the result without opinion; Martin, Judge, dissenting with 
opinion. 

Case below reported at 49 TMR 1356. 


Rogers, Hoge & Hills and James F. Hoge (Mercer L. Stockell of counsel) 
of New York, N.Y., for appellant. 
Flehr & Swain and Paul D. Flehr (John F. Swain of counsel) of San 

Francisco, California, for appellee. 

Before Wor.EY, Chief Judge, Ricu, Martin, and Smirn, Associate Judges, 
and KIRKPATRICK, Judge.* 

Ricu, Judge. 

DeWalt, Inc. applied for registration on the Principal Register of 
the words POWER SHOP as a trademark for woodworking saws, application 
Ser. No. 14,135 filed August 17, 1956. The original applicant was a Penn- 
sylvania corporation, now replaced through mesne assignments by a Dela- 


ware corporation of the same name. Use since February 10, 1953, was 





. United States Senior Judge for the Eastern District of Pennsylvania, designated 


to participate in place of Judge O'CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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claimed, which date applicant sought to amend to “at least as early as 
October 10, 1949.” 

Notice of opposition to the registration was filed February 25, 1957, 
by Magna Power Tool Corporation, a corporation of California, as maker 
and seller of the sHOpSMITH,' a multiple-purpose power tool, claiming 
prior and extensive use in a descriptive sense of the words “power shop.” 
Paragraph 5 of the Notice of Opposition reads: 


The term POWER SHOP, in connection with woodworking saws and 
woodworking shops has a common accepted meaning both in the trade 
and to the public, viz., a shop or workshop in which the tools are 
power tools rather than hand tools. Woodworking saws are com- 
monly found in such power shops. 


Opposer asserts it would be damaged by the registration because, as ap- 
plied to woodworking saws, POWER SHOP is a common descriptive, generic 
term the registration of which would be a threat to opposer, its customers, 
or any other member of the public selling power tools similar to those of 
the parties, since it would make possible harassment by litigation based 
on the registration. It was further alleged that registration would be 
contrary to sections 2(e) and 2(f) of the Trademark Act of 1946 and 
in derogation of prior rights of the opposer and of all others similarly 
situated. 

The basic SHOPSMITH tool, for which an extensive line of accessory 
tools is sold, is a combination shop tool, as distinguished from a hand tool, 
powered by a substantial electric motor and capable, by various adjust- 
ments or conversions, of serving as a vertical drill press, a table saw, 
a lathe, a dise sander, or a horizontal drill press, all intended primarily 
for use in woodworking. It is five feet long and weighs over 200 pounds. 
By substituting various tools it can also be used for grinding, buffing, 
mortising, Jointing and shaping. An advertising piece attached to the 
Notice of Opposition shows that this tool was promoted by use of the 
prominent, and we may say apt, phrase “THE Complete POWER SHOP 
in ONE TOOL.” 

The woodworking saw sold by DeWalt, in connection with which it 
has employed the designation POWER SHOP, is a competitive item in a 
similar price range. Technically it is known as a radial-arm saw and is 
the smallest member of a line of such saws sold by DeWalt which have 
ranged from one-half to fifteen horsepower. The smallest member, which 
was originally a half horsepower model but which has been constantly 
increased in power, commenced its market career some time prior to 1948 
as the MOTO-MITER BOX. In 1949 Mr. Dudley, a district manager of De- 
Walt on the West coast, got the idea of promoting the MOTO-MITER BOX, 


1, The trademark SHOPSMITH is in no way involved in this proceeding. The SHOP 
SMITH is simply the tool or machine in connection with which opp 


use of POWER SHOP. It was first sold in 1947. 


Y na 7’ ] , tivea 
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theretofore sold primarily to building contractors, to the home workshop 
market through hardware and department stores. Since he disliked the 
name MOTO-MITER BOX and considered it unsuitable for use in connection 
with such a promotion, he selected the name POWER SHOP, persuaded the 
company to adopt it, and the term POWER SHOP has ever since been used 
in connection with the small DeWalt saw. That designation has appeared 
in many different forms and, if we may be permitted to judge from what 
we can see in the current daily papers, the form of use is still under- 
going changes. But from the record we may say that the two words 
“nower shop” have sometimes been in larger type than DEWALT and 
sometimes smaller. They have been used in single quotes, double quotes, 
and without quotes. They have sometimes been used in such manner as 
in no way to distinguish them from other descriptive terminology. On the 
whole record, however, there seems to have been substantial use of the 
words as a trademark; or at least it is clear DeWalt attempted to make 
a trademark use of them. 

Like SHOPSMITH, the DE WALT POWER SHOP has been promoted as a 
multiple-purpose tool. One piece of literature, copyright 1949, calls it 
the “machine of 1001 uses” (initially 101 uses, which was felt to be too 
modest) and sgecifies the following ten main categories: tilting arbor 
saw, cut-off saw, dado machine, shaper, router, tenoner, sander, hori- 
zontal drill, grinder, and metal cutter. By using other attachments which 
DeWalt sells as accessories still other functions can be performed. 

The general factual background of the issues here may be summed 
up as follows: Commencing at about the same time in 1949, the applicant, 
DeWalt, and opposer, Magna, have both used the words “power shop” 
in connection with the sale of multiple-purpose power tools which are 
basically woodworking saws. DeWalt, after using these words in a variety 
of ways for about seven years, decided to register them as a trademark. 
Magna, after using the identical words to describe its SHOPSMITH, making 
no claim to any trademark rights in the words “power shop,” opposes 
the registration because it considers that the registration may interfere 
with a continuation of the descriptive use it has been making of those 
words over a long period of time. 

As might be expected, the parties take up diametrically opposed 
positions, Magna claiming that the words “power shop” are wholly 
descriptive of power saws and DeWalt insisting that they are not and 
saying that even if they are, they have become distinctive of its goods 
through long use and substantial advertising which has given them a 
secondary meaning. As is so frequently the case, the truth of the matter 
appears to lie somewhere in between. 

There is also a dispute as to which party was the first to use “power 
shop” in its promotion of saws but in the view we take of the case this 
question of priority is of no legal significance. 
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The Trademark Trial and Appeal Board sustained the opposition, 
holding Magna to be a prior user by reason of published advertising in 
September 1949, whereas DeWalt’s proofs did not satisfactorily establish 
a date earlier than October 9, 1949. As noted above, the priority issue is 
a close one, both parties having started use about the same time. But 
since this is not a dispute over which of two claimants is entitled to a 
trademark on the basis of priority, it is our view that priority is not the 
determining factor. 

The board did not rule specifically on the question whether POWER 
SHOP is a descriptive term, for which reason DeWalt says that that issue 
was never reached by the board. The board did, however, make the 
following statement from which we think it may reasonably be inferred 
that the board did consider the term to be descriptive, 122 USPQ at 623 
(49 TMR 1356) : 


* * * opposer and its franchised dealers have, since September, 1949, 
and at considerable expense continuously and extensively advertised 
its SHOPSMITH tool through newspapers, nationally distributed con- 
sumer and trade publications, and other media, and have consistently 
used the term “Power Shop” and/or “Power Work Shop” in its adver- 
tising copy to describe its product. (Emphasis ours). 


Our review of the record shows the foregoing statement of fact to 
be well supported. The principal facts to be taken into account are that 
nearly four million copies of a circular were distributed during the years 
1949-1953 which described the sHopsMITH and had on its cover in bold 
type the phrase “the Complete POWER SHOP in ONE TOOL.” The 
same slogan or descriptive phrase appeared in many advertisements and 
on a thousand point of sale panels which were set up as SHOPSMITH 
displays in stores from coast to coast. Other similar expressions used 
in 1949 and 1950 in national advertising were such as “All-Purpose, 
Farm-Fitted Power Shop,” “heavy-duty power shop,” “the complete power 
shop in one unit,” and “complete power workshop.” We consider “power 
shop” simply a short form of “power workshop.” All of this extensive 
use occurred before DeWalt made application to register POWER SHOP. 

On the basis of the foregoing there can be no question but that 
“nower shop” as used by Magna in its SHOPSMITH promotion was used 
descriptively. On this basis it can be said to be “descriptive.” The 
phrases in which use occurred make sense. 

On the other hand, apart from Magna’s use, it is not self-evident 
that the term “power shop” is descriptive of a saw. There is merit to 
DeWalt’s argument that a “shop” is a place, not a tool, and that a saw 








2. Magna Power Tool Corporation v. American Machine §& Foundry Company, 
122 USPQ 622 (49 TMR 1356), decided Sept. 10, 1959. The board also wrote a second 
opinion, October 8, 1959, on a petition for rehearing, which seems to emphasize that its 
decision was based on priority. 











1166 THE TRADEMARK REPORTER Vol. 51 TMR 





is not a shop. We also agree that it is not at all necessary to use the 
term “power shop” to describe either Magna’s multi-purpose tool, the 
unique SHOPSMITH, or DeWalt’s radial-arm power saw. In a certain con- 
text “power shop” may have a clear descriptive connotation but in another 
context it becomes merely suggestive of the great usefulness and versa- 
tility of some machine or other which it wholly fails to “denominate,” 
as appellant says. This poses something of a dilemma. DeWalt may very 
well have some enforceable common law trademark rights in POWER SHOP 
by reason of its use and advertising of the term; but those rights, what- 
ever they are, cannot be such as to enable it to require opposer to stop 
using the identical term in a descriptive manner. It is not our task, 
however, to pass on those rights in this proceeding. The only issue here 
is the narrower statutory issue of registrability under the Trademark Act 
of 1946 and to that issue we necessarily confine our decision. 

The first step toward that decision is our conclusion that where 
opposer is not claiming trademark rights but merely freedom to continue 
a descriptive use, the situation must be judged and the right to regis- 
tration decided on the basis of the factual situation as of the time when 
registration is sought. Registration in this case was not applied for until 
August 17, 1956, by which date Magna had been plugging its SHOPSMITH 
as a “complete power shop in one tool” for nearly seven years. Regardless 
of whether “power shop,” prior to such use, was descriptive of woodworking 
power saws, that promotion certainly gave the term a descriptive sig- 
nificance in the very market where DeWalt’s radial-arm saw is being sold. 

Trademark rights are not static. A word or group of words not de- 
scriptive today may, through usage, be descriptive tomorrow. And, con- 
versely, as is recognized in section 2(f), the possibility always exists, with 
respect to words capable of distinguishing an applicant’s goods in com- 
merce, that descriptive words may become registrable trademarks. It is 
for this reason that we are considering the situation as of 1956 and dis- 
regarding the dispute over priority. 

On the record here we feel contrained to hold that PowrER sHoP falls 
within the prohibition of section 2(e) which prevents the registration of 
a mark which, “when applied to the goods of the applicant is merely de- 
scriptive.” We deem the goods of the parties before us to be identical 
so far as trademark law. is concerned. If “power shop” is an apt term 
to describe opposer’s goods, then it is just as descriptive of applicant’s 
woods. The evidence in the ease is more than sufficient to show that 
the SHOPSMITH is appropriately called a “power shop” or “power work- 
shop” because possession of this tool and its accessories actually provides 
one with a power shop for woodworking. So does ownership of a DeWalt 
saw and its accessories. But this, alone, is not dispositive of the case. 

DeWalt argues that even if the position we have taken as to de- 
scriptiveness is correct, Magna could not be damaged by registration of 
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POWER SHOP to DeWalt because the term “could be registered under 
Section 2(f) mm any event.” As hereinafter explained, this is a non sequitur. 
At the same time DeWalt insists that its application is not made “under” 
that section and seems to regard registration “under 2(f)” only as a future 
possibility. 

We do not know any reason why DeWalt should be confident of reg- 
istrability under section 2(f). That section does not say when any mark 
shall be registrable. It merely provides, as to marks which have “become 
distinctive of the applicant’s goods in commerce,” that “nothing herein 
shall prevent the registration” and states one ground on which the Com- 
missioner is authorized to find that distinctiveness of the mark has been 
prima facie established. That one ground requires that the applicant’s use 
shall, inter alia, have been “substantially exclusive.’ This would seem 
to be an impossibility in view of Magna’s millions of competitive and 
continuing uses of “power shop.” 

In any event there is no logie in DeWalt’s argument. Even if DeWalt 
were consciously asserting a right to registration “under Section 2(f),” 
registration could not be granted without considering whether it would 
be damaging to opposer. 

It is not altogether clear, furthermore, what DeWalt means when 
it says its application is not made under section 2(f) for a page later 
it is asserting that “Power Shop” is “distinctive within the meaning of 
Section 2(f). The proof of secondary meaning is clearly adequate.” We 
suppose the “proof” referred to is the evidence in the record before us 
and our understanding of present practice is that no more is necessary 
to bring an application “under section 2(f)” than the assertion that the 
mark is registrable by reason of its having become distinctive. See Trade- 
mark Rules of Practice, (1959) Rule 2.41 and form 4.1, note 4. In any 
event, we treat the application, and the applicant, on the basis that reg- 


istrability is urged by reason of an established “secondary meaning” in 
the term POWER SHOP because of which it is alleged to distinguish the 
applicant’s goods in commerce. So considering it does not lead us to any 
different conclusion. 

When the statute, section 13, says that a person who “believes he 
would be damaged by the registration of a mark” may oppose registra- 
tion, we take it to mean that if we find clear possibility of damage to 
establish rights of an opposer which are entitled to legal protection, then 
we shall sustain the opposition. We assume an opposition could not be 
won by showing only damnum absque injuria. In this ease we think reg- 
istration might well be damaging to protectible rights of opposer. 

We find that Magna has a long established right to use “power shop” 
descriptively and prominently in connection with the sale of woodworking 
saws and it would be ineonsistent to register POWER SHOP to DeWalt for 
those wares because to do so would give it the benefit of section 7(b). 
That section provides that registration on the Principal Register is prima 
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facie evidence of the registrant’s “exclusive right to use the mark in 
commerce in connection with the goods.” The goods are power saws. The 
“mark” consists of the two words POWER sHoP. Implicit in an “exclusive 
right” to use is the right to exclude others. DeWalt does not have the 
right to exclude Magna from the use of the words “power shop.” To put 
it in possession of prima facie proof of a right it does not have, which 
it might at any time decide to assert against Magna, would, in our opinion, 
be damaging to Magna since it could at least be used to harass Magna 
into ceasing the use of “power shop” on pain of defending a lawsuit. 
Moreover, the outcome of such a suit is far from certain. 

This court, since the earliest days of its jurisdiction over Patent 
Office appeals, has adhered to the then already established principle that 
damage to an opposer or injury to a petitioner for cancellation—those 
being the terms of the old law now replaced in the Lanham Act by 
“damage” in either situation—will be presumed or inferred when the 
mark sought to be registered is descriptive of the goods and the opposer 
or petitioner is one who has a sufficient interest in using the descriptive 
term in its business. California Cyanide Co. v. American Cyanamid Co., 
17 CCPA 1198, 40 F.2d 1003, 5 USPQ 480 (20 TMR 266) (caicYyANIDE), 
Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 CCPA 1294, 
49 F.2d 482, 9 USPQ 238 (21 TMR 382) (ENSEMBLE), United Shoe 
Machinery Corp. v. Compo Shoe Machinery Corp., 19 CCPA 1009, 56 F.2d 
292, 12 USPQ 246 (22 TMR 160) (compo), Martell & Co. v. Soctete 
Anonyme de la Benedictine, etc., 28 CCPA 851, 116 F.2d 516, 48 USPQ 
116 (31 TMR 23) (B AND B), Burmel Handkerchief Corp. v. Cluett, 
Peabody & Co., Inc., 29 CCPA 1024, 127 F.2d 318, 53 USPQ 369 (32 TMR 
308) (HANDKERCHIEFS OF THE YEAR), Meehanite Metal Corp. v. The Inter- 
national Nickel Co., Inc., 46 CCPA 765, 262 F.2d 806, 120 USPQ 293 
(50 TMR 428) (sPHERULITE), J. Kohnstam, Ltd. v. Louis Marx & Co., 
Inc., and Innemar Co., Inc., 47 CCPA 1082, 280 F.2d 437, 126 USPQ 
362 (50 TMR 1271) (MatTCHBOX). 

Relatively few of the proceedings in which the applicability of the 
foregoing principle is involved reach this court so we do not often have 
oceasion to apply it. In the Patent Office, however, its application appears 
to have become routine where opposition is made to the registration of 
descriptive terms, the reason for presuming damage sometimes being 
stated as potential interference with opposer’s rights predicated on the 
statutory rights flowing from the registration. We note with approval 
the following decisions presuming or inferring damage within the past 
three years: The Borden Co. v. G. P. Gundlach & Co., Inc., 117 USPQ 
102 (48 TMR 1018) (puTcH APPLE), Wenham Supply Company v. Contour 
Truck Guards, Inc., 119 USPQ 302 (49 TMR 249) (contour), Bendix 
Aviation Corporation v. Westinghouse Electric Corporation, 120 USPQ 230 
(50 TMR 299) (macamp), Koppers Company, Inc. v. Allgemeine Holzim- 
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pragmerung Dr. Wolman, 120 USPQ 236, and 124 USPQ 114 (50 TMR 
278 and 273) (THANALITH), Meyers Bros. v. System Auto Parks, Inc., 
120 USPQ 238 (50 TMR 279) (system), Wilco Company v. Spray Prod- 
ucts, Corporation, 121 USPQ 277 (49 TMR 781) (65° pELow zEROo), Batori 
Computer Company, Inc. v. Weems System of Navigation, 121 USPQ 
280 (49 TMR 782) (mark 11), Re-Ward Ceramic Color Mfrs., Inc. v. Robert 
Rk. Umhoefer, Inc., 121 USPQ 606 (49 TMR 992) (oNnE sTROKE), Jones & 
Laughlin Steel Corporation v. Bliss & Laughlin, Incorporated, 122 USPQ 
282 (49 TMR 1240) (STRAIN TEMPERED), Wyzenbeek & Staff, Inc. v. Speed- 
way, 122 USPQ 580 (49 TMR 1237) (sPEED saw), and Massey-Ferguson, 
Inc. v. Sperry Rand Corporation, 125 USPQ 316 (50 TMR 986) (Hay-tINn- 
A-DAY). By way of contrast we note the following two cases in which 
the principle was not applied because the term sought to be registered, 
though comprising words capable of descriptive use, was held not to be 
“descriptive” of the goods within the meaning of the statute: A. B. Dick 
v. Whitin Machine Works, 118 USPQ 380 (48 TMR 1543) (MAsTERLITH 
opposed by supplier of materials for making lithographic masters), and 
Knomark Manufacturing Company, Inc. v. The Rapp-Ramsey Company, 
120 USPQ 338 (49 TMR 1339) (sHrvE for household cleanser opposed by 
shoe-polish manufacturer). The last two cases well illustrate where the 
line is drawn. But here we hold POWER sHoP to be “descriptive” and 
damage from the registration, consistently with all of the foregoing de- 
cisions, is to be presumed. Stare decisis would be a sufficient reason but 
aside from legal technicalities the rule is based on very practical con- 
siderations. The evidentiary value of a Principal Register registration 
under Section 7(b) of the statute makes it a potent weapon in litigation 
and this, plus the respect in which business men hold certificates of Fed- 
eral registration, makes such a registration an encouragement to suits 
and other types of harassment which would be much less likely to occur 
in its absence. 

To summarize: POWER SHOP is descriptive under section 2(e) because 
through Magna’s use the term had become descriptive of the goods here 
involved long prior to DeWalt’s application to register. Section 2(f) 
is not a provision that every descriptive term which acquires a de facto 
secondary meaning becomes registrable automatically. Some descriptive 
words may become registrable when no conflicting rights are asserted. 
POWER SHOP appears to be such a term. While section 2(f) opens to the 
applicant the possibility of establishing registrability notwithstanding 
2(e), here the proof by opposer of its conflicting right to use the mark 





3. Some descriptive words are incapable of registration under any circumstances 
even if they have acquired a “secondary meaning,” temporarily, because they are the 
common names of things. See for example section 14(c) which expressly provides for 
the cancellation of the registration of a mark which has become the common descriptive 
name of an article on which the patent has expired. Expiration of patent, however, is 
not the only circumstance under which a word or group of words may become the only 
name a thing has, in which case it cannot also be a trademark. 
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prevents its registration. We agree with opposer that registration would 
be a threat to it and its customers, would make harassment possible, and 
would be in derogation of opposer’s established rights. 

In this situation we wish it to be clear that we are voicing no opinion 
on the applicant’s right to prevent infringement by others of whatever 
trademark rights—as distinguished from registration rights—it may have, 
insofar as it may be able to establish those rights without the aid of a 
registration. 

For the foregoing reasons the decision of the board sustaining the 
opposition must be affirmed. One further procedural matter remains. 

A motion has been made in this court that Yuba Consolidated In- 
dustries, Inc., a Delaware corporation, be substituted for the original 
opposer, Magna Power Tool Corporation. It appears that Magna changed 
its name to Yuba Power Products, Ine., and, under the latter name, 
transferred all of its assets to the corporation sought to be substituted, 
the latter being the owner of all of the stock of the transferor. DeWalt 
has argued that the substitution should not be made but after careful 
consideration, we see no good reason for not permitting it. The corpora- 
tion to be substituted appears to be the sole party interested in selling 
the “Shopsmith,” in connection with which the words “power shop” have 
been used. There is no showing that this business is not a continuing one. 

The motion to substitute is granted. 

Affirmed. 


Wor.ey, Chief Judge, concurs in the result. 


MakrTIN, Judge, dissenting. 


I dissent from the majority opinion for the following reasons. The 
majority states “DeWalt may very well have some enforceable common 
law trademark rights in POWER SHOP by reason of its use and advertising 
of the term; but those rights, whatever they are, cannot be such as to 
enable it to require opposer to stop using the identical term in a descrip- 
tive manner.” The only exception that I take to this statement is the 
doubt cast as to whether DeWalt has established the fact that it has trade- 
mark rights in the words POWER sHop. The record contains ample evidence 
to prove that DeWalt has identified its products by this mark and that 
it has become distinctive of applicant’s goods in commerce. This position 
is also substantiated by another statement in the majority opinion. After 
stating various ways that the words were used by DeWalt, it goes on to 
say “On the whole record, however, there seems to have been substantial 
use of the words as a trademark; or at least it is clear DeWalt attempted 
to make a trademark use of them.” Further, I assume the Patent Office 
believed that DeWalt has used the words as a trademark since it would 
have registered the mark if opposer had not intervened. 
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Let us analyze the words “power shop.” According to Funk & Wag- 
nalls New Standard Dictionary, 1938, shop means “1. A fixed place or 
building for the regular sale of commodities at retail: a store; as, a 
dry-goods shop; a butcher’s shop. 2. A room or building for making or 
repairing any article, or the carrying on of any artizan craft; sometimes 
including both sale and manufacture; as, a blacksmith’s shop; car-shops.” 
As used in connection with power saws it is not descriptive but suggestive. 
A descriptive term in this connection would be “power tool” or some- 
thing similar. As to applicant’s use of the term, there is no question 
but that it made a strenuous effort to use POWER SHOP as a trademark 
starting during the summer of 1949 and succeeded in doing so by its 
continued usage to identify its radial arm saw. It featured the mark 
extensively in newspaper, radio, television and display advertising. Its 
success in establishing POWER SHOP as a trademark is confirmed by the 
listings in three hardware trade publications’ pertaining to this mark. 
These publications list the articles by brand names and under “P” POWER 
SHOP is identified as the name of the tool manufactured by DeWalt in the 
same Manner aS SHOPSMITH is shown as the power tool manufactured by 
Magna. 

On the other hand, it is equally evident that Magna began to use 
“power shop” together with other words? in a descriptive manner in con- 
nection with its trademarked device in the spring or summer of 1949. 
Through the media of pamphlets, display advertising, magazines and 
newspapers, it described its SHOPSMITH in various ways using the words 
power shop or power work shop together with other words to do so. How- 
ever, it never identified the source of its power tool by these words or en- 
deavored in any way to make trademark usage of them to distinguish its 
device from those of others. 

So, what do we have here? One company has successfully established 
a good trademark to identify its product while another has used the same 
words to describe its trademarked product for about the same length of 
time. 

The question arises—What has Magna’s descriptive use of the words 
done to the words? Has this usage forever precluded them from being a 
trademark? I think not. This descriptive usage of these words by one 
company cannot deprive them from becoming a valid trademark to identify 
another’s product. There is no evidence that the public generally or, for 
that matter, the trade itself considered these words in the same category 
as zipper, aspirin or cellophane which became common designations for 
particular products, i.e., that they became the common designation for all 





1. Two of these are the same publication, “Hardware Age,” although different 
issues thereof (1953 and 1957). 

2. “The complete power shop in one tool.” For less than $200—and with 8 square 
feet of floor space—you can have a power shop second to nne in capacity, accuracy, and 
flexibility. Its SHoPSMITH—five heavy-duty, extra-feature tools in one unit so beauti 
fully engineered, so ingeniously designed that you can convert from tool to tool in less 
than 60 seconds.” 
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power tools in the public mind. If such evidence was available, it would 
have been a simple matter for Magna to produce it. 

Priority or descriptiveness of the wording cannot be the basis on 
which the issue here can be resolved. I believe this court must decide 
what the law is in a situation where two words have been used in dif- 
ferent ways by two companies. One uses them as a trademark, the other, 
together with other words, to describe its trademarked article. The cases 
cited by the majority do not help solve the issue presented here. The 
opinions in all of the cases cited from this court are primarily based 
on the fact that the words involved were descriptive of the products. 
All but two were decided under the 1905 act which prohibited registration 
of descriptive words under any circumstances except under the ten-year 
provision. In the two involving the 1946 act, we found that the words 
were descriptive and there was no showing of secondary meaning so 
that registration could be granted under section 2(f). 

In the Patent Office cases, the tribunal there found the words were 
either descriptive or that they did not identify the applicant’s goods or 
distinguish them from the goods of others. 

Since DeWalt has established POWER SHOP as a valid trademark 
for its product, registration should not be denied under the Lanham Act 
because, after all, the Lanham Act primarily recognizes the common law 
rights inherent in a trademark. 

The Lanham Act provides “No trademark by which the goods of the 
applicant may be distinguished from the goods of others shall be refused 
registration on the principal register * * * unless * * *” [emphasis mine], 
and none of the paragraphs that so prohibit registration are applicable to 
this situation. 

I also agree that opposer should not be precluded from continuing to 
use the words in a descriptive manner to describe its trademarked product. 
Moreover, I see no serious legal problem to which opposer would be sub- 
jected if it continues to do just that. If, however, it endeavors to make 
trademark use of the words in the future, naturally it would be doing 
so at its peril. 

At this point it is interesting to note section 33(b) of the Lanham 
Act and particularly paragraph 5 which read in part as follows: 


Sec. 33(b). * * * 

If the right to use the registered mark has become incontestable 
under section 15 hereof, the certificate shall be conclusive evidence of 
the registrant’s exclusive right to use the registered mark in commerce 
on or in connection with the goods or services specified in the certificate 
subject to any conditions or limitations stated therein except when 
one of the following defenses or defects is established: 

* a * 
(5) That the mark whose by a party is charged as an in- 


fringement was adopted without knowledge of the registrant’s 
prior use and has been continuously used by such party or those 
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in privity with him from a date prior to the publication of the 
registered mark under subsection (a) or (c) of section 12 of this 
Act: Provided, however, That this defense or defect shall apply 
only for the area in which such continuous prior use is proved. 


Certainly if the Lanham Act recognizes a defense by one other than the 
registrant using the mark, it is reasonable to assume that one using the 
words descriptively, as here, would have at least the same quantum of 
defense. 

The majority seems to predicate its conclusion on the possibility of 
applicant, if it is successful here, bringing an action against opposer to 
enjoin the latter’s descriptive use of the words. I do not believe that 
the possibility of applicant bringing such an action against opposer rep- 
resents the degree of damages contemplated by section 13 of the Lanham 
Act as a prerequisite to the successful conclusion of an opposition pro- 
ceeding. This possibility exists whenever a trademark is registered. As a 
matter of fact, without his trademark being registered one can bring an 
action to endeavor to enjoin someone from using similar words as the 
applicant could very well have done in this situation. I do not believe 
this court will be successful in avoiding this ever-present possibility by 
denying registration of valid trademarks. Whether the plaintiff will be 
successful is another matter. 

Section 13 provides that “Any person who believes that he would be 
damaged by the registration of a mark * * * may * * * file a verified 
notice of opposition * * *.” 
the opposer will be successful. It seems to me that even though one 


But the section does not state on what basis 


must allege that he would be damaged by the registration to maintain the 
action, there must be a finding that the mark in question is not entitled 
to registration under the act before the opposer can be successful. I find 
no cases and none have been cited which hold that under the 1946 act the 
mere allegation of damage is a basis for refusing registration of a mark 
otherwise registrable. 

It comes down to this—one who has established a good trademark 
should be able to enjoy all the rights and privileges attached to such 
property, including registration under the Lanham Act, and, at the same 
time, another who at the time of such registration had been using the 
words as part of a phrase or sentence merely to describe its goods, already 
identified by a trademark of different words, should be free to do so 
without these concurrent uses of the words resulting in legal compli- 
cations for either party as long as the descriptive use has not made trade- 
mark usage by anyone impossible. I do not believe that Magna in 
this instance, by its usage, has stripped the words of trademark properties 
and, therefore, I do not believe that Magna can deprive DeWalt of its 
rights under the law any more than DeWalt can interfere with Magna 
in its descriptive usage of the words. 
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H. D. T. COMPANY FACTORS, INC. v. SINCLAIR, Trustee for 
THE SINCLAIR MANUFACTURING COMPANY 


Appl. No. 6650 — CCPA — April 14, 1961 —129 USPQ 283 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
CORAL (Applicant) for household liquid synthetic detergent. 
BLUE CORAL (Opposer) for automobile polish and automobile cleaning and polishing 
service. 
Opposition dismissed. The use of the applicant of its trademark on its goods 
is not likely to cause confusion to purchasers in view of the differences in the marks 
and the goods and the channels of trade. 


Opposition proceeding No. 37,531 by H. D. T. Company Factors, Inc. 
v. H. M. Sinclair, Jr., Trustee for The Sinclair Manufacturing Company, 
application Serial No. 21,090 filed December 14, 1956. Opposer appeals 
from decision of the Trademark Trial and Appeal Board dismissing op- 
position. Affirmed; SmitH, Judge, concurring with opinion. 

Case below reported at 50 TMR 97. 

William E. Schuyler, Jr. (Francis C. Browne and Andrew B. Beveridge 
of counsel) of Washington, D.C., for appellant. 

Freeman Crampton, Toledo, Ohio, and Burns, Doane & Benedict, of Wash- 
ington, D.C. (James P. Burns, of Washington, D.C., of counsel) 
for appellee. 

Before Wor.EY, Chief Judge, Rich, MARTIN, and SmiTH, Associate Judges, 
and KIRKPATRICK, Judge.* 

MARTIN, Judge. 

This is an appeal from the decision of the Trademark Trial and Appeal 
Board of the United States Patent Office, 123 USPQ 57 (50 TMR 97) dis- 
missing an opposition to the registration of the word CoRAL as a trademark 
for “a household liquid synthetic detergent.” The applicant, appellee here, 
is H. M. Sinclair, Jr., as trustee for The Sinclair Manufacturing Company. 
The opposer-appellant is H. D. T. Company Factors, Inc., owner of the 
registered marks BLUE CORAL for an automobile polish and automobile 


, 


cleaning and polishing service and BLUE CORAL SEALER for a polish pre- 


servative. 

Applicant’s detergent, coraL, is sold in retail grocery stores and 
supermarkets, in 22- and 32-ounce cans, through the usual wholesale 
ehannels in all states east of the Rocky Mountains, and is intended pri- 
marily for washing dishes although it is also recommended for washing 
automobile and certain textiles. The letters of coraL in the trademark 
application and displayed on applicant’s goods are drawn so as to simulate 











* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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rough natural pieces of coral. A first use of coRAL in commerce on April 
10, 1956, is alleged. 

Opposer started to use BLUE CORAL as a trademark in 1928 in con- 
nection with a liquid cleaner and polish for automobiles. Later, opposer 
used BLUE CORAL SEALER in reference to a wax paste polish preservative 
and BLUE CORAL as a service mark. The cleaner-polish is packaged in 16- 
ounce bottles and the sealer is packaged in 80-gram jars and 227-gram 
cans. Both cleaner and sealer are blue in color and blue is the predominant 
color of the containers and labels. 

Opposer has chosen to distribute its products solely through new 
automobile dealers. These dealers use opposer’s products on the cars of 
their customers and sell the products to car owners for do-it-yourself 
applications. Opposer has agreements with the Cadillac and Pontiac 
Divisions of General Motors Corporation and with the Lincoln-Mercury 
Division of Ford Motor Company under which the container labels of 
opposer’s products will recite both the name of the motor car company 
and opposer’s name. For example, one BLUE CORAL label in evidence bears 
the word “Cadillac” in script letters of approximately the same size as 
the block letters in BLUE CORAL, and also recites on the left side of the 
label: “Distributed by CADILLAC MOTOR CAR DIVISION. * * * By Special 
Arrangement With H. D. T. COMPANY, FACTORS * * *.” The right side of 
the label recites “A CADILLAC BLUE CORAL TREATMENT HAS NO EQUAL.” 

The president of opposer testified that the products are shipped to 
the Cadillac Motor Car Division. Cadillac then ships the products to 
their distributors who in turn ship to their dealers. Opposer also sells 
and ships its products directly to other new automobile dealers, using 
for those shipments its own H. D. T. Company labels. 

There is no dispute as to opposer’s prior use of its mark. The sole 
issue is whether concurrent use of CORAL and BLUE CORAL on the re- 
spective goods of the parties is likely to cause confusion or mistake or 
to deceive purchasers as to the source or origin of the goods. 

In dismissing the opposition, the board stated, 123 USPQ at 58: 


* * * Considering the nature of and the differences between the 
products of the parties together with the conditions and circumstances 
under which they are ordinarily sold and the differences between 
the marks CORAL and BLUE CORAL, it is concluded that purchasers 
would not be reasonably likely to assume that these products orig- 
inated with or are in some way connected with the same producer. 


Opposer urges several reasons for reversal of the board’s decision. 
It is pointed out that coraL detergent can be used to wash sand and grit 
from automobile surfaces while BLUE CORAL can thereafter be used to clean 
and burnish the same surface and BLUE CORAL SEALER can finally be used 
to protect the resulting cleaned polished surface. It is urged that this 
common theme of performing different functions consecutively on the 
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same surface to accomplish a desirable end result will associate the prod- 
ucts in the minds of the public so that use of similar marks is likely to 
result in confusion. It is also asserted that materials for cleaning and 
polishing automobiles are ordinarily distributed along with synthetic liquid 
household detergents, such as that manufactured by applicant, in grocery 
stores, supermarkets, and drug stores. It is argued that, although opposer 
has chosen to restrict the marketing of its product to new ear dealers, 
channels of distribution are subject to change and opposer should not 
be deprived of the presumption that all conventional modes of distribu- 
tion are contemplated. Further, opposer urges that its mark, BLUE CORAL, 
is dominated by the word corAL and that BLUE is merely descriptive of 
the color of the products and containers. 

There is no question but that BLUE CORAL is an arbitrary mark as 
used on opposer’s product, but we do not agree with opposer that coRAL 
is the feature which makes the mark distinctive in the public’s mind. 
BLUE is not descriptive of coral. We strongly doubt that the public asso- 
ciates blue with coral even though a technical description of coral includes 
blue and other colors. When blue is used with coral, a unique and dis- 
tinctive combination is created which is not likely to be confused with 
CORAL by purchasers of these products. 

Although it may be customary to wash an automobile before pol. 
ishing it, we believe that the products used for these two distinct purposes 
are so different in composition and in preparation for using that the 
products in and of themselves can be judged dissimilar. Also it should 
be remembered that the primary use of applicant’s detergent is in dish 
washing whereas opposer’s product is used to polish automobiles. 

The usual characteristics and uses of the products should be deter- 
minative. 

Regarding the channels of trade, opposer has gone to great pains to 
prove that it has been selling its products, BLUE CORAL cleaner and wax, prac- 
tically exclusively to the great automobile manufacturers and dealers of 
this country and it is just as clear that applicant channels its product 
through supermarkets and grocery stores. This evidence convinces us 
that these automobile manufacturers, such as General Motors and Ford. 
and the thousands of automobile dealers throughout the country identify 
opposer’s product by this trademark, so much so that it is unlikely that 
this group of purchasers or the public generally who purchase from the 
dealers would ever confuse opposer’s products with applicant’s household 
detergent, primarily used for washing dishes and sold under the trade- 
mark CORAL in supermarkets and grocery stores. 

Of course, as opposer argues, consideration should be given to its 
right to change its marketing practices, but not to the extent of concluding 
that similar channels of trade are probable, in view of all of the evidence 
that has been presented to us by the opposer to the contrary. Opposer 
revels in the exclusiveness of its channel of trade—the automotive indus- 
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try—and we believe in reading the whole record that it is very im- 
probable that opposer would ever use applicant’s channels for trade. 
However, if in the future it did, we believe that the differences in the 
marks and the products negate the likelihood of confusion by purchasers 
as to the source of the goods. This is especially so if the products were sold 
in the same supermarkets and grocery stores in view of the shape of the 
letters in “Coral” in applicant’s mark. 

In view of our analysis of the situation, we are of the opinion that 
the use by applicant of its trademark on its goods is not likely to cause 
confusion or mistake or deceive purchasers. We therefore affirm the deci- 
sion of the board. 


SmiTH, Judge, concurring. 


In concurring with the decision of the majority, I do so only for the 
reason that applicant’s mark cCoRAL as used on its household liquid syn- 
thetic detergent does not so resemble opposer’s previously registered mark 
BLUE CORAL as to be likely to cause confusion, mistake or deception of 
purchasers. The marks do not sound alike or look alike. The mark BLUE 
CORAL calls forth a mental image and psychological response which is 
distinct from the imagery and psychological response called forth by 
applicant’s mark CORAL. 

Since either party may extend its business into products more closely 
competing than those here before us and since each party is free to change 
its marketing practices, I do not think it necessary or desirable to base 
this decision upon a comparison of the goods and the present marketing 
practice as is done in the majority opinion in partial support of the con- 
clusion there reached. 
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750.5—OWNERSHIP OF TRADEMARK RIGHTS—RIGHT TO REGISTER 

The right to use and the right to register are “different causes of action.” 

Issues actually litigated in another proceeding between the same parties would 
ordinarily be res judicata in a subsequent proceeding between the same parties, but 
this rule is not applicable here since the right to “register” was not litigated. 

Right to register does not necessarily follow the right to use since in all inte 
partes proceedings, laches, estoppel and acquiescence must be considered, but where 
applicant is relying on a judicially established right equitable principles will not 
be applied in a registration proceeding. 

100.832—-FEDERAL TRADEMARK ACTS—IN GENERAL—SEC. 2 
The provision of Section 2(d) providing for a concurrent registration where a 
court has finally determined that more than one person is entitled to use the same 
or similar marks in commerce is controlling and is not limited by the provision of 
the first clause of the proviso respecting use of the mark “prior to any of the follow 
ing dates of the application involved. 
200.55—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES 

—CONCURRENT REGISTRATION 

Concurrent use established by the Lanham Act provides restrictions on regis 
trant, not on use, since registrant does not derive right to use from registration. 
At most, conditions in a registration affect or limit only rights derived from the 
registration and registrant is free to do as he pleases in using his mark. 

In concurrent use proceedings applicant must conform the registration with 
the limited right to use as defined in the judgment of the court in a civil action 
had between the parties before registration can be granted. 

Two parties can own and register the same trademark where goods are sufficiently 


different and concurrent registration provisions of Section 2(d) contemplates such 


a situation even when the goods are same or similar. 

Amendment conforming the application to rights estopped by the District 
Court was no admission that DUNHILL TAILORS is in legal effect the same as DUNHILL. 
Applicant in a concurrent use proceeding is entitled to enjoy all rights as an 
owner provided the registration is restricted to conform to the judgment. Regis 
tration merely aids the applicant in enforcing the substantive rights already granted 
to it. 

In formally declared user proceedings it is the Board which decides “the 
respective rights of registration.” There is no practical significance that the 
present proceeding is called an opposition when facts require a decision on an issue 
of concurrent registration. 

Trademark Trial and Appeal Board erred in proving in fact the granting of 
an unrestrictive registration by dismissing the opposition. However, opposer is not 
entitled to prevent the granting of the registration provided it contains the condi 
tions and limitations corresponding to those contained in the judgment entered by 
the District Court. 

200.51—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES 
IN GENERAL 

As property rights subject to ownership, trademarks are sui generis. Owner 

ship grows out of and depends upon the continuance of use. Where two parties 


have long used their respective marks and said rights have been carefully deter 


mined by the District Court, within its legitimate field of use, applicant is as much 


an “owner” as is opposer. 





e. 


Vol. 51 TMR ALFRED DUNHILL v. DUNHILL TAILORED CLOTHES 1179 


Opposition proceeding No. 39,224 by Alfred Dunhill of London, Inc. 
v. Dunhill Tailored Clothes, Inc., application Serial No. 25,527 filed March 
9, 1957. Opposer appeals from decision of the Trademark Trial and Appeal 
Board dismissing opposition. Reversed; Worley, Chief Judge, and Martin, 
Judge, concurring with opinions. 
Case below reported at 50 TMR 518. 
See also 49 TMR 314. 
Watson, Leavenworth, Kelton & Taggart (Leslie D. Taggart of counsel) 
of New York, N.Y., for appellant. 
Kaye, Scholer, Fierman, Hays & Handler (Sidney A. Diamond of counsel) 
of New York, N.Y., for appellee. 


3efore Wor.EY, Chief Judge, Ricu, Martin, and Situ, Associate Judges, 
and KiIRKPATRICK, Judge.* 


Ricu, Judge. 

Alfred Dunhill of London, Ine., opposer, here appeals from the de- 
cision of the Trademark Trial and Appeal Board, 124 USPQ 343, dis- 
missing its opposition to registration of DUNHILL TAILORS on the Principal 
Register as a trademark for men’s suits and overcoats. 

This opposition is unusual in that behind it les an infringement suit 
brought by opposer against applicant, in which applicant counterclaimed 
for affirmative relief of various kinds. This suit, in the United States 
District Court for the Southern District of New York, is Alfred Dunhill 
of London, Inc. v. Dunhill Tailored Clothes, Inc., 119 USPQ 325 (49 
TMR 314). It was decided September 22, 1958, by the entry of a final 
judgment from which no appeal was taken. It is hereinafter referred to 
as the “suit.” 

On the basis of the decision in that suit, the applicant filed a motion 
to dismiss the notice of opposition on the ground that it failed to state 
a claim on which relief could be granted or, in the alternative, for sum- 
mary judgment in favor of applicant. Opposer thereafter filed a cross- 
motion for summary judgment sustaining the opposition and requested 
an oral hearing. 

The board denied oral hearing, denied opposer’s motion for summary 
judgment, granted “Applicant’s motion” and dismissed the opposition. 
Opposer speculates that it was applicant’s motion for summary judgment, 
rather than to dismiss the opposition, that was granted but since the board 
did, in haee verba, dismiss the opposition, the distinction is of no impor- 
tance. The parties agree that there is no genuine issue as to any material 
fact. 

This case involves the single question of law whether, under the 
Lanham Act (Trademark Act of 1946, 15 U.S.C. § 1051 et seq.), applicant 





* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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is entitled to registration on the basis of the rights of the parties hereto 
as settled in the suit. 

Applicant, Dunhill Tailored Clothes, Inc., filed its application to 
register, Ser. No. 25,527, on March 5, 1957, claiming use since September 
3, 1923. The application as filed asserted reliance on section 2(f) and 
alleged “substantially exclusive and continuous use in interstate commerce 
for the five years next preceding the date of filing of this application.” 
The mark sought to be registered in the application as filed was DUNHILL 
and the specimen was a woven clothing label bearing DUNHILL, beneath 
the “hill” portion of which in relatively smaller letters was the word 
“Tailors” and under it “New York.” 

On April 18, 1957, opposer brought the suit referred to above against 
the applicant and on August 16, 1957, the examiner deferred action on the 
application pending outcome of the suit,’ in which final judgment was 
rendered September 22, 1958. November 18, 1958, the examiner refused 
registration because in the suit the applicant had been enjoined. Applicant 
responded on January 23, 1959, amending the drawing “by adding the 
word ‘TarLors’ after the name DUNHILL,” pointing out that the injunction 
provided that it might use the mark DUNHILL TAILORS on certain named 
products for men including “clothing,” and submitting new specimens 
of that mark. The application was passed for publication June 29, pub- 
lished July 21 (744 O0.G. TM 109), and this opposition was filed August 18, 
1959. Then followed the motions and the decision of the board dismissing 
the opposition on February 17, 1960. 

No facts have been developed in the opposition except as they appear 
from the pleadings, applicant’s motion in effect admitting the allegations 
of the notice of opposition. But in addition thereto we have before us 
the published opinion of the District Court for the Southern District of 
New York (following an unpublished oral opinion on June 11, 1958) which 
consists of Findings of Fact and Conclusions of Law (119 USPQ 325) 
({49 TMR 314]). Both parties argue this case on the basis of acceptance 
of those findings and conclusions and the final judgment in the suit, which 
judgment is the fact of paramount importance on the issue before us. 

Reference is made to the reported findings of fact in the suit for a 
more complete statement, the important facts relevant here being sum- 
marized below. 

Opposer, Alfred Dunhill of London, Inc., is a Delaware corporation 
with offices in New York City. It was incorporated under its present name 
June 1, 1921 and began business as exclusive distributor in the United 
States of DUNHILL products procured from Alfred Dunhill of London, 


1. It appears to be the usual practice to stay registration proceedings pending the 
outcome of court actions between the same parties involving related issues. A. FE. Staley 
Mfg. Co. v. Staley Milling Co., 99 USPQ 175 (44 TMR 222) (Com’r); Townley Clothes, 
Ine. v. Goldring, Inc., 100 USPQ 57 (44 TMR 581) (Com’r); Squirrel Brand Co. v. 
Bernard Nut Co., Inc., 101 USPQ 340 (44 TMR 1114) (Com’r); “Developments in the 
Law—Trademarks and Unfair Competition,” 68 Harv. L. Rev. 814, 843. 
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England, who was succeeded in business by Alfred Dunhill Ltd., a cor- 
poration of Great Britain. Since May 15, 1922 opposer has operated a 
ground floor retail store in New York, in which DUNHILL produets are sold, 
its present store being on Fifth Avenue at 50th Street. The goods sold 
under the DUNHILL trademark or trade name in 1922 and since included 
tobacco products, smoker’s articles, miscellaneous men’s jewelry, flat leather 
goods, canes, umbrellas, golf balls, razors, clocks, desk sets, playing cards, 
bridge sets, mahjong sets, silver tea sets, tea caddies, bar fixtures and 
accessories, luggage, brief cases, travel cases, toilet cases, and other gift 
items. 

Opposer either owns or is a licensee under many trademark registra- 
tions of or including the name DUNHILL granted to it or to Alfred Dunhill 
Ltd., seventeen being listed in the notice, for tobacco products, lighters, 
razors, clocks and watches, pipes, cigar and cigarette holders, cosmetics, 
soaps and shaving creams, tobacco pouches, billfolds, purses, handbags, 
document cases, and wallets. One registration, No. 634,071, Sept. 4, 1956, 
claiming first use in 1929, is for “aLrreD dunhill” as a trademark for 
men’s ties. It is the only registration of opposer or its licensor in the 
clothing field.” 

DUNHILL had a special significance, meaning opposer and its products, 
before applicant made any use of the mark and prior to the incorporation 
of applicant and has such significance at the present time. 

Applicant was incorporated under its present name, under the laws 
of New York, on August 13, 1923, by one William Block and no one 
by the name of Dunhill has ever had any connection with applicant or 
the Block family. From 1923 to 1955 applicant occupied upper floor places 
of business at 230 Fifth Avenue, 39 West 32nd Street, and 1 West 52nd 
Street in New York. Since then and at present it occupies a ground floor 
store at 65 East 57th Street.® 

From 1923 to November, 1955 applicant was primarily in the clothing 
business but incidentally sold many items of haberdashery, men’s jewelry 
and the like, closely similar in kind to the sort of goods opposer was 
selling. In November, 1955 it moved to the 57th Street store and there 
used, as it had earlier, the name DUNHILL in referring to its various prod- 
ucts and also used it in the term DUNHILL TAILORS, wherein the word 





2. This registration, along with the other 16, is listed in the final judgment in the 
suit but before signing it Judge Dimock, the trial judge, struck it out of the list 
of which the judgment said: “The following United States trademark registrations are 
good, valid and outstanding:” He thus refused to hold it to be a valid registration 
but neither did he hold it invalid. For our purposes we presume it to be valid. The 
registrations are all identified in the board’s opinion, 124 USPQ 343 (50 TMR 518), 
and in the suit, 119 USPQ 325 (49 TMR 314). 

3. We observe, dehors the record, that applicant, as DUNHILL TAILORS, has a 
1/3 page ad, showing this address, on page 60 of The New Yorker for June 3, 1961, 
and that opposer, as “ALFRED DUNHILL OF LONDON Fifth Avenue at 50th St., New York,” 
and elsewhere, has two 1/6 page ads on pages 78 and 102 of the same issue. The 
former is for slacks and sports jackets and the latter for “Unique Gift[s]” consisting 
of desk clocks and Italian-made reproduction antique globes. This has not influenced 
our opinion. We set it forth merely as a matter of interest. 
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TAILORS was subordinated. Finding of Fact 29 in the suit reads, 119 
USPQ at 327 (49 TMR at 317): 


29. Defendant used the word DUNHILL in its business at 65 East 
57th Street with the purpose, intent and result that a substantial 
number of members of the purchasing public were confused, mistaken 
or deceived into the belief that defendant and its products were 
plaintiff and its products or that defendant was a part of or con- 
nected with plaintiff. 


The district court concluded that applicant had infringed opposer’s trade- 
mark and trade name rights, competed unfairly, and should be enjoined. 

But there is another side to the story. The injunction which opposer 
obtained is, realistically, as much a decree protecting certain rights of 
applicant, which the court found to exist, as it is a victory for opposer. 
The equity court found rights in both parties to the suit and undertook 
to protect them both. 

Findings of Fact 30 through 38 in the suit relate to events which 
occurred during the years 1930-1956, a twenty-six year period, giving rise 
to an estoppel against opposer based on acquiescence. We shall not repeat 
them as they are succinctly summarized in Conclusion of Law 13, which 
was the basis of the judgment which both enjoins applicant and protects 
applicant in certain continuing rights to use DUNHILL, the judgment being 
of record in the file of the application here on appeal. The court con- 
eluded, 119 USPQ at 328 (49 TMR at 319): 


13. In view of what has almost been cooperation between plaintiff 
[opposer] and defendant [applicant] in the latter’s use of DUNHILL, 
plaintiff’s long knowledge of defendant’s use of its and friendly contact 
between representatives of plaintiff and defendant, and the facts that 
a Schulte [Arthur D. Schulte, whose family had an interest in ap- 
plicant] who was a director of plaintiff was simultaneously a customer 
of defendant and that the Schultes were defendant’s landlord at one 
time, that plaintiff’s president was for seven years a clothing customer 
of defendant and also bought two ties from defendant and is presumed 
to have seen haberdashery on display at defendant’s place of business, 
and that plaintiff’s president sold DUNHILL jewelry and offered DUNHILL 
toiletries to defendant for resale, there was an implied assurance by 
plaintiff to defendant .that defendant might continue the sale under 
the name it was then using, i.e., DUNHILL TAILORS, of the following 
products for men, as such products are defined and set forth in the 
findings of fact: clothing, jewelry, toiletries, haberdashery, flat leather 
goods, luggage and silent valets; provided, however, that whenever 
defendant so makes any use of DUNHILL TAILORS, the word TAILORS 
shall always be horizontally juxtaposed to DUNHILL and shall always 
be in the same form, font, style, size, color, and as prominent as 
DUNHILL, and provided further that defendant shall not use DUNHILL 
TAILORS in lower case. 


The judgment of injunction conforms to the above conclusion 13. As to 
the last proviso, six of opposer’s registrations depict the mark “dunhill” 
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in a special type style which is all lower case with the tops of the letters 





“qd”, “h”’, and “1” greatly elongated. Applicant has been precluded from 





using that style, which appears to be opposer’s current usage. 






There is a further fact of minor importance which fits into the picture 






shown by the foregoing conclusion of law. It is thus recited in finding 20, 
119 USPQ at 326-327 (49 TMR at 316): 









20. Defendant [applicant] applied to the United States Patent 
Office for the registration of DUNHILL as a trademark for men’s suits 
and overcoats on October 16, 1923 under the Trademark Act of 1920, 
and registration was issued under said Act by the Patent Office on 
October 21, 1924, Registration No. 190,787, which registration expired 
on January 5, 1947. 











We take notice that expiration was pursuant to section 46(b) of the Lan- 
ham Act and also that an application to register under the Act of March 






19, 1920 was not subject to opposition, Fitzpatrick Brothers v. B. Heller & 
Co., 1925 C.D. 149 (15 TMR 506), though subject to cancellation, Act of 
March 19, 1920, ch. 104, See. 2, 41 Stat. 534. 

One final fact we note, sua sponte, is this: Notwithstanding the pro- 






vision in section 37 of the Lanham Act giving the court in an action, 





such as the suit in New York, the power to “determine the right to regis- 






tration” and notwithstanding the pendency of the application at bar during 






the suit, no determination was made in that suit of applicant’s right to 





register DUNHILL TAILORS, or any other mark. Nothing brought to our 






attention would indicate that any effort was made to secure such a deter- 






mination. The closest approach to utilization of section 37 was that 





defendant’s [applicant’s] counterclaim asked cancellation of opposer’s 





Registration No. 634,671 for men’s ties; but the court did not act on the 






request otherwise than to dismiss the entire counterclaim and to refuse 





to retain that registration in the list of those adjudicated valid. 






Applicant correctly states that right to use, which was determined in 





the suit, and right to register, which was not, are “different ‘causes of 






action’” and contends that nevertheless the holding of acquiescence in its 





rights to the mark in connection with men’s clothing is res judicata in 






this proceeding. While issues actually litigated in another proceeding 





between the same parties would, as applicant contends, be res judicata 






in a subsequent proceeding between the same parties, it seems to us that 






“ce 


the admission that applicant’s right to a registration was a different “cause 






of action” and was not litigated disposes of that contention. We appre- 






ciate. of course. that the right to wse, to the extent set forth in conclusion 





13, is settled. We are left to decide the statutory right to register, how- 
ever, on the basis of that established right to use. Taking that right into 
consideration, our problem is whether DUNHILL TAILORS can be registered 
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to applicant under the Lanham Act in the face of opposer’s opposition, 
opposer’s rights to DUNHILL in various forms as evidenced by the reg- 
istrations found valid by the court in the suit, its rights as adjudicated 
in the suit to restrict applicant’s use, the court’s findings with respect to 
confusion, mistake, and deception of the purchasing public, but taking 
into account also the applicant’s rights as preserved in the judgment. 

The board, in dismissing the opposition, did so on the ground that 
the court’s finding in the suit of applicant’s right to use “precludes a 
finding of damage to opposer from the registration.” It also found to 
be tmplicit in the decision of the district court a holding, with which it 
agreed, that confusion, in the sense of section 2(d) of the Lanham Act, 
would be unlikely to result from applicant’s use of DUNHILL TAILORS on 
men’s suits and overcoats concurrently with opposer’s use of DUNHILL for 
the goods enumerated in its registrations. It is unclear which ground 
the board’s decision rests on; but clearly it rests on the decision of the 
district court, whether it be no likelihood of confusion or no possibility 
of damage, which come to much the same thing. 

However one may choose to describe the situation in legal terms, the 
cardinal fact is that applicant, by judicial decree, as against opposer, 
has the right to use DUNHILL TAILORS, the mark sought to be registered, 
as provided in the following paragraphs of the judgment in the suit: 

That defendant may use the words DUNHILL TAILORS on or in con- 
nection with the advertising, offering for sale and sale, including use 
in its corporate title, of the following products for men, as such 
products are defined in the Findings of Fact filed herein, namely, 
clothing, jewelry, toiletries, haberdashery, flat leather goods, luggage 
and silent valets; 

Provided, however, that when defendant so makes any use of 

DUNHILL TAILORS, the word TAILORS shall always be horizontally juxta- 

posed to DUNHILL and shall always be in the same form, font, style, 


size and color and as prominent as DUNHILL, and provided further 
that defendant shall not use DUNHILL TAILORS in lower case type. 


This right to continue to use DUNHILL TAILORS is the result of opposer’s 
knowledge and long acquiescence which gave rise to an equitable estoppel. 
It is not, however, an unconditional right to use. It is, indeed, explicitly 
restricted. In addition to the limitations of the above proviso, applicant 
is subject to a permanent injunction (provision “6” of the judgment), 
to which the paragraphs just quoted are an “exception,” enjoining applicant 


* * * from using DUNHILL either alone or in any combination with 
other words or symbols in its corporate name, as a trademark, or on 
or in connection with the advertising, promotion, packaging, labelling, 
offering for sale or sale of any products whatsoever, or in any other 
manner whatsoever, with the following exception :”. 
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What is not within the above quoted exception is within the prohibitions 
of this paragraph, framed to protect opposer’s rights to DUNHILL, as the 
exception is framed to protect applicant’s rights. 

Though it has not been so designated, it is apparent that what we 
have before us, at least with respect to right to use, is a court-approved 
concurrent use situation. Two corporations which have each been using 
DUNHILL for over a quarter century may, by judicial decree, both legally 
use DUNHILL, applicant being subject to certain restrictions imposed for 
the protection of opposer, and opposer, correspondingly, restrained from 
interfering with applicant. 

The Lanham Act, section 2(d), contemplates that where two parties 
have the legal right to use “the same or similar marks” there may be 
corresponding concurrent registrations. But each of the several provisions 
of that section providing for coneurrent registrations contains reference to 


conditions and limitations as to the mode or place of use or the goods 
in connection with which such registrations may be granted which 
conditions and limitations shall be prescribed in the grant of the con- 
current registrations * * *. {Emphasis ours. ] 


The “conditions and limitations” are such as would assure, if they were 
in fact restrictions on use,* that, in the words of section 2(d), “confusion 
or mistake or deceit of purchasers is not likely to result from the con- 
tinued use of” the marks concurrently registered. 

The second clause of the concurrent registration proviso in section 
2(d) reads: 

and concurrent registrations may be similarly granted by the Com- 

missioner with such limitations and conditions when a court has finally 


determined that more than one person is entitled to use the same or 
similar marks in commerce. 


In the instant case the district court in New York made such a final 
determination. Knowing that opposer, the plaintiff in that suit, had the 
right to use DUNHILL, it determined that applicant, the defendant there, 
also had a limited right to use it. But, apparently because applicant 
neither invoked the concurrent registration provision nor requested an 
order to register from the court (as it could have done under section 37), 
the board, by merely dismissing the opposition, opened the way to reg- 
istration of DUNHILL TAILORS without any of the “conditions and limita- 
tions” in the grant which the statute contemplates in the case of concurrent 
registrations. It seems to us that such a registration would be contrary 


4. It should be apparent that restrictions and conditions in a registration are not, 
under our common law principles of trademark law, restrictions and conditions on the 
use of the mark by the registrant. So far as the Lanham Act is concerned, the regis- 
trant is free to do as he pleases in using his mark. This follows logically from the fact 
that he does not derive his right to use from the registration. At most, conditions in 
a registration affect or limit only those rights derived from registration. Right to use 
is not one of them, nor right to use in any particular way, or place, or on any par- 
ticular goods. 
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to the spirit, if not the letter, of the Lanham Act and would give a false 
picture of applicant’s rights. Opposer would have good cause to complain 
of such a registration. 

Applicant argues its right to register on the broad principle that 
right to register should be conformed to the right to use, citing authorities 
for the proposition that this was one of the basic objectives of the Lanham 
Act, as indeed it appears to have been in the eyes of well-informed 
commentators. Robert, The New Trademark Manual, 55-56, 201 (1947); 
Robert, Commentary on the Lanham Trademark Act, 15 U.S.C.A. fol- 
lowing § 1024, at 271-272, 277-278 (1948),° the annual report of Derenberg 
on the Third Year of Administration of the Lanham Trademark Act of 
1946, Patent, Trademark and Copyright Weekly Reports, Vol. 86, No. 10, 
Part II, page 19, 40 TMR 914, 940 (1950) ;° Vandenburgh, Concurrent 
Registration of Trademarks, 29 JPOS 720, 725 (1947), and authorities 
there cited. Applicant, however, does not appear to have made any effort 
to “eonform” the registration it seeks with the right to use which it 
actually possesses, as defined in the district court judgment, by incor- 
porating in the registration the limitation and conditions to which its 
right to use is subject. Under the circumstances of this case, we feel that 
this is a necessary prerequisite to the granting of the registration. 

Opposer’s arguments for reversal will now be considered. Its primary 
argument is that only an “owner” of a trademark is permitted by statute 
to register and that applicant is not an “owner.” It is contended that the 
district court adjudged opposer to be the owner of DUNHILL and applicant 
to be an infringer when it used that mark in DUNHILL TAILORS, wherefore 
applicant cannot be an owner of the latter mark. For the proposition that 
use of DUNHILL TAILORS was held to be an infringement, opposer cites 
Finding of Fact 28 which contains no such holding. Nor can we find 
such a holding elsewhere as to DUNHILL TAILORS with both words equally 
prominent. Moreover, it is inconceivable that the court could have enter- 
tained such a thought while adjudicating that applicant was free to use 
that mark. At most, the court found unfair competition and/or infringe- 
ment where, as stated in finding 26, “TamLoRsS was less prominent than 
DUNHILL and where TAILORS was inconspicuous,” but obviously not where 
the form of the mark corresponded to the terms of the judgment quoted 
above. This brings the question down to this: can applicant own DUNHILL 





5. This commentary, p. 278, speaking of the power given to courts to rectify the 
register, says: “This is a radical departure from prior law, but the provision will 
further the desire to have the registers reflect the true status of all marks in use.” 
[Emphasis ours. ] 

6. Derenberg, prefacing a discussion of application of equitable remedies under 
section 19 in inter partes proceedings, said: “* * * it was one of the avowed purposes 
of the Act of 1946 to eliminate as much as possible the former distinction between ‘the 
right to use’ and ‘the right to register.’’”? Compare “The Circular Trend in Trademarks” 


by Daphne Robert Leeds, author of the above Manual and Commentary, 47 A.B.A. 
Jour. 256, March 1961, p. 258: “* * * the statutory law [1946 Act] * * * had as one 
of its purposes the elimination of the distinction between the right to register and 
the right to use 


* # # 9) 
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TAILORS as a trademark for men’s suits and overcoats while opposer owns 
DUNHILL, alone and in various other combinations, for other goods? We 
see no reason why not. 

Opposer seems to regard it as an impossibility that two parties can 
own and register the same trademark. Not only is that a commonplace 
where there is a sufficient difference in goods, even as to identical marks, 
Rohm & Haas Company v. The C. P. Hall Company, 91 USPQ 69, 72 
(41 TMR 1109) (Exr. in Ch.), but the concurrent registration provisions 
of section 2(d) contemplate it even in the case of the same or similar 
goods. In the instant case we have some difference in both goods and 
marks but nevertheless a close question requiring the inhibitions of the 
injunction to minimize confusion. The principles of ownership, however, 
are not changed by this fact. 

As property rights subject to “ownership” trademarks are sui generis. 
Since ownership grows out of and depends upon the continuance of use 
and the parties here have long used their respective marks, their rights 
having been carefully determined by the district court, we think that 
within its legitimate field of use applicant is as much an “owner” as is 
opposer. 

Opposer contends that the amendment of the application was an ad- 
mission that DUNHILL TAILORS is in legal effect the same as DUNHILL. The 
amendment merely conformed the form of the mark to the rights estab- 
lished by the judgment. The Patent Office made no objection to it. The 
district court clearly felt they were not the same. We see no merit in 
this argument. 

Opposer attempts to show how it would be damaged by the granting 
of the registration in any event. The gist of the argument is that ap- 
plicant would obtain the various advantages of registration which the 
Lanham Act affords, viz.: a finding and evidence of “ownership,” the 
right to use the mark, to mark it with notice of registration, constructive 
notice and eventual incontestability. We see no reason why applicant 
should not enjoy these advantages with respect to the limited rights it 
already enjoys in the use of the mark under the judgment. Opposer has 
failed to show us how it would be any worse off as a result of registration 
than it is now under the terms of the judgment, provided the registration 
is restricted to conform to the judgment. Such a registration will do no 
more than aid applicant in the enforcement of substantive rights it already 
has. 

The next point of opposer is, in effect, that right to register does not 
necessarily follow right to use. Of course we agree. Salem Commodities, 
Inc. v. The Miami Margarine Co., 44 CCPA 932, 244 F.2d 729, 114 USPQ 
124 (47 TMR 1267), DeWalt, Inc. v. Magna Power Tool Co., 48 CCPA 909, 
289 F.2d 656, 129 USPQ 275 (51 TMR 1162). Applicant admits the validity 
of this point but says in reply that section 19 of the Lanham Act provides that 
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In all inter partes proceedings equitable principles of laches, es- 
toppel, and acquiescence, where applicable, may be considered and 
applied. 


Applicant argues that this section “clearly applies to this proceeding” 
and that the “very purpose of Section 19 was to conform the right to 
register to the right to use as determined by judicial decree,” but at the 
same time says “We need not be concerned here with the question whether 
laches is available in an opposition proceeding; the judgment of the 
District Court is based upon acquiescence and estoppel.” Applicant’s 
position is not too clear. 

We do not see where we have any occasion to apply equitable prin- 
ciples or section 19 in this case. The applicable equitable principles 
were all applied in the district court in New York where the facts to 
support their application were proved. Opposer was there held to be 
estopped to interfere with applicant’s use within the terms of the judg- 
ment. In this opposition applicant is relying on a judicially established 
right, not on estoppel. If the facts underlying the estoppel had been 
proved in the opposition, instead of in the New York court, then we 
might have occasion to rely on section 19 and to apply equitable prin- 
ciples, but such is not the case. 

We are clearly of the view on the record before us that the applicable 
statutory law, which neither party has invoked but which we should 
nevertheless apply, The Coshocton Glove Co. v. Buckeye Glove Co., 24 
CCPA 1338, 1343, 90 F.2d 660, 664, 34 USPQ 64, 67 (27 TMR 449), is 
that provision of section 2(d) which provides for concurrent registration 
“when a court has finally determined that more than one person is en- 
titled to use the same or similar marks in commerce.” That is the situa- 
tion here and it is the determination of the district court in the suit 
between these parties which is controlling, no question as to the registra- 
bility of DUNHILL TAILORS apart from opposer’s possibly adverse rights 
having been raised. Equally applicable, however, are the provisions of 
section 2(d) with respect to incorporating in the registration certificate the 
“eonditions and limitations as to the mode or place of use or the goods.” 
These “shall be prescribed in the grant.” ” 

We believe the board erred in approving, in effect, the granting of 
an unrestricted registration by dismissing the opposition.’ We also believe 
that opposer is not entitled to prevent the grant to applicant of a reg- 


7. For a Commissioner’s decision holding that the clause of section 2(d) we find 
to be applicable to this case is not limited by the provision of the first clause of the 
proviso respecting use of the mark “prior to any of the filing dates of the applications 
involved,” see Ex parte Crown Beverage Corp., 102 USPQ 312, 45 TMR 69. We agree 
with that holding. 

8. In formally declared concurrent user proceedings it is the board which decides 
“the respective rights of registration.” Section 17 (15 U.S.C. 1067, as amended Aug. 
8, 1958). We do not see that it is of any practical significance that the present inter 
partes proceeding is called an “opposition” when the facts are such as to require a 
decision on an issue of concurrent registration. 








R 
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istration on the mark described and for the goods named in its amended 
application, provided the registration contains, as contemplated by section 
2(d) in such cases, conditions and limitations corresponding to those con- 
tained in that portion of the judgment entered Sept. 22, 1958 in the 
United States District Court for the Southern District of New York, in 
Civil Action No. 119-295, constituting the injunction and designated “6,” 
which is of record in the application file. 

Since the opposition was dismissed by the board without any such 
requirement, its decision must be reversed. 


Wor ey, Chief Judge, concurring. 

I agree that the board should be reversed but for different reasons 
than those advanced by the majority. 

First, I fail to see how the district court action can be given the 
controlling weight accorded it by the majority. The jurisdiction, the facts, 
and the issues there were wholly different from those here. There the 
basic issue was the right to use; here it is the right to register. That there 
are substantial differences between the two in fact as well as in law 
is too well established to require citation of authorities. 

Second, I agree with the majority that DUNHILL had, and has, a 
“special significance.” Indeed, it is so significant that there is no doubt 
in my mind that the average purchaser would associate DUNHILL and 
DUNHILL TAILORS to a degree prohibited by the provisions of Section 2(d)? 
of the Lanham Act. Surely it cannot be said that such confusion would 
not be likely. 








We have before us, as did the Patent Office, both of the interested parties, the 
finally adjudicated facts on which they ask to have their rights determined, the Com- 
missioner has already decided to grant a registration, which in our opinion would be 
“concurrent” whether so named or not, and that proposed registration has already been 
published in the Official Gazette of the Patent Office, all as contemplated in section 2(d). 

Section 18 (15 U.S.C. 1068) provides that in “such proceedings,” which is a refer- 
ence back to section 17 (15 U.S.C. 1067) and includes oppositions, such as we have 
here, the Commissioner may 

“«* * * register the mark or marks for the person or persons entitled thereto, as the 
rights of the parties hereunder may be established in the proceedings: Provided, 

That in the case of any mark based on concurrent use, the Commissioner shall 

determine and fix the conditions and limitations provided for in subsection (d) of 

section 2 of this Act. 


Any registration granted to applicant-appellant will clearly be based on concurrent use, 
and section 18 gives the Commissioner authority—indeed makes a requirement—to 
determine, fix, and (under 2(d)) prescribe in the grant, the conditions and limitations 
under which the applicant has, by court decree, the right to use. 

1. See. 2. Trademarks registrable on the principal register 

No trademarks by which the goods of the applicant may be distinguished from 
the goods of others shall be refused registration on the principal register on account of 
its nature unless it— 





* * * 


(d) consists of or comprises a mark which so resembles a mark registered in the 
-atent Office or a mark or trade name previously registered in the United States by 
another and not abandoned, as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake or to deceive purchasers: * * * 





THE TRADEMARK REPORTER 





It is interesting to note that no application for concurrent registra- 
tion has been filed, considered by the Patent Office, raised by the parties, 
or set forth in the reasons of appeal to this court. 

MarTIN, Judge, concurring. 

I agree that the decision of the board should be reversed but on a 
different basis than that of the majority. The district court in its findings 
of fact found inter alia, 119 USPQ at 327 (49 TMR at 317): 


27. Defendant’s purpose in using the word DUNHILL in connec- 
tion with its business at its store at 65 East 57th Street was with the 
intent and for the purpose of trading upon plaintiff’s reputation and 
good will. 


28. A substantial number of members of the public were con- 
fused, mistaken or deceived by defendant’s use in its business of the 
word DUNHILL, whether alone or with other language, into the belief 
that defendant was plaintiff, or that defendant was a branch of or 
connected with plaintiff and that defendant’s goods were plaintiff’s 
goods. 


29. Defendant used the word DUNHILL in its business at 65 East 
57th Street with the purpose, intent and result that a substantial 
number of members of the purchasing public were confused, mistaken 
or deceived into the belief that defendant and its products were plain- 
tiff and its products or that defendant was a part of or connected with 
plaintiff. {Emphasis mine. | 


and in its conclusions of law inter alia stated, 119 USPQ at 328 (49 TMR 
at 319): 


10. The pleadings of each of the parties in this civil action re- 
spectively claim that there is likelihood of confusion, mistake and 
deception of the public by the use of DUNHILL by the other party; 
and since plaintiff has proven that members of the public have in fact 
been confused, mistaken and deceived by defendant’s use of DUNHILL 
into the belief that defendant and its products are plaintiff and its 
products and that defendant is connected with plaintiff, defendant is 
guilty of trademark and trade name infringement and unfair com- 
petition with plaintiff. 


In view of these findings of fact and this conclusion of law and my 
own conviction that applicant’s use of DUNHILL TAILORS on its goods is 
likely to result in purchaser confusion, there is a serious question whether 


applicant is entitled to registration under the Lanham Act. Section 2 of 
that Act provides: 


No trademark by which the goods of the applicant may be distin- 
guished from the goods of others shall be refused registration on the 
principal register on account of its nature unless it— 


. »* * 


(d) consists of or comprises a mark which so resembles a mark 
registered in the Patent Office or a mark or trade name previously 
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used in the United States by another and not abandoned, as to be 
likely, when applied to the goods of the applicant, to cause confusion 
or to deceive purchasers: Provided, That the Commissioner may reg- 
ister as concurrent registrations the same or similar marks to more 
than one registrant when they have become entitled to use such marks 
as a result of their concurrent lawful use thereof in commerce prior 
to any of the filing dates of the applications involved and the Com- 
missioner or a court on appeal determines that confusion or mistake 
or deceit of purchasers is not likely to result from the continued use 
of said marks under conditions and limitations as to the mode or 
place of use or the goods in connection with which such registrations 
may be granted which conditions and limitations shall be prescribed 
in the grant of the concurrent registrations thereof; and concurrent 
registrations may be similarly granted by the Commissioner with such 
conditions and limitations when a court has finally determined that 
more than one person is entitled to use the same or similar marks in 
commerce. * * * | Emphasis mine. | 


Although the majority opinion states that the board found that the 
District Court implied that confusion, mistake or deception of purchasers 
was unlikely, I find no such implication in the District Court decision. 
In fact, the plain words of the quoted findings of fact go far beyond the 
question of “likelihood of confusion, mistake or deception of purchasers” 
in stating, 119 USPQ at 327 (49 TMR at 317): 

28. A substantial number of members of the public were con- 
fused, mistaken or deceived by defendant’s use in its business of the 
word DUNHILL, whether alone or with other language, * * * {Emphasis 
mine]. 


There is no finding of fact or conclusion of law which states categorically 
that the use of DUNHILL TAILORS by applicant is not likely to cause pur- 
chaser confusion which seems to me would have been in order if the court 
so believed, in view of the findings of fact and conclusions of law which 
indicate the contrary to be true. 

We have before us this question: Does the law authorize the concur- 
rent registration of a trademark which is so similar to another and the 
goods so related that purchaser confusion is not only likely but, as a 
matter of fact does exist, on the basis of opposer’s long knowledge of 
and acquiescence in applicant’s use of the trademark? I do not think so. 

Although this court cannot interfere with the use of this trademark 


by applicant, we do have the responsibility of determining its registra- 


bility under these circumstances. In making this decision it seems to me 
that we have a problem of deciding in this instance whether the public 
interest or certain equitable rights of applicant should prevail. 

There is no question but that this court has concluded that the public 
interest is not only involved but must be protected in situations involving 
purchaser confusion. In Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 CCPA 
1298, 121 F.2d 508, 50 USPQ 76, 79 (31 TMR 266), this court said: 
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Appellee contends that since the registered mark DUBONNET is 
owned by the opposer but is used by another it cannot be considered 
as a mark “owned and in use by another,” under the confusion-in-trade 
clause of section 5 of the Trademark Act of 1905 (as amended), so 
as to bar registration of the mark BOURBONET. We must not lose sight 
of the fact that the dominant purpose of the said clause is to protect 
the purchasing public from confusion and mistake. Sun-Maid Raisin 
Growers of California v. American Grocer Co., 17 CCPA 1034, 40 
F.2d 116, 5 USPQ 68 (20 TMR 300); California Packing Corp. v. 
Tillman & Bendel, Inc., 17 CCPA 1048, 40 F.2d 108, 5 USPQ 59 
(20 TMR 238); Skelly Oil Co. v. The Powerine Co., 24 CCPA 790, 
86 F.2d 752, 32 USPQ 51 (27 TMR 78). “It [Congress] never in- 
tended that a trade-mark should be registered if its use was likely to 
cause confusion or mistake in the mind of the public or if purchasers 
were likely to be deceived by its use.” Sun-Maid Raisin Growers of 
Calif. v. American Grocer Co., supra. * * * 


See also Lucky Heart Laboratories, Inc. v. Morton G. Neumann, 33 
CCPA 1034, 154 F.2d 519, 69 USPQ 393, 395, where it was stated: 


This court has held repeatedly that the primary purpose of that 
portion of the trademark law with which we are here concerned is 
to protect the public. See In re Laskin Brothers, Inc., 32 CCPA 820, 
146 F.2d 308, 64 USPQ 225 (35 TMR 50); Schering & Glatz, Inc. v. 
Sharp & Dohme, Inc., 32 CCPA 827, 146 F.2d 1019, 64 USPQ 394 
(35 TMR 46). * * * 


Although these decisions relate to the provisions of the 1905 Act, I 
believe the same rationale is applicable in the consideration of the Lan- 
ham Act. Although we cannot prohibit the use of a mark, we can prohibit 
registration and all the rights and privileges that go with it. Whatever 
protection this affords the public, it is our duty to give under these 
circumstances. 

I also believe that when the public interest is involved it takes prece- 
dence over the equitable rights of an individual insofar as the registration 
of a trademark is concerned. See Skookum Packers Association v. Pacific 
Northwest Canning Co., 18 CCPA 792, 45 F.2d 912, 7 USPQ 143 (21 
TMR 50), and Abell v. Beatrice Creamery Co., 23 CCPA 735, 79 F.2d 
751, 27 USPQ 348 (26 TMR 38). 

Furthermore, it is not clear to me how equitable rights existing 
between two parties’ can justify the issuance of a registration in contra- 
vention of the express language of the statute. 

For these reasons, I am of the opinion that the decision of the board 
should be reversed. However, I do not believe that applicant is entitled 
to registration even under the conditions suggested by the majority. 








1. Section 19 of the Lanham Act (15 U.S.C. 1069). 
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IN RE PETERS, doing business as SWEETCORN MARGARINE CO. 
Trademark Trial and Appeal Board — March 16, 1961 —129 USPQ 291 


200.19s>—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
FEATURES OF GOODS—ORNAMENTAL FEATURES 
Application to register the configuration of exposed rows of corn kernels for 
margarine and butter refused since applicant’s design is so proportioned and used 
in trade that to purchasers it serves only as ornamentation as applied to applicant’s 
goods and is incapable of serving as a distinguishing mark. 


Registration for trademark application by Leo Peters, doing business 
as Sweetcorn Margarine Co., Serial No. 24,398 filed February 13, 1957. 
Applicant appeals from decision of the Examiner of Trademarks refusing 
application. Affirmed. 


Dawson, Tilton, Fallon & Lungmus, of Chicago, Illinois, for applicant. 


Before WALDSTREICHER, LEFKOWITZ, and SHryock, Members. 


Suryock, Member. 
An application has been filed to register on the Supplemental Register 
for margarine and butter the following: 





Use since June 20, 1951 is asserted. The application for registration con- 
tains the following description of the alleged mark: 


“The trademark sought to be covered hereby resides in the 
configuration of a particular feature or portion of the goods, said 
features or portion consisting of the exposed rows of corn kernels”. 


Applicant has offered to amend the drawing in the application to 
make it conform with the word description of its mark. In this regard, 
it is apparent that the description is also intended to include the peeled 
husk which appears as an integral feature of the design. 

Registration has been refused on the ground that applicant’s design 
is merely an over-all and ornamental configuration of applicant’s product 
and, as such, is incapable of distinguishing applicant’s goods as to source. 
In this regard, the examiner relies on the decisional law stated in Alan 
Wood Steel Company v. Watson, Comr. Pats., 113 USPQ 311 (47 TMR 
848) (DC DC, 1957); and In re Peters, doing business as Gracious Foods 
Co., 121 USPQ 529 (49 TMR 1010) (TT&A Bd., 1959), wherein it was 
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stated that the term “configuration of goods” as used in Section 23 of the 
Statute’ must be restricted to the configuration of a particular part or 
feature of the article and may not extend to the shape or design of the 
entire device. 

Applicant has appealed. 

It seems apparent that as described in the application, applicant’s 
design is not the over-all configuration of applicant’s goods, but merely 
a particular feature thereof. There remains for consideration, however, 
the question of whether the particular configuration, as presented and 
as used by applicant, for which registration is sought is capable of dis- 
tinguishing applicant’s goods. 

The photographic labels submitted in the application for registration 


show the alleged mark as used in trade as follows: 


As pictured above, it is evident that to prospective purchasers of 
applicant’s margarine and butter the surface representation of an ear of 
corn design is the only visible feature of applicant’s goods, and that 
to such persons, at least, it would appear as an over-all configuration 
thereof. It is also manifest that applicant’s adoption of its design resulted 
primarily from an intent to produce an attractive display of the product 
for the table, and there is no evidence of record that the attention of the 
public has ever been directed to the design feature as an indication of 
source thereof. 

Applicant places great weight on the fact that there are of record 
numerous voluntary statements from housewives, which state, in effect, 
that they recognize the ear of corn design as an indication of margarine 
originating with applicant. In this regard the record discloses that in 
1957, shortly after the product was introduced, applicant sought the 
reactions of housewives to the product by means of a questionnaire which 
contained, in part, the question: “I do 0 — do not O — like SWEETCORN 
whipped margarine”, and space for remarks or suggestions thereafter. 
Most of the remarks in response to this questionnaire referred to the 


attractive physical shape of the product, typical of which are as follows: 





The applicable wording of Sec. 23 of the Trademark Act is as follows: 


“For the purpose of registration on the supplemental register, a mark may 
consist of any * configuration of goods * * * but such,mark must be capable 
of distinguishing applicant’s goods or services.” 
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“T like Sweetcorn whipped margarine because it is physically 
different and children love it”. 

“T think it’s a very novel idea”. 

“It dresses up the table and everyone likes it” 

“Looks pretty on table”. 

“Children like the design”. 

“And Sweetcorn looks so neat and dainty on the table”’. 

“The children love the shape”’. 

“The whipped margarine is attractive to the eye on the table”. 

“T like the attractive shape and it reminds one of real butter”. 

“Package very appealing”. 


Approximately three years thereafter, applicant sent out form state- 
ments to these same housewives and has presented in evidence one hundred 
and forty-four signed, but unsworn, statements which read, in part, as 
follows: 


“During the past few years I have come to recognize this product 
almost solely by the unusual and striking configuration on the top 
of the block of margarine. To me, this small molded design on the 
top of the stick of margarine indicates that it is a product of Sweet- 
corn Margarine Company”. 


As shown by the answers to the questionnaire, at the date of original 
contact, applicant’s customers were merely attracted by the attractive 
physical appearance of applicant’s product and the record is devoid of 
any evidence as to what facts, or factors, led them to change their reactions 
thereto as indicated in the statements to which they have attested. In 
view of the fact that applicant has at no time referred o the ear of corn 
design as an indication of origin in applicant, either in the advertising 
thereof or by any other means, the form statements are not persuasive 
that purchasers would, in fact, recognize a familiar design such as an 
ear of corn as anything other than mere ornamentation for the table. 

On the record presented, it is apparent that applicant’s adoption of 
an ear of corn design resulted primarily from a desire to produce an 
attractive display of his product for the table, and that the alleged mark 
is so proportioned and so used in trade that to purchasers, thereof it 
serves only as ornamentation as applied to applicant’s goods. It is, there 
fore, concluded that, as used, it is incapable of serving as a distinguishing 
mark for such goods. 


DECISION 


The refusal to register is affirmed. 








PART Ill 


AUTOMOTIVE DEVICES COMPANY v. AUTOMOTIVE DEVICES 
COMPANY OF PENNSYLVANIA 


No. 26687 —D. C., E. D. Pa.— Jan. 8, 1960-—124 USPQ 226 


500.17—COURTS—BASIS OF RELIEF—CONCURRENT USE 
750.1—OWNERSHIP OF TRADEMARK RIGHTS—IN GENERAL 
750.6—OWNERSHIP OF TRADEMARK RIGHTS—TITLE 


Plaintiff and defendant operated single business, using single trade- 
mark; court approves severance agreement by which each party is given 
exclusive right to use mark in specific limited geographic areas. 





GREATWAY CORPORATION et al. v. GREAT WAY, INC., et al. 
No. 59-C-277 —D. C., E. D. Wis. — Jan. 22, 1960 — 124 USPQ 23] 


500.32b>—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 


NAMES 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 


Plaintiff uses its corporate name (Greatway Corporation) in pur- 
chasing goods and in other business matters, but it operates its retail stores 
under the name “Shoppers World.” Defendant is not preliminarily en- 
joined from using “Great Way” as name of location of its retail store, 
although preliminary injunction does issue as to defendant’s use of its 
name (Great Way, Inc.) in purchase of goods and obtaining lines of credit 
for goods. 





RUSSELL, doing business as WRAP-ON COMPANY v. 
YORK INSULATION CO., INC. 


No. C-795-59 —N. J. Super. Ct., Chancery Div., Union Co. — 
Jan. 7, 1960 —124 USPQ 243 


500.16—COURTS—BASIS OF RELIEF—COMMON LAW MARKS 

500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING MARKS 

500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 








Preliminary injunction issues as to defendant’s use of wWRaP-on (for 
water pipe insulation material) in view of plaintiff’s showing of secondary 
meaning; confusion of purchasers likely. 
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SWART et al. v. MID-CONTINENT REFRIGERATOR COMPANY 
No. 19239 — Colo. Sup. Ct. — Mar. 13, 1961 —129 USPQ 129 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 
500.78 —COURTS—PLEADING AND PRACTICE—CONCLUSIONS OF LAW 


On appeal, judgment affirmed. Although trade names may be so 
dissimilar as to preclude finding as a matter of law that confusion in the 
mind of the customer is likely to follow, the Court held the facts before 
it were not such a case concluding that defendant’s purpose in adopting 
trade name Mid-Commercial Refrigeration Co. was to benefit from the 
good will established by Mid-Continent Refrigerator Co. 





RANK CINTEL LIMITED v. KAY LAB 
Appl. No. 6661 — CCPA — Apr. 14, 1961 — 129 USPQ 286 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


KINTEL (Registrant) for electronic instruments, particularly amplifiers, 
power supplies, and industrial television * * *. 


CINTEL (Petitioner) for photo-electric cells, cathode ray tubes, and radio 
and television receiving and transmitting apparatus. 


Petition sustained. (Tm. Bd. reversed). The marks are arbitrary in 
nature and are so nearly identical as to be likely to result in that likelihood 
of confusion contemplated by Section 2(d), if concurrently used on the 
goods of the respective parties. 

Case below reported at 50 TMR 296. 





THE MASTIC TILE CORPORATION OF AMERICA (THE RUBEROID CO., 
MASTIC TILE DIVISION, assignee, substituted) v. CONGOLEUM-NAIRN, INC. 


Appl. No. 6663 — CCPA — Apr. 14, 1961 —129 USPQ 287 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
WEAREVER (Applicant) for vinyl floor tile. 

FLOR-EVER (Opposer) for vinyl floor tile. 
Opposition dismissed. (Tm. Bd. reversed). Although the suffix EVER 


in both marks is identical, the prefixes WEAR and FLOR are so distinctly 
different in sound, appearance, spelling and meaning that the marks as 
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a whole, as viewed in the market place, would not be likely to cause 


confusion. 
Case below reported at 49 TMR 1336. 





CRANE PACKING COMPANY v. GARLOCK INC. 
Tm. Bd. — Mar. 16, 1961 — 129 USPQ 293 


200.75e—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—TRADEMARK USE—DECEPTIVE USE 


Opposer has failed to establish that the slogan “The Standard Packing 
of the World” is misdescriptive or misleading where applied to packaging 
made of various materials, or that opposer would be damaged by the 


registration thereof by applicant. 





VISCHER PRODUCTS COMPANY v. BUCKEYE MOLDING COMPANY 
Tm. Bd. — Mar. 16, 1961 —129 USPQ 295 


FLEXEEL (Applicant) for packaging articles such as food, precision elec- 
tromechanical parts, and fishing tackle; and flexible closures for said 
containers. 

FLEX-SEAL (Opposer) for pressure vessels, namely, pressure cookers and 
canners and parts thereof. 


Opposition dismissed. Although the marks are substantially similar, 
the vast differences in the products of the parties are such that confusion 


of purchasers is not likely to result. 





BROOKLYN FOLDING BOX CO., INC. v. POLAND BROTHERS, INC. 
Tm. Bd. — July 20, 1961 —131 USPQ 43 


300.31—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(INTER PARTES)—CANCELLATION—IN GENERAL 


Petition for cancellation granted. The Board held the record clearly 
established petitioner’s prior use of POP-UP in the advertising of folding 
gift boxes and was sufficient to preclude registration of this term by 


respondent for like goods. 
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300.33d—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 

(INTER PARTES)—CANCELLATION—PLEADING AND PRACTICE— 

DEFENSES 

Where Board found that asserted defense of acquiescence by peti- 

tioner in respondent’s use of the term Pop-UP was inconclusive because of 
the credibility of respondent’s witness, it held equitable defense of estoppel 
could not be sustained. Aside from this, it held equitable defense of 
estoppel could not preclude relief sought by petitioner because both parties 
used the identical term in connection with identical goods. 





LA MAUR, INC. v. THE WELLA CORPORATION 
Tm. Bd. — July 21, 1961 —131 USPQ 45 
300.33d—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 


(INTER PARTES)—CANCELLATION—PLEADING AND PRACTICE 
EVIDENCE 





Respondent in a cancellation proceeding offered eleven third party 
registrations for the purpose to show that STYLE was merely descriptive 
or otherwise lacking in distinctiveness as applied to hair setting lotion. 
The Board considered the registrations insufficient for this purpose since 
only eight of the registrations contained the word STYLE or its equivalent, 
and of these, only three comprehended the goods involved. Moreover, in 
two of these three registrations the word STYLE appeared only as a com- 
ponent of a unitary term and was in no way emphasized. 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
STYLE (Petitioner) for a hair fixative. 
STYLE-TEX (Registrant) for a hair setting lotion. 


Petition for cancellation granted. The Board held since the word 
STYLE constituted the whole of petitioner’s mark and a prominent part of 
registrant’s mark STYLE-TEX confusion as to the origin of the goods was 
likely. 
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BELDING HEMINWAY COMPANY, INC. v. JOSEPH BANCROFT & SONS CO. 
Tm. Bd. — July 21, 1961 —131 USPQ 46 


200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 

—SUGGESTIVE MARKS 

200.73—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
SYMBOLS 

100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


Opposition dismissed. The Court found that caricature representa- 
tions of kittens used by applicant for textile piece goods were distinctively 
different to conventional kitten symbols used by opposer, and held com- 
mon practice of producers of textile products to use kitten symbols as a 
measure of softness or smoothness of their goods prevented likelihood of 
confusion. 





AUTOMAGIC VENDORS, INC. v. PHILCO CORPORATION 
Tm. Bd. — July 21, 1961 —131 USPQ 49 


300.23d—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 

(INTER PARTES)—OPPOSITION—PLEADING AND PRACTICE— 

EVIDENCE 

The Board observed that based on applicant’s record and lack of tes- 

timony as to what products were vended through opposer’s machine, the 
type of commercial establishment in which opposer placed its vending 
machines, the manner in which opposer applied the mark AUTOMAGIC to 
the machines and like information it would be inclined to agree with appli- 
eant that there was no likelihood of confusion with applicant’s use of the 
same mark on washers and dryers. The rule, however, is that an opposer 
may rely solely upon its registration and the presumptions afforded thereby 
and in such cases opposer must be regarded as the owner of its marks 
for all of the goods encompassed by the registration, viz., merchandise 
vending machines including machines which vend all products including 
soap, ete. sold in self-service laundries. 


100.4—CONFUSING SIMILARITY—CLASS OF GOODS 
AUTOMAGIC (Opposer) for merchandise vending machines. 
AuTomaGic (Applicant) for washers and dryers. 


Opposition sustained. The Board held that the question of likelihood 
of confusion must be determined on the basis of the “goods” covered in 
applicant’s application. Since the application was to register AUTOMAGIC 
for washers and dryers, the Board presumed the application covered com- 
mercial laundry equipment including coined-actuated machines which 
would be purchased by the same customers who would purchase opposer’s 
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vending machines sold under the mark AUTOMAGIC, creating a likelihood 
of confusion as to source. 





IN RE BAILEY METER COMPANY 
Tm. Bd. — July 24, 1961 —131 USPQ 51 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY—DESCRIPTIVE 
AND GENERIC MARKS 


Registration refused. The Board considered applicant’s patent and 
advertising using such phrases as “The transparent plastic ink sacs are 
changed once a year”; Each ink sac provides * * *”, and held the term 
INK SAC as used by applicant was merely the descriptive name for its 
ink filled dispensing containers rather than a trademark to identify and 
distinguish such goods. 





IN RE VOCALINE COMPANY OF AMERICA, INC. 
Tm. Bd. — July 27, 1961 —131 USPQ 52 


200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 





Applicant contended that its mark was entitled to limited protection 
because of the common usage of the mark by others for diverse products. 
The Board held applicant’s reference to two third party registrations in 
support of this contention was insufficient for the purpose submitted. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


MEMOMATIC (Applicant) for a combination automatic electric clock, cal- 
endar and memorandum pad. 


MEMO-MATIC (Prior registration) for notebooks, pads, diaries, desk eal- 
endars, desk pads and pad holders. 


Registration refused. The Board held MEMomartic for an automatic 
clock calendar and memorandum pad was likely to be confused with the 
prior registration of MeMo-MATIC for desk devices including desk calendars, 
pads and diaries. 
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